





LAW ANb 
CONTEMPORARY 
PROBLEMS 








LITERARY AND ARTISTIC 
PRODUCTS AND 
COPYRIGHT PROBLEMS 




















SCHOOL OF LAW + DUKE UNIVERSITY 
Vol. 19 SPRING, 1954 No. 2 














LAW AND CONTEMPORARY PROBLEMS 


A QUARTERLY PUBLISHED BY THE DUKE UNIVERSITY SCHOOL OF LAW 
DURHAM, NORTH CAROLINA 


Rosert Kramer, Editor 
Metvin G. SuimM, Associate Editor 
EprroriaL Apvisory BoaRD 
JosepH A. McC ain, Jr., Jonw S. Brapway, Ervin R. Latry, Dace F. STANsBURY, AND 
Curve M. ScumirrHorr (London) 





VoLUME 19 SPRING, 1954 Numer 2 





" CONTENTS 
LITERARY AND ARTISTIC PRODUCTS AND COPYRIGHT PROBLEMS 


PAGE 
Robert Kramer 139 


PI og ceni is cas Seca enes sda da ENG EKS bkewlehatsae ess 
INTERNATIONAL CoPyYRIGHT IN THE UNrreD STATEs: 

PT ere ae eer eer err em S John Schulman 141 
ProrecTION OF “NEIGHBORING RicHTs”.............. George H. C. Bodenhausen 156 
Reowre me Naw Mints... .. 2.0.5... 2 esc ces ccseceees Theodore R. Kupferman 172 
Oxp Licenses anp New Usés.................0 cece cence eee ees Morris E. Cohn 184 
I AE PIE iis. 5a oe ik hes eae aed Melville B. Nimmer 203 
Copyricut ProTecTIOn OF ARCHITECTURAL PLANns, Drawincs, AND 

I eign Sak cakes Aaah Sch aduon wt enti hemi dciae Cas Arthur S. Katz 224 
Lirerary AND Artistic Property (INcLupinc CopyricHt) As Security: 

ProsiEMs FAcING THE LENDER.................000ese eee eeeeees Leon Kaplan 254 
THe CoMPOSER AND THE Pusiic INTEREST—REGULATION OF PERFORMING 

PED NU 5 65s 5k 5a dais hada rabies get 3 wis d Herman Finkelstein 275 
Tue Antitrust Aspects oF MERCHANDISING Mopern Music: 

Tue ASCAP JupGMENT OF 1950..............0 2 cece eee Sigmund Timberg 294 





Views expressed in articles published in this periodical are to be attributed to their authors and 
not to the periodical, its editors, or Duke University. 











PUBLISHED QUARTERLY 
WINTER, SPRING, SUMMER, AUTUMN 
Subscriptions: U. S. & Possessions $5.00; Foreign $5.50. Single copies $2.00 
(A supply of copies of all issues is provided to fill orders for single numbers) 


For information about microfilm (copies are now available in this form) write: University Microfilms, 
313 N. First St. Ann Arbor, Mich. 





Address all communications to Law anp ConTEMPORARY PRroBLEMs 
Duxe Station, DurHaM, NortH CAroLina 
Copyright, 1954, by Duke University 


Entered as second-class matter December 10, 1946, at the post office, Durham, North Carolina, 
under the Act of March 3, 1879 








ALL Court Constructions of the Laws 


Modern Pocket Part Service covers both the Laws and the Annotations 


Congressional and Adminishatiue 
News 


—a special up-to-the-minute service — is an integral 
part of the popular U. S. Code Annotated giving you 
currently in pamphlet form: 

@ Text of all Public Laws of Congress 

@ Committee Reports and Congressional Debates 

@ Executive Orders & Proclamations 

@ Regulations 

®@ Legislative History 


@ Congressional Highlights — A Current Summary of 
Congressional Activities 


Indispensable for Today’s Law Practice 


Write for full particulars about U. S. C. A. 
with its “Speedy” Congressional and Administrative News 


WEST PUBLISHING CO. ST. PAUL 2, MINN. 

















An Index to Modern Legal Problems 


On each of the following topics, LAw AND CONTEMPORARY PROBLEMS has published a 
symposium dealing with the legal, economic, administrative, and other social-science aspects of 
the subject. The date indicates the year of publication. 


Agricultural Adjustment in the South 1934 Instalment Selling 1935 
Air Cargo 1950 Institutional Investments 1952 
Alcoholic Beverage Control 1940 International Human Rightst 1949 
Alimony 1939 International Trade Barriers 1946 
Aviation Transport 1946 Interterritorial Freight Rates 1947 
Children of Divorced Parents 1944 Investment of Trust Funds 1938 
Close Corporation 1953 Labor Dispute Settlement 1947 
Collective Bargaining Under the Labor in Wartime 1942 

Wagner Act 1938 Legislative Reapportionment 1952 
Collection of Real Property Taxes 1936 Loan Shark Problem Today 1954 
Combating the Loan Shark 1941 Low-Cost Housing and Slum Clearance 1934 
Commercial Arbitrationt 1952 Medical Care 1939 
Commercial Codet 1951 Migratory Divorce 1935 
Consumption Taxes 1941 Nationalization of British Industries 1951 
Cooperatives 1948 Old Age Security and Welfare Titles 
Correction of Youthful Offenders 1942 of the Social Security Act 1936 
Delivered Pricing 1950 Patent Systemt 1947, 1948 
Divorce: A Re-examination of Price Discrimination and Price 

A Cutting 1937 

Basic Concepts 1953 i 
Emergency Price Control Act 1942 ranene varuaeente stead 
Enemy Property 1945 a Hoe pes for the Consumer of 

’ . , ood and Drugs 1933 

Excess Profits Taxation 1943 Railroad Reorganization 1940 
Expert Testimony = —_— 1935 Regulation of Insurance 1950 
Farm Tenancy Legislation 1937 Religion and the State 1949 
Federal Courts ile 1948 Secured Commercial Financing 1948 
Federal Employers’ Liability Actt 1953 Saseutiten Aunt 1937 
Federal Income and Estate Taxation 1940 herman Antitrust Act and Its 
Federal Powers Over Crime 1934 Enforcement 1940 
Financial Protection for the Motor Trade-Marks in Transition 1949 

Accident Victim 1936 «Unauthorized Practice of Law’’ 
Financing Small Business 1945 Controversy 1938 
Food, Drug, and Cosmetic Legislation 1939 Unemployment Compensation 1936 
Governmental Marketing Barriers 1941 Wage Earners’ Life Insurance 1935 
Governmental Tort Liability 1942 Wage and Hour Law 1939 
Hemispheric Trade 1941 War Claims 1981 
Home Financing 1938 War Contract Renegotiation 1943 
Housing 1947. War Contract Terminationt 1944 


Subscriptions: $5.00 per year ($5.50 foreign) 
Single Copies: The price for single issues is $2.00 per copy, postpaid. Copies of all back 
issues are available. 


Bulk orders: On orders for ten or more copies of a single issue a discount of 20 per cent is 
applicable, f.o.b. Durham, N. C. 


Complete sets: Arrangements can be made to supply complete sets, unbound, at a discount of 
20 per cent from the combined price for the individual issues, f.o.b. Durham, N. C. 


+ Published in two parts, priced separately. 


LAW AND CONTEMPORARY PROBLEMS 


DUKE STATION DURHAM, NORTH CAROLINA 


























THE SuMMER, 1954 IssuE OF 


LAW AND CONTEMPORARY PROBLEMS 





will be devoted to 


a symposium on 


THE REGULATION OF NATURAL GAS 














DUKE UNIVERSITY 


Trinity College 
(Undergraduate) 


Woman’s College 
Graduate School 
Divinity School 
School of Law 
School of Medicine 
School of Nursing 
School of Forestry 





College of Engineering 





Summer Session 


Address inquiries to 





Tue SECRETARY 


Duke University Durham, N. C. 


Tre CHaper 





















































JUST PUBLISHED - - 


VALUATION 
UNDER THE LAW 


OF 


EMINENT 
DOMAIN 


By Lewis Orgel 


SECOND EDITION 





Pocket Supplements 
TWO VOLUMES 


$30.00 


ZONING LAW 
AND 
PRACTICE 
BY 
E. C. YOKLEY 


i 


SECOND EDITION 








Pocket Supplements 
TWO VOLUMES 


$25.00 


PLACE YOUR ORDERS NOW 


THE MICHIE COMPANY 


Law Publishers .:. Charlottesville, Va. 






































Length of Service 


Length of service makes for continuity in any busi- 
ness....Andin one such as ours where we deal 
with the subscriber direct, it is of special importance. 
It gives everybody the feelin’ of mutual confidence 
and understanding, that comes only from lon}, and 
valued association. 


More than one-third of our Shepard employees have 
been with us 5 years or longer, and 23 of them 
can boast of having been with us 25 years or more. 
Younger ones look forward to settin’, a similar record 
in the future—a “family” relationship that only 
comes from this kind of employment. 


It is also a source of pride and satisfaction to us that 
there are numbered amonj, the users of Shepard’s 
Citations today the children and grandchildren of 
subscribers who purchased their first citation service 
from us 80 years ago. 


And for our increasin® list of new subscribers we will 
conscientiously strive to build the same confidence 
which has enabled us to retain, through eight dec- 
ades, the faith and 00d will of our old subscribers. 


The lon? and honorable experience of this orZaniza- 
tion is but one of the many reasons why it is able to 
meet the most exacting, requirements of the legal 
profession. 


ore 


Shepard’s Citations 
Colorado Springs 
Colorado 


Copyright, 1954 by Shepard's Citations, Inc. 





























a r ~ 
wee TT Ambaes 
ive | 


Jen> 


pic 
ek pence 1 


eet | . 
‘ te \k 
LAN ¢ \' x 
als er taeda} 
Biv : 
t rat) 
y 





How to end a search 
before it starts ! 


Experienced lawyers invariably turn first to American Juris- 
prudence because, with the publication of the four-volume Gen- 
eral Index, it has become easy to find the point vital to the 


problem. Long hours of search are unnecessary. 


American Jurisprudence can mean the difference between an 
average law practice and a highly successful one. Write either 
company today for full details of what American Jurisprudence 


can do for you. 





Bancroft-Whitney Company, San Francisco 1, California 
The Lawyers Co-operative Publishing Co., Rochester 14, N. Y. 


AMERICAN JURISPRUDENCE 


AN ESSENTIAL TOOL FOR BEVERY LAWYER 











LAW AND CONTEMPORARY 
PROBLEMS 























VoLUME 19 SPRING, 1954 NuMBER 2 








FOREWORD 


This symposium attempts to explore a few of the many ramifications of the con- 
temporary efforts to give some legal protection to what may be termed, speaking 
broadly, intellectual products, and more particularly, literary and artistic property. 
The best known form of such protection, of course, is copyright. But it is becoming 
increasingly apparent that in its present form, at least in many jurisdictions, copy- 
right does not adequately solve the complex problems now arising in this area. 

One major difficulty inherent under our nationalistic legal systems, so far as the 
protection of rights in this type of property is concerned, is that these often highly 
intangible products are no respecters of national boundaries. Particularly with the 
rapid development in this century of new, swift, and far-reaching media of mass 
communication, writers, composers, artists, and performers are increasingly discover- 
ing that world-wide rather than nation-wide protection is required for their products, 
in order to obtain adequate financial returns. Obviously, to obtain agreement among 
the various sovereign nations, with their often widely divergent legal and copyright 
systems, on the nature and extent of the protection of such rights, is not an easy 
task today. Moreover, any such agreement must also take into account the possi- 
bility that such rights, if given without adequate restraints and safeguards, may be 
used either by individuals or by nations to block or obstruct the communication, 
development, and use of literary and artistic products—a danger all too acute during 
a cold war period. The rights of the creator, producer, or owner must be balanced 
against the legitimate demands and needs of others, even if in foreign countries, to 
enjoy these products at a reasonable, non-prohibitive cost. 

Another difficulty arises from the very nature of the subject matter to be pro- 
tected. Not only is it often highly intangible, but also its concrete manifestations 
may take many quite different forms. Doubtless all would agree on extending some 
protection to printed matter in general, such as books, magazines, and sheet music, 
but what about the status of architectural designs and plans, completed buildings, 
sculpture, and paintings? Another equally puzzling question is the scope of the 
protection to be given. Should the creator or producer have the absolute right to 
veto any use, or should he be compelled to grant licenses, and, if so, on what terms? 
Revolutionary new media of communication are rapidly outmoding our present law 
in this field. The artist, author, or composer is no longer limited to royalties from 
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book sales, sheet music sales, or stage performance rights. In fact, his greatest potential 
source of profit may be sound movies, phonograph records, or radio or television 
performances. Moreover, each new technical development in communication may 
create not simply the possibility of a new right in the composer or author, but also 
the possibility of one or more new rivals or claimants for a share in the income from 
that right. The author writes a book, which is subsequently adapted, produced, and 
performed by others for, in turn, the stage, sound movies, phonograph records, radio, 
and television. The composer’s popular song is performed by a famous soloist for, 
respectively, a concert audience, a phonograph record manufacturer, a radio broadcast 
(which is also tape recorded), a television broadcast (which is also filmed), and a 
sound movie. Author, composer, adapter, performer, record manufacturer, broad- 
caster, telecaster, movie maker—all (among others) clamor for protection of their 
rights in the book, the composition, the adaptation, the performance, the phono- 
graph record, the broadcast and the tape recording, the telecast and film thereof, and 
the sound movie. 

Throughout many of these fascinating problems two quite basic but frequently 
conflicting principles appear. Certainly in our democratic society it can hardly be 
questioned that literary and artistic products should be given enough legal protection 
so that private enterprise, encouraged by the financial rewards made possible by such 
protection, will be willing to create, develop, and use them. We do not wish our 
writers, artists, and composers to be financially dependent solely or mainly on state 
subsidies or private philanthropy. On the other hand, an essential element of our 
democratic society is the transmission, development, and use of intellectual products 
in the freest possible manner and with the fewest possible restraints. For this 
reason, we look askance at state censorship or control in these areas. However, such 
restraints may be no less objectionable if imposed by authors, artists, composers, or 
producers for their private gains rather than by the state on moral or political 
grounds. Consequently, those who demand protected rights in intellectual products 
must be willing also to accept correlative duties and responsibilities. The law must 
not permit the protections given here to turn into barriers walling off part or all of 
our society from the use and enjoyment of these literary and artistic products at a 
cost within their reach. 

Rosert Kramer. 





INTERNATIONAL COPYRIGHT IN THE 
UNITED STATES: A CRITICAL ANALYSIS 


Joun ScHULMAN* 


“Participation in the Universal Copyright Convention by the United States will not 
only significantly improve the protection accorded to United States private interests abroad, 
but will make a substantial contribution to our general relations with other countries of 
the free world. Early action by the United States with respect to ratification of the con- 
vention will enable the United States to play a leading part in helping to improve interna- 
tional relations in this important field.” 


The statement quoted concludes the report of Secretary of State Dulles recom- 
mending ratification of the Universal Copyright Convention, which President 
Eisenhower submitted to the Senate on June 10, 1953... The treaty itself was com- 
pleted at Geneva, Switzerland, on September 6, 1952, after five years of intensive 
preparatory work, and has been signed provisionally by forty nations, including the 
United States.? 

Although the practical necessity of improving the increasingly unsatisfactory state 
of internal copyright procedure has been recognized for some time, an acceptable 


* A.B. 1916, College of the City of New York; LL.B. 1918, Columbia University. Member of the 
New York bar and of the firm of Hays, St. John, Abramson, and Schulman, New York City. Member 
of the United States Delegation to the following Conferences on International Copyright: Brussels Con- 
ference for the Revision of the Berne Convention, 1948; Sixth Annual Conference of United Nations 
Educational, Scientific and Cultura] Organization (UNESCO), at Paris, 1951; Conference on Copyright, 
Pan American Union in Washington, D. C., 1952; Geneva Conference for the Preparation of the Uni- 
versal Copyright Convention, at Geneva, 1952. Member of the Committees of Experts on Copyright, 
convened by UNESCO at Paris, 1947, 1949; member of the Committee of Experts on Copyright, convened 
by UNESCO, at Washington, D. C., 1950. 

* The Universal Copyright Convention of 1952, Exec. M., 83d Cong., 1st Sess. 4 (1953). See 99 
Cong. Rec. 6554 (June 10, 1953). 

? The text of the convention is printed as an enclosure with Executive M. Signatories at Geneva were: 
Andorra, Argentine Republic, Australia, Austria, Brazil, Canada, Chile, Cuba, Denmark, Finland, France, 
German Federal Republic, Guatemala, Haiti, Holy See, Honduras, India, Ireland, Italy, Liberia, Luxem- 
bourg, Mexico, Monaco, Nicaragua, Netherlands, Norway, Portugal, Salvador, San Marino, Spain, Sweden, 
Switzerland, United Kingdom of Great Britain and Northern Ireland, United States, Uruguay, Yugoslavia. 
Since then, Peru, Israel, Belgium and Japan have signed. See 6 UNESCO Copyright Bulletin No. 1, 
p 2. (1953.) The signatures are provisional, subject to ratification, and the convention will come into 
force three months after the deposit of twelve instruments of ratification, at least four of which are 
states not members of the International Union for Protection of Literary and Artistic Works (Berne). 
Subsequently it will come into force in respect of any state three months after that state deposits its 
ratification (Convention, Art. IX). For discussion of the convention, sce ReEporT oF THE COMMITTEE ON 
INTERNATIONAL CopyRIGHTs (EDwaRD SarGcoy, CHAIRMAN) TO THE ANNUAL MEETING OF THE SECTION OF 
PATENTS, TRADEMARKS, AND CopyRIGHT OF THE AMERICAN Bar AssociaTIon (Boston, 1953); REPORT OF 
THE CoMMITTEE ON INTERNATIONAL CopyricHT RELATIONS OF THE SECTION OF INTERNATIONAL AND 
CoMPaRATIVE Law oF THE AMERICAN Bar Association (Boston, 1953) (these are not official statements 
of the Association, which has not as yet considered the treaty); Dubin, The Universal Copyright Con- 
vention (a lecture delivered at the University of California at Berkeley in November, 1953, and which 
is about to be published); Henn, The Quest for International Copyright Protection, 39 Corneiu L. Q. 
43 (1953); Farmer, Universal Copyright Convention Signed, Now Awaits Ratification, 162 Pus.isiEers 
Werxry 1422 (Sept. 27, 1952); Schulman, 4 Realistic Treaty, The American Writer (November, 1952). 
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remedial formula has been found only recently. The scope of this article will be 
an examination of some of the difficulties which are presently encountered, the con- 
flicts which must be resolved, and the solutions proposed by the Universal Copyright 
Convention. 

The desire on the part of the nations of the free world to establish an adequate inter- 
national agreement to safeguard rights in literary, scientific and artistic works, is moti- 
vated by considerations of the same character which led the framers of the American 
Constitution to delegate power to enact copyright legislation to Congress, instead of 
reserving that area of government to the individual states. The flow of ideas and 
the interchange of information and culture are not and cannot be limited to territorial 
boundaries, and any legal system designed to stimulate and sustain creative effort in 
literature, science, and art by safeguarding the rights of authors and other copyright 
owners must take that factor into account. 

We in the United States are both an importing and exporting nation in this 
field. We read books and periodicals originating abroad, see the plays written by 
authors of different nationalities, listen to rhumbas and tangos composed in Latin- 
America, and avail ourselves of motion pictures made in various parts of the world. 
The rest of the world at the same time reads our books and magazines, enjoys our 
plays, dances to our music, and flocks in droves to see our motion pictures. Com- 
merce in ideas and in intellectual property has become the commonplace among 
the peoples of the world, instead of being the subject of enjoyment by small and 
select groups. So the basic objective of international copyright to establish a legal 
system which will encourage and promote the dissemination of literature, informa- 
tion, and art among nations is no different than that which prevails in the domestic 
sphere. But the methods of attaining this goal may depend upon economic, cultural 
and political considerations somewhat different from those which apply in the 
enactment of purely internal legislation. 

Under the early statutes of most countries copyright was available only to na- 
tionals of that country, or to works first domestically published, and as a consequence 
works of foreign origin received no protection and could be freely reproduced. The 
unauthorized, but legally permissible, reproduction of English books and published 
plays in the United States created hostility abroad and a great deal of embarrassment 
among thoughtful people in the United States.* Practices of this kind were not 
confined to the United States, and a widespread resentment against the injustices 
of legalized literary piracy led in the nineteenth century to a demand for its elimina- 
tion throughout Europe and the Americas. In the United States, international copy- 
right was established in 1891 by the adoption of the Chace Act,” under which foreign 
authors could for the first time secure protection for their works in this country. The 


5 U. S. Consr. Art. I, §8, cl. 8: “The Congress shall have power . . . to promote the Progress of 
Science and useful Arts by securing for limited Times to Authors and Inventors the exclusive Right 
to their respective Writings and Discoveries.” 

*Georce H. Putnam, THe Question or CopyricHt (2d ed. 1896); RicHarp R. Bowker, CopyRiGuHT, 
Irs History anv Its Law c. 19 (1912). 

* Act of Mar. 3, 1891 (26 Srat. 1106, c. 565, §13). 
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European countries had acted earlier in their domestic legislation, had then experi- 
mented with bilateral treaties to obtain international safeguards for their nationals, 
and had finally, in 1886, established the Berne Union which has since functioned 
as the outstanding agency for the advancement of international copyright.®© The 
American Republics made various attempts to establish multilateral treaties, com- 
mencing in 1889, and established the Buenos Aires Convention in 1910.’ 

Since the establishment of international copyright, there has not been any contro- 
versy concerning its justification and utility. However, as may well be expected, ex- 
perience has demonstrated the inadequacies of many of the earlier arrangements. So 
in the past forty years continuous efforts have been made to modernize the systems 
which had been originally adopted. 

The Berne Convention has been revised from time to time,® but the United 
States has rejected recommendations for adherence to any of the versions of the 
treaty. We ratified the Buenos Aires Convention of 1910, but when an attempt 
was made to replace this treaty by a new one in 1946, the opposition was so strong 
that no action was taken” The United States is still operating for the most part 
under the statutory system of bilateral arrangements adopted in 1909 and patterned 
after the Chace Act of 18q1. 

A consideration of the present status of international copyright readily reveals 
the necessity for a change. Statutory copyright in the United States, which must 
be secured for published works and is available optionally for some unpublished 
material, is extended to foreign authors (other than nationals of Buenos Aires Con- 
vention countries) on a basis of “bilateral arrangements,” our statute making its 
benefits available to the works of authors who are citizens or subjects of a country 


which grants the benefit of copyright to American authors.’° The existence of this 


*For a general discussion of the origin and development of the Berne Convention, see STEPHEN 
P. Lapas, THE INTERNATIONAL PROTECTION OF LITERARY AND ArTisTIC PRopeRTy (1938); Schulman, 
Another View of Article Ill of the Universal Copyright Convention, [1953] Wis. L. Rev. 299-301. 
The members of the International Union for the Protection of Literary and Artistic Works as of Jan. 1, 
1951, were as follows: Germany, Australia, Austria, Belgium, Brazil, Bulgaria, Canada, Denmark, Spain, 
Finland, France, Great Britain, Greece, Hungary, India, Ireland, Iceland, Israel, Italy, Japan, Lebanon, 
Liechtenstein, Luxembourg, Morocco (French Zone), Monaco, Norway, New Zealand, Pakistan, Nether- 
lands, Poland, Portugal, Roumania, Siam, Sweden, Switzerland, Syria, Czechoslovakia, Tunisia, Union of 
South Africa, Vatican City, Yugoslavia. DocumMENTs DE LA CONFERENCE REUNIA A BRUXELLES, DE 5 AU 
26 Juin, 1948 (BERNE Bureau, 1951). My most recent information is that the following countries have 
ratified or adhered to the Brussels revision: Austria, Belgium, Brazil, Spain, France and Algeria, Liechten- 
stein, Luxembourg, Monaco, Portugal, Union of South Africa, Vatican City, Yugoslavia, Israel, Turkey, 
Morocco, Tunisia, Philippines, Italy. Le Droit d’Auteur, Jan. 15, 1953. REVUE INTERNATIONALE DU Droit 
p’AUTEUR 117 (Jan. 1954). 

™MANvEL Canyes, Paut A. CotBurn, AND Luis GuILLERMO P1azzA, CopyRiGHT PROTECTION IN THE 
Americas (PAN-AMERICAN Union Law anp TREATY SERIES No. 33) 11-22 (2d ed. 1950); Schulman, 
supra note 6, at 301. 

* At Berlin, 1908; Rome, 1928. For text through the Rome Convention, see Lapas, op. cit. supra 
note 6, at 1123-1174. The Convention was last revised at Brussels in 1948. For the Brussels text, see 
Howe i, THe Copyricut Law 311-325 (3d ed. 1952). 

*See, for example, SpectaL REPoRT OF THE COMMITTEE ON COPYRIGHTS OF THE AMERICAN BAR 
Association (1946). For text of Inter American Convention, see Canyrs, CoLBORN, AND P1AzzA, op. cit. 
supra note 7, at 207-213. 

7°17 U. S. C. §9(b) (Supp. 1952). Stateless persons are entitled to secure copyright. Houghton 
Mifflin Co. v. Stackpole Sons, 104 F. 2d 306 (2d Cir, 1939), cert. denied, 308 U. S. 597 (1939). 
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reciprocity and the availability of copyright to a foreign country’s nationals must 
be established by Presidential Proclamation, hence the reference to “proclaimed 
countries” and “proclaimed nationals." An author who is a national of a country 
not proclaimed may secure statutory copyright only if he is domiciled in the United 
States at the time of first publication of his work.!” 

At first blush, this bilateral procedure seems a logical method of dealing 
with those countries with whose copyright system we are satisfied and of bargain- 
ing with those nations from whom we require better standards. Unfortunately, 
however, this theoretically attractive pattern does not work out in practice. One 
needs no better proof of its inadequacy than the eagerness with which our pub- 
lishers and other industries seek Berne Convention protection (by indirection) 
wherever possible, in preference to taking the risks of relying upon our own inter- 
national arrangements. 

The weakness in our pattern of bilateral arrangement lies in its implicit as- 
sumption that the nexus of international copyright exists between the United States 
and the British Commonwealth, and that only printed matter in the form of books 
and periodicals written in the English language is involved. This concept originally 
had some justification because throughout the period between 1837, when a Senate 
Committee first recommended the extension of copyright to foreign authors, and 
1909 when the Copyright Act was last revised, the debate on international copyright 
waged between those who complained of the injustice of denying copyright to the 
British author, and those who warned of the dangers to the American publisher 
and printer from competition with books originating in England.’* One finds only 
passing reference in the copyright literature of that era to the necessity of protecting 
the rights of American authors abroad, to the use in international areas of intellectual 
property other than books, or to the problems arising in relation to books written 
in languages other than English. Copyright in 1909 was still geared to the printing 
press, and the impact of motion pictures, high fidelity recording and reproduction 
of sound, and radio and television broadcasting upon copyright was not yet fore- 
seen."* 

As a basis for an agreement on international copyright with the British Common- 
wealth, under the conditions prevailing in 1909, the pattern of a bilateral reciprocal 
arrangement represented a pragmatic solution of a pressing problem. But it is 
wholly inadequate for dealing with intellectual property on a global scale and could 
not have survived as long as it has were it not for our unilateral access to the Berne 
Convention and, to a lesser'degree, our participation in the Buenos Aires Convention. 

To appreciate the implications of bilateral international dealings in contrast with 


*1 Proclamations, Treaties and Conventions Establishing Copyright Relations Between the United 
States of America and Other Countries, 17 U.S. C. A. p. 80 (1952). 

? Leibowitz v. Columbia Graphophone Co., 298 Fed. 342 (S. D. N. Y. 1923). See Bong v. Alfred 
S. Campbell Art. Co., 214 U. S. 236 (1909); G. Ricordi v. Columbia Graphophone Co., 258 Fed. 72 
(S. D. N. Y. 1919). 

** See generally, PuTNAM, op. cit. supra note 4, and Bowker, op. cit. supra note 4, at 364-365. 

** Ricnarp G. De Wor, AN Outiine oF Copyricut Law ix, xxii (1925). 
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the establishment of relationships under multilateral treaties or conventions, it is 
essential to take into account some of the unique characteristics of copyright. Al- 
though most countries of the world have copyright systems, they stem from a 
variety of traditions and rest upon differing philosophies. Domestic statutes follow 
the local doctrine with the consequence that rights in books, plays, songs, and 
motion pictures may be involuntarily destroyed and irretrievably lost in some localities, 
because of the performance of acts establishing those very rights under other systems. 
National status of the author or his domicile, the place of creation or of publica- 
tion of a work, and acts attendant upon the publication or other reproduction of 
the work in one form or another, may each have a bearing upon the right of an 
author to claim the benefit of copyright under the laws of various countries, and 
these are the factors with which international copyright systems must deal. 

The broadest base of copyright protection is that afforded under the Anglo- 
American doctrine of the common law right of literary property, which rests upon 
the philosophy that an author has a natural right of property in the work he creates. 
Accordingly, this non-statutory copyright, perpetual in duration and not requiring 
compliance with any formalities, is available to alien and citizen alike.° It endures, 
however, only as long as the work remains “unpublished,” since common law pro- 
tection terminates upon the reproduction and general distribution or sale of copies. 
In as much as the performance of a play, the public rendition of a song, the exhibi- 
tion of a motion picture, or even the limited distribution of copies of any work does 
not constitute “publication” within the meaning of copyright law, the author’s broad 
non-statutory exclusive right in his works is an important factor in the market which 
deals with literary property.’® 

But permitting a work to be exploited by performance or by other means in its 
technically “unpublished” status may lead to completely different results in countries 
outside the United States. In all code countries, copyright both in published and 
unpublished works has always been regulated entirely by statute, and in England 
and her Dominions the distinction between common law and statutory copyright 
was abolished in rgr1.’* In some foreign countries, unpublished works of American 
origin receive no protection at all; in others, protection depends upon the securing 
of statutory copyright in the United States, or upon compliance with local statutory 


requirements.'® 


18 Palmer v. De Witt, 47 N. Y. 532 (1872); Ferris v. Frohman, 223 U. S. 424 (1912). 

1® Schulman, Authors’ Rights, 7 Copyricut PropLeMs ANALYZED 19 (ComMeERCE CLEARING House, 
1952): McCarthy & Fischer v. White, 259 Fed. 364 (S. D. N. Y. 1919); Orlando Tompkins v. Halleck, 
133 Mass. 32 (1882); Ferris v. Frohman, 223 U. S. 424 (1912); Uproar Co. v. National Broadcasting 
Co., 81 F. 2d 373 (1st Cir. 1936); but see, Shapiro, Bernstein & Co. v. Miracle Record Co., 91 F. Supp. 
473 (N. D. Ill. 1950); McDonald, The Law of Broadcasting, 7 CopyricHt ProsLeMs ANALYZED 31, 
44, 46-47 (1952). 

17 FE, J. MacGituivray, THE Copyricut Act, 1911 ANNOTATED 7-11 (London, 1912); CopiINGER AND 
Sxone JamMEs, THE Law or CopyriGuT 4, 21 (8th ed. 1948); Haro_p G. Fox, THe Canapian Law oF 
CopyriGHt 55 (1944). 

*® Compare status in Great Britain, HoweLt, op. cit. supra note 8, at 195-196, 298-300, CopINGER 
AND SKONE JAMES, Op. cit. supra note 17, at 291, with that in Canada, HoweELt, op. cit. supra note 8, at 
196-200, Fox, op. cit. supra note 17, at 550; as to Latin American countries, see Canyes, CoLBoRN AND 
Piazza, op. cit. supra note 7, at 172. 
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Publication brings into play a new set of factors. In the United States, publica- 
tion terminates common law copyright and limits the enjoyment of protection to 
the terms of the statute.”® It is at this juncture that compliance with formalities 
becomes necessary. Statutory copyright is available in the United States only to 
the limited class of foreign authors who qualify on the basis of their nationality, and 
for this purpose the nationality of the publisher of the work or the situs of publica- 
tion is immaterial? 

In most countries outside the United States, the criterion of protection is the 
place of publication and even nationals of these countries lose enjoyment of copyright 
if their works are first published outside the area prescribed by the domestic law.?* 

The primary problem in international copyright is not so much the quality of 
protection accorded to a work after it becomes entitled to the benefit of copyright, 
but how to acquire the right to protection and how to avoid losing its benefits. It 
is futile to discuss the extent to which rights in intellectual property are to be pro- 
tected if the processes of securing any benefits at all are so cumbersome that access 
to them is impractical. Dependence upon bilateral relations requires an intimate 
knowledge of the laws of every foreign country to know whether the publication of 
a book, the presentation of a play, or the exhibition of a motion picture in the 
United States will affect adversely the right to enjoy copyright in any or all of those 
countries. It is necessary to be familiar with all of the local requirements upon 
which the enjoyment of copyright is conditioned in those countries and to comply, if 
possible, with all of them. This is both a precarious and burdensome procedure. 
The rigidity and uncertainty of our own notice requirements, the possibility that 
a copyright may be nullified by failure to comply with some registration and deposit 
provisions of the Copyright Act, and above all the necessity that all books and peri- 
odicals first published abroad in the English language must be registered for ad 
interim copyright within six months and must be reprinted in the United States 
within five years or else lose the benefit of copyright, not only are difficulties which 
foreign authors now face in seeking copyright protection under our law, but are 
indicative of the kind of meticulous conditions which our own nationals may be 
required to cope with in foreign markets. Experience has shown that any attempt 
to secure protection solely on the basis of our bilateral relationships is a monumental, 
if not impossible, task.?? 


*® Wheaton v. Peters, 8 Pet. 591 (U. S. 1834); Schulman, Author’s Rights, 7 CopyricHT PRoBLeMs 
ANALYZED 19, 25-27 (1952). One problem in international copyright is the definition of publication. 
See Berne Convention (Brussels revision) Art. 4(4); Universal Copyright Convention, Art. VI. The 
draftsmen of the Inter American Convention of 1946 could not agree on a definition for the purpose of 
that treaty. See Canyes, CoLpurn, AND Piazza, CopyRIGHT IN THE AMERICAS, Of. cit. supra note 7, at 
22. 

7°17 U. S.C. §9 (Supp. 1952). 

*2 CopINGER AND SKONE JAMES, op. cit. supra note 17, at 29. On the sharp divergence between basing 
copyright on the nationality of the author and the criterion of place of publication, see Report of Work 
of Third Committee of Experts, 3 UNESCO Copyright Bulletin Nos. 3-4, p. 24 (1950). 

?? NicHoLson, A MANUAL oF CopyRIGHT PRACTICE 100, 105 ef seq. (1945); CANyYES, COLBORN, 
AND Pizza, op. cit. supra note 7, at 174-175; De Wo r, op. cit. supra note 14 at 182-187. Copyright pro- 
cedures, which in theory appear to be disarmingly simple, unfortunately turn out to be complex in actual 
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The alternative to the method of bilateral arrangements is adherence to a multi- 
lateral treaty or convention by which some degree of uniformity of access to the 
benefits of domestic laws in a number of countries is established. This alternative 
was adopted by the United States in its relationships with the Latin-American Re- 
publics. By our ratification of the Buenos Aires Convention, our nationals, by 
printing a notice of reservation of copyright in their works, are relieved of the 
burdens of compliance with many local formalities in the treaty states.** Despite 
its inadequacies, and a general belief that the Convention needs revision, it has been 
helpful in our relationships with our Latin-American neighbors. Argentina recently 
ratified the Buenos Aires Convention, but, unfortunately, neither Mexico nor Cuba 
is a party to it.?* 

We are not parties to any other multilateral treaty on copyright, but in the 
area of the Berne Union our authors and industries have been the fortunate bene- 
ficiaries of access to Berne Convention protection, even though the United States 
is not a party to the treaty. The works entitled to protection under the provisions 
of the Berne Convention are not only those first published in a Berne country, but 
also those published there simultaneously with publication in another country.” 





practice. For example, copyright in a published work is secured in the United States by the imprinting 
of a statutory notice on each copy. Washingtonian Company v. Pearson, 306 U. S. 30 (1939). But, 
except in the most conventional cases, no one is quite sure of the adequacy of the notice. National 
Comics Publications v. Fawcett Publications, 191 F. 2d 594 (2d Cir. 1951), illustrates the type of jigsaw 
puzzle with which the courts are presented, not to determine ownership or originality of the work or the 
question of its infringement, but to decide whether statutory formalities have been observed. Heim v. 
Universal Pictures Co., 154 F. 2d 480 (2d Cir. 1946), has created uncertainty about works first pub- 
lished abroad without a copyright notice, and the question whether they fall into the public domain 
in the United States. The failure to imprint the proper copyright notice, or to affix it in the proper 
place, results in a complete loss of copyright so it is never possible to generalize about compliance with 
formalities. Only intimate familiarity with the cases can explain the distinctions which courts have 
made between those deviations which will not impair the copyright and those which will be fatal. See 
for example, Horace G. Batt, Law or CopyricutT aNp Lirerary Property, ch. VI, pp. 155-174 (1944). 
Registration of the copyright and deposit of the work is optional except as a procedural prerequisite to 
the commencement of an action for infringement. However, the failure to deposit a work in response 
to an affirmative demand by the Copyright Office will nullify the copyright. 17 U.S.C. § 14 (Supp. 1952). 
The “manufacturing clause” presents another burden. All books and periodicals except those of foreign 
origin in a language other than English must be printed and bound in the United States to secure the 
benefit of copyright. 17 U.S.C. § 17 (Supp. 1952). Special provision is made for books of foreign origin 
in the English language which upon registration within six months become entitled to ad interim copy- 
right for a period of five years. To have the benefit of the full term of copyright, the work must be 
reprinted in the United States within that five year period, and during the ad interim interval only 1,500 
copies may be imported into the United States. 17 U.S.C. §§ 17, 22, 23 (Supp. 1952). 

** Buenos Aires Convention, Art. 3rd; Schulman, supra note 6, at 301; see CanyEs, CoLBURN, AND 
Prazza, op. cit. supra note 7, at 174; Sanders, The Protection of Intellectual Property of American Citizens 
in Latin America, 139 PuBLIsHERS WEEKLY 2456 (June 21, 1941); NICHOLSON, op, cif. supra note 22, 
at 113. Its lack of clarity had the unfortunate result of depriving Latin American composers of pro- 
tection against phonograph recordings. Todamerica Musica Ltda. vy. Radio Corporation of America, 171 
F. 2d 369 (2d Cir. 1948); Portuondo v. Columbia Phonograph Co., 81 F. Supp. 355 (S. D. N. Y. 
1937). Although we rely upon the Convention, its effect is limited and its efficacy uncertain, particularly 
if similarly rigid construction is adopted in other countries. 

** Mexico ratified the Convention in February, 1953, but its instrument of ratification has not as yet been 
deposited; the parties to the Convention are Argentina, Brazil, Colombia, Costa Rica, Dominican Re- 
public, Ecuador, Guatemala, Haiti, Honduras, Nicaragua, Panama, Paraguay, Peru, United States, and 
Uruguay. 

25 Berne Convention Arts. 4; 6. 
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In many of the Berne countries, publication is construed to mean merely the 
offering of copies for sale to the public, no matter where the editorial or manu- 
facturing work is done.** Taking advantage of this combination of elements, our 
nationals have adopted the practice of sending copies of books or other published 
works to Berne Convention countries, such as England or Canada, and placing them 
on sale there simultaneously with the release of the works in the United States. 
In that fashion, the work acquires the technical status of English or Canadian 
origin within the meaning of the Berne Convention, and protection is claimed 
under the treaty. 

Because protection under the Berne Convention is not conditioned upon formali- 
ties," the risks and burdens of following our own bilateral system have been 
avoided through the enjoyment of treaty rights by indirection. It is generally 
recognized that this method of circumventing the inadequacies of our direct copy- 
right relations is both undignified and precarious. Not all countries accept the 
principle of publication which makes our access so easy, and the Berne Convention 
itself contains provisions whereby the extent of this access may be curtailed.” 

Efforts to find a remedy for this troubled state of international copyright have 
continued for many years. The question of adherence by the United States to the 
Berne Convention has been the subject of a number of hearings before the Senate.”® 
The Berlin revision of 1908 was submitted by President Hoover in 1931, and the 
Rome revision by President Roosevelt in 1934. Because of strenuous opposition, no 
action resulted. 

The Rome Convention of the Berne Union in 1928 had in the meanwhile recom- 
mended that an attempt be made to create a world-wide convention. This recom- 
mendation was followed in September, 1928, by a resolution of the Assembly of the 
League of Nations requesting its council to investigate the desirability of a general 
agreement for the protection of intellectual property. At the request of the League, 
the International Institute at Rome, for the Unification of Private Property, made 
an intensive comparative study of the Berne and Havana Conventions. Later, that 
Institute and the International Institute of Intellectual Cooperation in Paris, ap- 
pointed a Committee of Experts to consider the problem of international copyright. 
This Committee met at Paris in April, 1936, and considered a draft of a universal 
convention which had theretofore been prepared jointly by the Rome and Paris 


2° CopINGER AND SKONE JAMES, THE Law oF CopyriGHT 26, 273-274 (8th ed. 1948); Harotp G. Fox, 
THe Canapian Law or Copyricut 65-64, 548 (1944). 

27 Berne Convention Art. 4(2). 

°® CoPINGER AND SKONE JAMES, Op. cit. supra note 26, at 274-275; Saher, American-Netherlands Copy- 
right Problems, 1 Worip Trabe L. J. 371 (1946); Hirscu-BaLiin, CopyriGHt ProTrEcTION OF AMERICAN 
Books IN THe NETHERLANDS 7-9 (1950); Berne Convention Art. 6. 

*° Hearings before the Senate Committee on Forcign Relations on S. 1928, 73d Cung., 2d Sess. (1934); 
Hearings before the Senate Foreign Relations Committee on Executive E (International Copyright Con- 
vention), 77th Cong., 1st Sess. (1941); Hearings before the House Committee on Patents on H. R. 
6990, 71st Cong., 2d Sess. (1930); Expc. Rep. No. 1, 75th Cong., 2d Sess. (1937); Exec. Rep. No, 2, 
76th Cong., 1st Sess. (1939). 
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Institutes.*° Since the Belgian Government had theretofore issued an invitation to 
the member nations of the Berne Union for a conference to be held at Brussels in 
1936, the Committee of Experts recommended the postponement of that meeting 
so that a special conference might be called to precede and be separate from the meet- 
ing of the Berne Union. The purpose of this special conference would have been 
to explore the possibilities of establishing a Universal Convention. The draft con- 
vention prepared by the Paris Institute was approved by the Experts Committee, and 
it was then circulated by the Belgian Government among the various nations of the 
world. The Experts Committee, later reconvening at Brussels in October, 1938, 
proposed possible solutions which may be summarized as follows: 


(a) The amendment of the Berne Convention so that American states might retain 
the right to require a single formality as a condition of copyright protection. This 
formality would be either a formal reservation of rights, 7.¢., something in the nature of a 
copyright notice, or a system of international registration entrusted to the Berne Bureau. 

(b) The creation of a new Convention, to be substituted for the Berne and Inter- 
American Conventions, which might effect a compromise between these respective systems. 

(c) The creation of a new Convention which would not interfere with either the 
Berne Union or the Inter-American Convention. These would be left intact as between 
their signatory states, and the new Convention would govern their other international 
copyright relationships. 


Although the intervention of the second World War terminated this project, 
various straws in the wind gave indications that the only possible solution would 
be the creation of a new convention. An attempt to revise the United States Copy- 
right Act as a preliminary to ratification of the Berne Convention failed com- 
pletely.** The new Inter-American Convention, in preparation for a number of 
years and signed on June 22, 1946 in Washington, D. C., met determined opposi- 
tion.** And out of these failures the lesson could be learned that a convention to be 
acceptable in the United States must take the following factors into account: 


(a) Formalities could not be eliminated entirely. 

(b) The moral right, which under the Berne Convention affords an inalienable privi- 
lege to an author of objecting to changes or alterations of his work prejudicial to his 
honor or reputation, could not be written into a convention no matter how much it was 
watered down. 

(c) Retroactive recognition of copyright in works which had fallen into the public 
domain would not be tolerated, irrespective of the safeguards and limitations with which 
the provision might be surrounded. 

(d) The development of the Berne Convention as an international statute requiring 

8° REPORT on STATUS OF INTE RNATIONAL PROTECTION, CoMMITTEE FOR THE STUDY OF CopyRIGHT 
(Columbia U. Press, 1938); Crewe, National Treatment as a Basis for a Universal Copyright Convention, 
3 UNESCO Copyright Bulletin No. 1, p. 3 et seq. (1950). 

** A proposed revision of the Copyright Act was prepared by the Committee for the Study of Copy- 
right and introduced by Senator Elmer D. Thomas of Utah, as S. 3043 on Jan. 8, 1940. It had been 
drafted after consultation with all groups interested in copyright but no unanimity could be gained for 


the support of the bill. 
52 See note 9 supra. 
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substantive changes in domestic law on matters beyond the scope of international relation- 
ships was an insurmountable deterrent to its acceptance in the United States. 

(e) Dissatisfaction existed with the Berne Convention method of providing for copy- 
right protection in principle with a broad reservation for dilution by domestic legislation, 
since this created a great deal of uncertainty about the actual effect of these provisions. 

(f) There was the necessity of providing a more adequate method of protecting the 
author’s translation rights than the reservation permitted by the Berne Convention. 


These areas of controversy not only made ratification of the Berne Convention 
impossible, but precluded any hope of amending that treaty sufficiently to achieve 
adherence from the United States. 

In 1947, the newly organized United Nations Educational, Scientific and Cultural 
Organization (UNESCO) undertook to continue the study of international copy- 
right. With the advice of a committee of experts, it embarked upon a program of 
making and publishing comparative studies of domestic laws, of circulating and 
seeking governmental reactions to recommendations concerning the content of an 
international convention, and of encouraging national and international discussions 
of the question. The reactions to the various recommendations which were cir- 
culated reinforced the conclusion that the only cure for the ills of international 
copyright was the creation of a new convention, not revision or modification of the 
existing treaties. It became apparent as well that neither the Berne Convention 
nor the Pan-American Convention could be entirely superseded, since many of their 
respective adherents would not consent to abandon as between themselves the bene- 
fits they derived from the existing relationships.** 

With these conclusions, the course of action became clearer and the way was 
open for the development of a new treaty. It was evident that the new convention 
would have to effect accommodations between conflicting traditions and philosophies 
instead of choosing one of them to the exclusion of the other, should be limited 
to the elements essential for international protection, and must refrain from inter- 
ference with domestic public policies wherever possible.** 

After five years of intensive work, the Universal Copyright Convention was 

*° The work of UNESCO on Copyright from its inception in 1947 through the Geneva Conference 
in 1952 can be read in the UNESCO Copyright Bulletin, published from 1948 through Volume 6, No. 
1, published in 1953. Articles by some of the members of the committees served to crystallize the prob- 
lems; see Mendilaharzu, The Bases of a Universal Convention on Copyright, 3 UNESCO Copyright 
Bulletin No. 1, pp. 35, 38, 39 (1950); El-Tanamli, Right of Translation and the Public Interest, id. 
at 88 et seq.; del Castillo, Copyright and the Use of Foreign Works, id. at 13 et seq.; Escarra, Comment 
on International Copyright Protection, 2 UNESCO Copyright Bulletin No. 4, p. 2 et seq. (1949); de 
Sanctis, A Universal Convention and a Minimum of Protection, 3 UNESCO Copyright Bulletin No. 1, 
p. 71 (1950); Schulman, A Pattern for a Universal Copyright Convention, id. at 81, 83. 

8* The UNESCO Copyright Bulletin published, in addition to the comparative studies made by that 
organization, articles written by participants in the committee hearings, detailed summaries of the dis- 
cussions at committee meetings, and the proceedings at the Geneva Conference. A survey of the work 
done without too much detail may be had from the various reports of the Rapporteurs-General, as 
follows: Dr. Luther H. Evans (United States), 2 UNESCO Copyright Bulletin Nos. 2-3, pp. 154 et seq. 


(1949); W. P. J. O'Meara (Canada), 3 id. Nos. 3-4, p. 15 et seg. (1950); G. H. C. Bodenhausen (The 
Netherlands), 4 id. No. 3, p. 17 et seq. (1952); Sir John Blake (United Kingdom), 5 id. Nos. 3-4, p. 42 


et seq. (1952). 
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evolved. The program in the United States had the cooperation of a panel of copy- 
right specialists representative of all groups interested in the creation and utilization 
of literary property.*> The panel acted under the chairmanship of Dr. Luther H. 
Evans, then Librarian of Congress, with the assistance of the Register of Copyrights, 
Arthur Fisher, and Roger C. Dixon of the State Department. 

The new Convention has taken into account and has attempted to overcome all 
of the hurdles which have heretofore prevented agreement on international copy- 
right. It recognizes the existence of different traditions and different copyright 
doctrines, and that because of cultural and economic considerations national public 
policies may vary and continue to vary from country to country. The underlying 
philosophy of the new Convention is in a great measure similar to that upon which 
our federal system of government is based. There are areas of local concern where 
the rights of individual states are predominant, but in other matters adjustments 
must be made to support the flow of commerce across state lines. 

In conformity with its essential pattern, the treaty does not purport to be an 
international statute, nor is it self-executing. Domestic legislation will be required 
to implement its provisions. Not being an international statute, the treaty, unlike 
the Berne Convention,*® does not list in detail the categories of works which must 
be protected, but allows each state to define what constitutes a literary, scientific or 
artistic work, within the meaning of copyright and within the general concept 
of writings, musical, dramatic and cinematographic works, and paintings, engravings. 
and sculpture. Each country may, therefore, determine for itself whether oral or 
architectural works, or industrial designs or works of applied art, shall come 
within the scope of its copyright laws. The quality of protection is also left to the 
public policy of each state so it may determine for itself whether all public per- 
formances or only those for profit shall come within the exclusive right of copyright 
owners, whether compulsory licenses are to be imposed, or certain uses exempted 
from the author’s exclusive right, or whether the author’s inalienable moral rights 
should or should not be enforced under its domestic law. All that the Convention re- 
quires is that there be an actual copyright system and that when a state establishes the 
policy for its own nationals, the foreign author shall receive equality of treatment. 

In the matter of access of foreign works to the benefits of the domestic law, the 
Universal Convention does not attempt to settle the philosophical differences be- 
tween our tradition that copyright in published works must be claimed in order 
to be enjoyed, and the Berne philosophy which has abolished formalities. It estab- 
lishes a pragmatic and easily applied method of satisfying all formal requirements 
by the adoption of a symbol in the nature of an international passport. Under the 
terms of the convention the use of a symbol— © —accompanied by the name of the 
copyright proprietor and the year of publication, affixed in a fashion which will 
give reasonable notice that copyright is reserved, will for international purposes 


*° See Exec. M., 83rd Cong., 1st Sess. 3-4 (1953). 


*°Compare Berne Convention (Brussels Revision) Art. 2, with Universal Copyright Convention 
Art. I. 
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satisfy all of the variety of present-day formal conditions for securing copyright— 
whether they be notice, registration or deposit, or domestic manufacturing or pub- 
lishing requirements.*7 Under this method, a book published in the United States, 
a song published in France, or a periodical published in England, if it bears this 
symbol, will have access to the benefits of copyright throughout the convention 
area. Each state may, however, require of its own nationals whatever formalities it 
desires. A belief has been expressed in some quarters that the requirement of even 
a simple notice should be eliminated. However, as a result of the uniformity and 
simplicity of the convention requirement, much of the hazard of loss of copyright is 
minimized. Each country may without pressure of a convention reconsider for 
itself the necessity of continuing its system of formalities. 

Earlier in this article references were made to the contrasts in treatment of 
published and unpublished works, and the differences between the criterion of the 
nationality of the author and that of the situs of publication as the basis for accord- 
ing copyright protection to works of foreign origin. The Universal Convention 
again does not attempt to decide between these conflicting doctrines. It establishes 
as the broadest basis for the extension of copyright benefits that both published and 
unpublished works originating under the Convention be protected, and that pro- 
tection be accorded not only when the author is a national of a contracting state, 
but also where the work is first published in one of these states. In this way, the 
rights of both author and entrepreneur are given recognition. 

The new treaty similarly recognizes the variation in doctrine between the United 
States and the rest of the world on the duration of copyright.** In this country, 
copyright in published works and in those unpublished works which are registered 
for statutory copyright, continues for a term of twenty-eight years from publication 
or registration as the case may be, with a renewal period of equal length.** In other 
countries, the term endures during the lifetime of the author and a period of years 
thereafter. The last revision of the Berne Convention at Brussels in 1948 prescribes 
a minimum of fifty years post mortem.*® There is much to be said for both methods 
of computation, but the Universal Convention instead of attempting to choose be- 
tween them, permits both systems to continue side by side. There is, however, the 
limitation that any contracting state may, if it so chooses, limit the copyright term in 
its own territory to that of the country of origin of the work. This has been a 
common device in international copyright, although for the most part convention 
countries have not insisted upon its application. 

Translation rights have presented many difficulties. There was a time when 
the translation of a book was not considered a copying and was not therefore an 


87U, C. C. Art. III; see Schulman, Another View of Article Ill of the Universal Copyright Con- 
vention, [1953] Wis. L. Rev. 299-301. However, compare Warner, The UNESCO Universal Copyright 
Convention, [1952] Wis. L. Rev. 493. 

Art; TV. 

5°17 U.S. C. §24 (Supp. 1952). 

*° Berne Convention (Brussels Revision) Art. 7. 
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infringement of copyright.*' However, in the United States and in most culturally 
developed countries, copyright includes the exclusive right of translation.*” There 
are, on the other hand, some portions of the world which have not as yet reached 
this stage of development and where the author is given no control or only a limited 
control over the right to translate. The Berne Convention has wrestled with the 
translation problem for a long time and has permitted an adhering country to 
limit translation rights into local languages to ten years from the time of publication 
of the original work. This solution has not been entirely satisfactory or realistic.** 
It is small comfort to an author who writes in English to be told that his work 
will be protected against actual “copying” in a country where no English books are 
sold, but not against the translations which would find a market. Yet there is a 
strong belief in some countries that they must be entitled to limit translation rights. 
The solution adopted by the Universal Copyright Convention is frankly a compro- 
mise. 

The treaty provides** that copyright shall include the exclusive right of the 
author over translations. However, an adhering country may curtail this right 
by domestic legislation, but only within narrow limits. A country seeking to avail 
itself of this opportunity may by its domestic law provide that if within seven 
years from the date of the original publication of the work it has not been trans- 
lated into the country’s natural language (or one of them) a non-exclusive statutory 
translation license may be granted by a competent authority of that country. This 
possibility of diluting the translation right is hedged about with a number of safe- 
guards for the protection of the author, among them being provisions for notice 
to the owner of the translation right, for assurance of payment of royalties, and for 
assurance of the accuracy of the translation. 

The compromise has the virtue of establishing the principle that protection 
against unauthorized translation is necessary to establish actual instead of theoretical 
national treatment. The fixed period of absolute protection provides an opportunity 
for the proprietor of a work to arrange for translation. The requirement that some 
attempt be made to reach an agreement before a statutory license can be claimed 
should encourage voluntary arrangements. The requirements that royalties be 
paid throughout the copyright period under any statutory license and that the ac- 
curacy of the translation must be safeguarded not only are just but should in the 
long run eliminate hostility between the proprietors of original works and trans- 
lators. Only time will tell whether this pragmatic solution will or will not work, 
and whether it will eventually lead to the full protection of the author’s right of 
translation. 


“1 See Stowe v. Thomas, 23 Fed. Cas. 201, No. 13,514 (C. C. E. D. Pa. 1853); Eaton S. Drone, 
A TREATISE ON THE LAW OF PROPERTY IN INTELLECTUAL PRODUCTIONS IN GREAT BRITAIN AND THE 
UnitTep STATES 52, 445-456 (1879). 

“217 U. S. C. §§1, 7 (Supp. 1952); 2 UNESCO Copyright Bulletin Nos. 2-3, p. 24 (1949). 

** Art. 8 of the Brussels Revision of Berne must be read with Arts. 25(3) and 27(2); see also note 
33 supra. 

"0. C.'C, Art: V. 
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Of equal importance with the accommodations made in the area of affirmative 
agreement are the pitfalls which have been avoided. There is no requirement for 
the recognition of a moral right, and retroactive application of the Convention 
to works in the public domain is specifically precluded.*® Ratification of the Con- 
vention may not be subjected to reservations as to any of its obligations. 

The Berne Convention continues intact as between its member countries, and 
safeguards are interposed against the impairment of the Berne Union by reason of 
the new treaty.“® Conventions in force between American Republics, and other 
multilateral and bilateral arrangements, are not abrogated, but will continue except 
to the extent that there is a difference in the respective provisions.*’ In that case, the 
later treaty or arrangement in point of time will prevail between the parties to it. 

As a realistic and workable agreement, the Universal Copyright Convention 
should be acceptable to the entire free world, despite its lack of those refinements 
which have caused the Berne Convention to be the means of elevating copyright 
standards in many countries. The step toward world-wide agreement on interna- 
tional copyright relationships may be modest, but it is of the utmost significance. 
Never before has a convention been prepared by the joint efforts of so many coun- 
tries from so many divergent parts of the globe. 

In the United States, the new Convention should be particularly welcome since 
it will not require any change in our substantive copyright law. The changes re- 
quired would, in respect to foreign works, extend the use of the symbol © to all 
works instead of the limited class on which it may now be used, would make the 
location of imprint of the notice less rigid, would eliminate requirements for de- 
posit of works to the extent that they are a condition of copyright and not merely 
a procedural step in litigation,*”* would extend copyright to works first published 
in a proclaimed state in addition to works of which nationals of that state are the 
authors, and would eliminate the domestic manufacturing requirements for books 
and periodicals of foreign origin in the English language. 

The manufacturing requirements of our Copyright Act were part of the compro- 
mise reached in 1891 and again in 1909 when international copyright was conceived 
in terms of the importation of British books.*® They do not apply to books of 
foreign origin in languages other than English, or to musical compositions or plays 
even when printed in book form.*® The manufacturing clause was a protective 
device applicable to an era when the United States depended upon England for its 


“® Id. Art. XII; compare with Berne Convention (Brussels Revision) Art. 18. 

“° 7d. Art. XVII and Appendix Declaration. 

“" Id. Arts, XVIII and XIX. 

*7® See note 22 supra. 

*® See RicHarp R. Bowker, Copyricut, Irs Hisrory anp Its Law 365 et seq. (1912): GeorcE H. 
PuTNAM, THE QUESTION OF CopyRIGHT iv, 273 (2d ed. 1896). 

*° 17 U. S.C. §16 (Supp. 1952); Hervieu v. J. S. Ogilvie Pub. Co., 169 Fed. 978 (C. C. S. D. N. Y. 
1909); Littleton v. Oliver Ditson Co., 62 Fed. 597 (C. C. D. Mass, 1894); De Wo rr, AN OUTLINE OF 
CopyricHt Law 52 (1925); Howeit, THe Copyricut Law 93 (3d ed. 1952). See Hearings before the 
Committee on the Judiciary on H. R. 4059, 82nd Cong., 2d Sess. (1952) (a bill to modify the manu- 
facturing provisions). 
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literature, and before it became a producer and exporter of books and periodicals, 
of music, plays, and motion pictures. However necessary this device may have 
seemed some forty years ago, it no longer has any economic function or any place 
in the international copyright structure today. 

Whether the Universal Copyright Convention will ever become effective rests 
with the United States. If the treaty is ratified by us, it will undoubtedly receive 
wide adherence throughout the free world. Failure to achieve ratification in this 
country will spell its doom and leave as the only remaining alternative a continuance 
of our outmoded and inadequate system of bilateral arrangements. We can hardly 
hope again to obtain agreement upon a treaty more tailored to our own pattern of 
copyright law. 








PROTECTION OF “NEIGHBORING RIGHTS” 


GeorcE H. C. BopENHAUSEN* 


Although the systems of copyright protection in the countries belonging to the 
Berne Convention for the Protection of Literary and Artistic Works on the one 
hand and in ihe United States and several other countries of the Western Hemis- 
phere on the other, may differ in various respects,’ they also have important points 
of similarity. One of these points of likeness is that, in principle, only a iterary or 
artistic work can be protected by copyright. Generally speaking, such protection 
is not extended—or at any rate not on the same footing—to materials which are 
not far removed, such as: news (not the form thereof, which is eligible for copy- 
right protection, but the content), ideas (again apart from their concrete form), the 
performance of literary or artistic works by artists, the recording or broadcasting 
thereof, etc. 

The line of demarcation between what is and what is not capable of protection 
in this way will of necessity always be dependent on the one hand on the consideration 
that parasitic imitation or exploitation of another’s intellectual performance is socially 
undesirable, and on the other hand on the recognition that as much liberty as possible 
should be left to industry and trade. It is undeniable, however, that tradition also 
plays a certain part in this matter: after all, the origin of copyright is the desire to 
protect literary works against plagiarism? and this origin makes itself felt with 
great persistency and constitutes an obstacle to the early incorporation of new 
technical developments into copyright legislation. 

However this may be, there is a serious question today whether this situation 
is satisfactory, and particularly whether, if not the copyright itself, then in any case 
“neighboring rights” should concern themselves with the protection of the materials 
referred to above. It is my intention to consider some aspects of this problem in 
the following pages. I shall confine myself to the possibilities of protecting per- 
formers, recorders, and broadcasters, because these possibilities in particular have 
attracted much attention of late and have led to the publication of a voluminous 
literature. 


* LL.M. 1927, Leiden; Professor of Law, Utrecht University. Counselor at Law, The Hague. Mem- 
ber of the Permanent Committee of the Berne Convention for the Protection of Literary and Artistic 
Works and of Its Executive Subcommittee. Member and Reporter-General of the Committee of Experts 
concerning “neighboring rights,” Rome, 1951; Vice President of the Association Littéraire et Artistique 
Internationale (Paris). Chairman of the Advisory Committee on Copyright to the Netherlands Ministry 
of Justice; Chairman of the Netherlands delegations at the Brussels Conference (1948) on Revision of 
the Berne Convention and at the Geneva Conference (1952) on the Universal Copyright Convention. 
Author of articles and books on copyright and industrial property. 

* Cf. inter alia, A. Bogsch in Droit d’Auteur 1952, p. 30. 

* Hersert A. Howeir, Tue Copyricnr Law 1 (3d ed. 1952); CopINGER ON THE Law oF CopyRIGHT 
1 (8th ed., Skone James, 1948); P. Olagnier, Le Droit d’Auteur, I, p. 77. 

*E.g., the following recent literature, nearly all referring to former publications: G. STRAScHNoV, LE 
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It is well known in Europe that the questions to be examined here have been 
raised also in the United States and in other countries of the Western Hemisphere 
and have led in some countries to legislation or to important judicial pronounce- 
ments.* Nevertheless, in the following pages I shall deliberately refrain from any 
discussion of the status of these problems in the Western Hemisphere. I prefer to 
confine myself to a brief presentation of data with reference to views and results in 
some European countries belonging to the Berne Convention, leaving it to the 
expert reader to draw a comparison with the situation on the American continent. 
In this connection, I would express the hope that up-to-date information concerning 
this latter situation will shortly be furnished in an authoritative European periodical, 
so that the comparative study can be made in both directions. 

At the latest Revision of the Berne Convention in Brussels in 1948, in which 
thirty-five countries participated.® the following “wishes,’ among others, were 
adopted :® 

VI The Conference expresses the wish that the Governments of the countries of the 
Union should study the means of ensuring the protection of the manufacturers of 
instruments for the mechanical reproduction of musical works, without detracting 
from the rights of the authors.* 

VII The Conference expresses the wish that the Governments of the countries of the 
Union should study the means of ensuring the protection of the transmissions made 
by the radio broadcasting institutions, for the purpose of preventing any unauthorized 
utilization thereof, without detracting from the rights of the authors.® 

VIII Considering that the interpretations of the performers have an artistic character, 
the Conference expresses the wish that studies should be actively pursued with 
reference to the neighboring rights of copyright and particularly the protection of 
the performers.® 





DROIT D'AUTEUR ET LES DROITS CONNEXES EN RADIODIFFUSION (1948), and, by the same author, Nouveaux 
ASPECTS DU DROIT D’AUTEUR ET DES DROITS CONNEXES EN RADIODIFFUSION (1950) [hereinafter referred 
to as SrrascHnov I and II respectively]; M. Saporta, Les droits dits “connexes” au droit d'auteur, REVUE 
INTERNATIONALE DE DROIT COMPARE 42 (1952); W. Mak, RiGHTs AFFECTING THE MANUFACTURE AND 
Use or GraMopHONE Recorps (The Hague, 1952); REporT oF THE CopyriGHT ComMMiTTEE, Nos. 76-93 
AND 115-203 (London, 1952); L. Leuzinger, Stellungnahme des Interpreten zum rémischen Konventionsent- 
wurf betreffend die Rechte der austibenden Kiinstler, der Schallplattenproduzenten und der Rundfunk- 
organisationen, SCHWEIZERISCHE MITTEILUNGEN UBER GEWERBLICHEN RECHTSSCHUTZ UND URHEBERRECHT 
179 (1952); Th. Moll, Die Rechte der austibenden Kiinstler, der Hersteller von Phonogrammen und der 
Rundspruchorganisationen, SCHWEIZERISCHE MITTEILUNGEN UBER GEWERBLICHEN RECHTSSCHUTZ UND 
URHEBERRECHT 15 (1953); H. Hubmann, Der Schutz der Rundfunksendung gegen unbefugte Verwertung, 
GEWERBLICHER RECHTSSCHUTZ UND URHEBERRECHT [hereinafter referred to as GRUR] 316 (1953); and 
several articles in more specialized periodicals relating to broadcasting and recording, e¢.g., A. Baum, 
Le projet de Rome concernant la protection des artistes executants, des fabricants de phonogrammes et des 
organismes de radiodiff{usion, 1\V BULLETIN DE DOCUMENTATION ET D'INFORMATION DE L’UNION EuroPE£ENNE 
DE RADIODIFFUSION 511 (1953) (also, in German, in GRUR, AusLANDs UND INTERNATIONALER TEIL 197 
(1953)). 

“Cf. inter alia, W. Strauss, La protection des droits de l'artiste executant aux Etats-Unis d’ Amérique, 
Droit d’Auteur 1950, p. 110; also I STRASCHNOV, op. cit. supra note 3, at 202; II id. at 31; Saporta, 
supra note 3, at 52 et seq. 

5 DocuMENTs DE LA CONFERENCE RE£UNIE A BRUXELLES [hereinafter Doc. Brux.] 54 (1951). 

* Id. at 587. 

7 Accepted with eight abstentions, no dissenting votes, Doc. Brux. 428. 

* Accepted with six absentions, no dissenting votes, Doc. Brux. 428. 

° Accepted with two abstentions, no dissenting votes, Doc. Brux. 428. 
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These “wishes” were not superfluous. Protection as referred to therein already 
exists by statute in some countries, and there and elsewhere the courts also derive 
protective consequences from, for instance, general statutory provisions against torts 
or unfair competition or from principles of common law or equity; however, this 
does not alter the fact that it was and is widely felt that these questions call for 
more unity of ideas and, in any case, cannot be left permanently to very general 
legal provisions and/or development via the courts. The reasons for this last- 
mentioned consideration are that the delimitation of the protection to be awarded, 
in view of the public interest and the interplay of the private interests concerned, is 
an extremely delicate task and one which cannot satisfactorily be performed by the 
courts. Consequently, there was and is a widespread feeling in various countries’? 
that this situation constitutes a challenge to the Jegislator and even to the inter- 
national legislator (viz., by the conclusion of a multilateral Convention), in view 
of the fact that the performances to which protection may be given in this case 
naturally extend beyond the national frontiers and the protection should preferably 
not cease to operate thereby or should not be arranged with too much diversity. 

At the Revision of the Berne Convention in Brussels in 1948, a resolution was also 
passed" establishing a Permanent Committee, consisting of representatives of twelve 
countries retiring by rotation, which received instructions to assist the Office of the 
Convention in the fulfillment of its task. This Permanent Committee and an 
Executive Subcommittee formed from it have on several occasions, with the support 
of the International Labor Organization in Geneva, concerned themselves with the 
implementation of the aforesaid “wishes.”??_ As a result in November 1951, in Rome, 
a committee of experts drew up a Draft Convention,’ about which a number of 
governments are now being consulted. If the Draft meets with a favorable re- 
ception in principle, further steps will be taken, first by a new committee of ex- 
perts and finally by a Diplomatic Conference, for the preparation of a Convention."* 

A few details of this work will be dealt with in the following pages. I should 
like, however, to clear the ground for a discussion of the subject by first of all de- 
voting some remarks to two questions, viz.: 

1. What arguments can be adduced for and against legal protection of neighboring 
rights for performers, recorders, and broadcasters, and what is the relation of such 
protection to copyright proper? 


2° When I speak here of widespread feelings this is based on my experience in national and inter- 
national committees; what follows in the text, however, reflects only my personal opinion. 

™ Doc. Brux. 585. 

** Cf. resolution No. 2 of the Permanent Committee in Neuchatel, Sept. 28-30, 1949, Droit d’Auteur 
1949, p. 132; resolution No. 2 of this Committee in Lisbon, Oct. 16-21, 1950, Droit d’Auteur 1950, p. 
131; resolution No, 2 of the Executive Subcommittee in Paris, March 9-10, 1951, Droit d’Auteur 1951, 
p- 36; resolution No. 2 of this Subcommittee in Stresa, May 30-31, 1951, Droit d’Auteur 1951, p. 70; 
resolution No. 2 of the Permanent Committee in Paris, Oct. 25-27, 1951, Droit d’Auteur 1951, p. 125. 

18 Droit d’Auteur 1951, p. 140. 

** Cf. resolution No. 6 of the Permanent Committee in Neuchatel, July 1-3, 1952, Droit d’Auteur 
1952, p. 103; resolution No. 2 of the Executive Subcommittee in Berne, June 23-24, 1953, Droit d’Auteur 


1943, p. 82. 
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2. What is the situation regarding these problems in various countries, particularly 
those which have up-to-date legislation on the subject or in which such legislation is 
in the course of preparation? 

Concerning the first question, so far as the relationship of any neighboring rights, 
which may be granted as above, to the traditional copyright is involved, the line of 
demarcation between literary and artistic works, which can be protected by copy- 
right, and the performance, recording or broadcasting of such works—whether pro- 
tected by copyright or not—seems to be fundamental, but is not so in reality. In this 
case adaptations—for instance, translations, transpositions of musical works—are 
also protected by copyright, but what is the fundamental difference between the 
adaptation—for instance, in the form of a literal translation—and the faithful re- 
production on a record? Or what is the fundamental difference between an artistic 
performance and a simple musical transposition? 

We must free ourselves to some extent from the traditional conceptions of copy- 
right. Up to a few decades ago, printing and similar processes were practically 
the only methods by which literary and artistic works or adaptations thereof could 
be recorded on a large scale and distributed widely in space and time. Since then 
technical progress has made this possible for the concrete performance of works: the 
question may be asked whether this must not lead, to a certain extent, to revision 
or supplementation of the existing theoretical conceptions. 

In any case, it should be noted that the line of demarcation between what is 
and what is not regarded as eligible for copyright as literary or artistic work is drawn 
differently in different countries. Thus, as will be seen below, in some countries the 
performance of a work, provided it is recorded, as well as the recording itself, are 
regarded as works protected by copyright. It may be disputed whether this is 
theoretically correct; the phenomenon, however, shows in any case that in practice 
the frontier of the territory to be protected by copyright is flexible. 

A second remark concerning the relationship between any neighboring rights for 
performers, recorders, and broadcasters, which may be recognized by statute, and 
copyright is that it can never prejudice the rights of the author to the original literary 
or artistic work. The author retains the right—in so far and as long as his copyright 
extends—to forbid or to impose conditions with reference to any use of his work, 
including its use in any particular special performance or in or pursuant to any 
concrete recording, etc. Consequently, any neighboring rights to be granted relating 
to performance, recording or broadcasting can only become effective if and in so 
far as the author imposes no obstacle thereto. Moreover, these rights will of course 
only cover a more limited field, viz., only the use of the concrete performance, re- 
cording or broadcast. 

This does not alter the fact that the interests of the author of a literary or artistic 
work will be concerned if rights to the concrete performance, recording or broad- 
cast thereof are granted to third parties. It is quite conceivable that the author 
will welcome distribution of a certain concrete performance, etc. of his work, which 
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is likely to bring him profit, whereas the performer will oppose this distribution, 
because he prefers to be re-engaged for a performance rather than to have the 
mechanical reproduction of his original performance exploited by third parties. 
Moreover, even if the performer does agree to such exploitation, it is possible that 
the remuneration which he demands therefore will unfavorably influence that which 
the author can claim. 

The delicate relationship between the interest of the author and the interest of 
candidates for the grant of neighboring rights may in itself be an argument against 
such a grant. In any case, it leads to a further brief consideration of the arguments 
which can be adduced for and against legal protection of these rights. 

Another circumstance which certainly militates against the grant of such pro- 
tection is that it is extremely difficult to attain effectively. The interests concerned 
are interrelated, because the one performance to be protected is likewise the “raw 
material” for another: the artist’s performance is recorded and the record is broad- 
cast; the same relations exist in the case of films (which, however, are already pro- 
tected by copyright practically everywhere)’® and television. Consequently, pro- 
tection of the performers will almost necessarily be directed against the recorders, 
film makers, and broadcasters; that of the recorders against the broadcasters, etc. 
This makes it a very difficult and delicate matter to reconcile all the interests con- 
cerned. 

Another weighty objection to the granting of neighboring rights as discussed 
here is that such a grant threatens to impose a heavy burden on the ultimate con- 
sumer of all the performances, #., the public. Let us assume that protection of 
performers, recorders, and broadcasters would also have to cover them against ex- 
ploitation of their performances by third parties, who ultimately communicate these 
performances to the public (this question will be discussed later). It then is by no 
means inconceivable that, for instance, the proprietor of the restaurant or cinema 
who communicates to his public a relay of a foreign radio or television transmission 
whereby use is made of previous recordings (gramophone records or films) will be 
assailed with claims of: 

(1) the authors of works adapted for the transmission (e.g., music), (2) the 
authors of the work itself (film or radio play) which is transmitted, (3) the per- 
formers, (4) the recorders, (5) the original transmitter, and (6) the relayer. 

This certainly is not an attractive prospect. 

But the reverse of the medal should also be viewed, by examining the arguments 
for protection of performers, recorders, and broadcasters. 

Some questions appear to present little difficulty in this connection, for example, 
those where protection is certainly necessary—although perhaps, considering the 
existing general provisions or principles, these do not necessarily require special 
regulation. These include protection: 


of the broadcasts against unauthorized rebroadcasting; 


*® Cinematographic Works, H. L. Pinner (Ep.), | Wortp Copyricut 705-776 (1953). 
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of the records against unauthorized copying thereof; 
of the performers against clandestine recording or broadcasting of their per- ' 
formance, for which they have not contracted. 


Such protection can be regarded as arising from general principles of fairness, so 
that recognition by statute can offer only greater security. However we soon get into 
difficulties with the elaboration of these principles, for instance, if we ask whether 
broadcasts should also be protected against unauthorized recording, or, in particular, 
television protected against kinescope recording. Further problems arise if, as 
regards broadcasts and records, the question is raised to what extent recording or 
copying thereof for private use should also be opposed or should be subjected to 
certain conditions. As a matter of fact, these are matters which have not yet been 
settled satisfactorily in most countries even as regards the copyright. 

The real difficulties arise, however, if we ask to what extent the three groups of 
performances here referred to—i.e., those of performers, recorders, and broadcasters 
—also deserve protection against commercial exploitation by third parties, viz., by 
communication thereof to the public by means of the playing of records, the pro- 
vision of facilities for listening to sound radio, or the showing of television programs 
in public places, such as restaurants, dance halls, cinemas, etc. 

The interests do not coincide here in all cases. 

In many countries, it has been customary for years that records and sound 
broadcasts can be utilized by third parties for commercial exploitation in the above 
sense, without the recorder or broadcaster being able to exercise any influence 
thereon (in some countries the authors are entitled to exert such influence, in other 
countries they are not). It can be said that the interests have adjusted themselves 
to this situation and that it has not given rise to any special difficulties. On the 
other hand, the experience gained with the opposite kind of system—for instance, 
in the United Kingdom, where copyright attaches to records, so that they are 
protected against commercial exploitation by third parties—has not been altogether 
favorable."® 

The situation is different, however, with regard to television, since in this case 
the commercial exploitation of the television transmission by third parties—for 
instance, in restaurants and even in cinemas—can offer so much competition to the 
televised event itself—no matter whether this is a cultural manifestation, such as 
an opera, or a sporting event, or a festivity, with a charge for admission—that 
permission for the television will be refused, if there is no possibility to keep a check 
on its commercial exploitation. In other words, if television is to perform its func- 
tion in the best possible way, control of its commercial exploitation by third parties 
is imperative, and it would seem to be extremely doubtful whether this control 
can be attained otherwise than by expressly granting legal powers."* 


*© REPORT OF THE CopyRIGHT CoMMITTEE, Cmp. No. 8662, at Nos. 140-157, 181-185, 194-200 (Lon- 


don, 1952). 
17 Cf. II SrRascHNov, op. cit. supra note 3, at 35, concerning the issue of a warning before the 
transmission that reception in public is prohibited, or the invocation of a right of privacy for those whose 


“portrait” is televised. 
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A still more delicate question is whether performances of dramatic and musical 
performers—orchestras, conductors, soloists, stage and film actors, elocutionists, and 
ballet dancers—should be protected against unauthorized exploitation by third parties, 
who communicate fixations or broadcasts of such performances to the public. The 
necessity for such protection has been put forward for years by the artists and 
their organizations; they emphasize the intolerable circumstance that the exploitation 
(the mechanical distribution) of their own performances competes against themselves 
(this applies less, of course, to films than to records and broadcasts). 

Data with reference to the importance of this question are to be found, inter alia, 
in a report submitted in 1951 to the International Labor Organization in Geneva by 
its Consultative Committee of Employees and Intellectual Workers.’* The first 
chapter of this report commences with the sentence: 


The livelihood and the working conditions of artistic performers of all categories seem 
to be very seriously endangered as a result of the increase and the widespread utilization 
of recording methods and techniques and of sound and television broadcasts of their 
performances and interpretations. 


With reference to this question the report gives further particulars which show that, 
for instance, in the spring of 1948 the unemployment index for dramatic and musical 
performers in the fifteen largest cities of the United States was between 27.3 and 
15.6 per cent, as compared with a general unemployment percentage of 3.6 to 2.9 
per cent, and that in France the unemployment figure for theatrical workers was 
70 per cent in 1949, while in Northern Ireland and Western Germany (in 1951) this 
percentage was 66 and 25 per cent, respectively. 

Even if such figures cannot be considered representative for all countries and all 
periods, they certainly constitute a social and economic problem—and a problem of 
justicel—which it would seem impossible to put aside without serious consideration. 

However, we are concerned here with more or less explosive material, for it should 
be realized that if a right were to be granted to the dramatic and musical performers 
on the lines of copyright, which would enable them to oppose unauthorized mechan- 
ical distribution of their performances, they would make use of this right otherwise 
than the authors usually do. As a rule, an author is anxious only that his work 
be performed; his sole demand is that he should be awarded a remuneration 
therefor. The dramatic and musical performers, on the contrary, will wish to 
oppose all kinds of mechanical distribution of their performances; they will not—at 
least not always—be satisfied with remuneration, because they prefer an engagement 
for another performance. 

Since, moreover, the possibility has to be taken into account that dramatic and 
musical performers could cede to their organizations, to performing-rights societies 
or, for instance, to the gramophone industry, the rights to be awarded to them, it is 
clear that great power could be wielded with these rights. Hence the question has 


*® CoMMISSION CONSULTATIVE DES EMPLOYES ET DES TRAVAILLEURS INTELLECTUELS, REPorT III (Geneva, 
1951). 
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also arisen whether it would not be better to restrict any protection to be granted 
merely to a right to remuneration, so that no exclusive right would be awarded 
which could entirely prevent the commercial exploitation of the performance. 

This brief review of the opposing interests and arguments must end here because, 
as noted above, I wish to preface the discussion of the present international situation 
with a second preliminary orientation, viz., concerning statutes which already wholly 
or partly regulate the relations referred to. 

A review of some existing statutes can best be given in reverse chronological 
order, because it is to be assumed that the most recent laws have profited by the 
experience with the older ones. 

As far as I know, the most up-to-date legislation (in the sphere of the Berne 
Convention) which contains detailed provisions with reference to this subject is the 
Italian law of 22 April 1941 for the protection of copyright and other rights con- 
nected with the exercise thereof."® The relevant provisions—Articles 72 to 85—are 
too lengthy to be discussed here in detail,?° but they can be summarized as follows: 

(a) The manufacturer of records or similar materials has (Art. 72) the exclusive 
right to reproduce them and to place these reproductions on the market; further- 
more, when his records are used with the intention of making a profit by broad- 
casters and cinemas, or at public events (except for education or state propaganda), 
he has: (1) (Art. 73) the right to a remuneration (to be settled in accordance with 
Art. 23, Regulations); and (2) (Art. 74) the right to forbid such a use under cir- 
cumstances where serious and unwarranted damage would be done to his industrial 
interests. The duration of these rights (Art. 75) is thirty years after the deposit of 
a copy of the record, but in no event longer than forty years after its original manu- 
facture. The title of the work, the names of the author and of the performers, and 
the date of manufacture must be indicated on the record (Art. 76 juncto Art. 62). 

(b) The broadcasting institution is granted (Art. 79) the exclusive right for its 
productions: 


(1) to relay by wire or to rebroadcast; 
(2) to record the transmission for the purpose of making profit; and 
(3) to use these records for fresh transmissions or for fresh recording. 


(c) A definition of dramatic and musical performers is given (Art. 82) which 
excludes from the protection absolutely unimportant performances. On the other 
hand (Art. 83), the right to have the artist’s name mentioned is accorded to the 
most important performances. The performers have furthermore: (1) (Art. 80) the 
right to a fair remuneration (to be settled in accordance with Art. 25 of the Regula- 
tions) from those who (otherwise than by virtue of a direct contract with the per- 
former, who is thereby remunerated) transmit their performance by radio or by 


*° Droit d’Auteur 1941, p. 97, with appurtenant Regulations in Droit d’Auteur 1953, p. 25. Knowing 
no Italian, I have had to rely on the French translations of the law and the regulations. 

?° As a matter of fact, other so-called neighboring rights have been dealt with in this law, viz., those 
referring to designs for theatrical scenery, photographs, letters, portraits, engineering projects, and titles. 
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wire or record it on a record or film, and from those who subsequently, by the 
same means, transmit or reproduce a performance which has already been broad- 
cast or recorded (the simple communication to the public of the broadcast or re- 
cording does not appear to be included thereunder, which is in contrast with the 
rights of the manufacturer of records); no remuneration is payable, however, by a 
radio institution on account of recording for its own broadcasting; and (2) (Art. 81) 
the right to forbid a broadcast or recording of their performance which may be 
prejudicial to their honor or reputation. The right of the performers to remunera- 
tion lasts for twenty years after their performance. 

The Austrian law of 9 April 193671 regarding the copyright of literary and 
artistic works as well as allied rights, is also a relatively modern one, which ex- 
pressly regulates the protections discussed in this article. The provisions which are 
important in this connection are Articles 66-72 and 76.7° The gist of them is as 
follows: 

(a) The performers are awarded the exclusive right (Art. 66) to record their per- 
formances (also in the case of broadcasting) on any recording apparatus for image 
or sound and to the reproduction and marketing thereof. In the case of perform- 
ances by several performers under a conductor, however, this right is restricted to 
the conductor and the soloists. Recordings made contrary to this exclusive right 
may not be broadcast or reproduced in public (thus, with recordings the making 
of which did not constitute an infringement of the exclusive right, these acts are 
allowed). Similar rights also accrue to the organizer of the performance. The 
rights of the performers last for thirty years after their performance. Moreover, they 
have (Art. 68) the right to decide whether their names will be mentioned when 
their performances are recorded. Some restrictions are given (Art. 69) for com- 
mentaries, films, and recordings for private use. 

Broadcasting is (Art. 70) subject to the exclusive rights of the performers in the 
same way as recordings; broadcasting, however, of recordings whose manufacture 
was authorized can be made freely. 

Finally (Art. 71), similar regulations are given for the showing in public of 
manifestations of performers; this, too, is subject to their consent, unless it involves 
recordings whose manufacture was duly authorized or radio broadcasts made with 
proper authorization. 

(b) The manufacturers of gramophone records (Art. 76) are protected against 
reproduction of their records and the marketing of such reproductions; reproductions 
manufactured in contravention of this protection may not be used for broadcasting 
or communication to the public (thus reproductions the manufacture of which did 
not constitute an infringement of the exclusive right may be so used). Reproduction 


* Droit d’Auteur 1936, pp. 61, 74, 85; see also amendments in Droit d’Auteur 1949, p. 109, Droit 
d’Auteur 1953, p. 113. Cf. further, K. Liszsaver, Dre O€rsTERREICHISCHEN URHEBERRECHTSGESETZE 
(1936). 

*2In this law, too, other rights in this connection are likewise established, viz.: to photographs, 
letters, portraits, news reports, and titles. 








PRoTECTION OF “NEIGHBORING RIGHTS” 165 


for private use is not subject to any restriction. The right of the gramophone 
manufacturer lasts for thirty years after the manufacture, or if publication has taken 
place, for thirty years after the publication. 

(c) The Austrian law grants no protection to the broadcast as such. 

Another country that is worthy of attention is Denmark, where a Copyright Law 
of 26 April 19337 and a Broadcasting Law of 21 March 1930, amended 30 March 
1946,"* are in force. 

The protection of performers is not covered in this legislation.”*> According to the 
courts,”® however, a real copyright exists with reference to the gramophone record 
as such—just as, for instance, in the United Kingdom; this copyright is entirely 
similar to other copyright and thus protects the gramophone record as such against 
unauthorized broadcasting and public performance. 

The law relating to radio broadcasting gives such broadcasting a very general 
protection, since it provides that any direct or indirect commercial exploitation of 
radio broadcasts without the previous consent of the broadcasting institution (a 
state body in Denmark) is prohibited. 

Among the other countries which call for discussion in this connection, mention 
may be made of Switzerland, where the Federal Law of 7 December 19227" regard- 
ing copyright of literary and artistic works is in force. This law provides in Article 
4 that if a literary or artistic work is adapted for records by the personal collabora- 
tion of performers, this constitutes an adaptation, which is protected by copyright. 
A copyright for the performer is thereby recognized, but only in so far as his per- 
formance is recorded on a record. The Swiss Federal Court has decided with refer- 
ence thereto:** (1) that tacit cession of this right by the performer to the manu- 
facturer can be assumed, and (2) that communication to the public of lawfully man- 
ufactured records is allowed, but not radio broadcasting thereof, without previous 
consent. 

The protectiori given here, based on one provision of the law, is of course very 
incomplete. So far Swiss law has granted no protection to the radio broadcast as 
such.” 

In the United Kingdom there are also legal provisions which provide some 
protection here. This protection comprises: 

(a) For gramophone records, there is full copyright in accordance with Section 
19 of the Copyright Act, 1g11:°° 


*° Droit d’Auteur 1933, p. 85. Knowing no Danish, I have had to rely on the French translation 
of this law. 

?* French translation in BULLETIN DE DOCUMENTATION ET D'INFORMATION GENERALES DE LA Rapio- 
DIFFUSION FRANCAISE (No. 7) 11 (1946). 

*5 Torben Lund, in Pinner (Ep.), I Wortp Copyricut 583 (1953). 

7° Case reported by I STRASCHNOV, op. cit. supra note 3, at 128, and by Lund, supra note 25, at 583. 

*7 Droit d’Auteur 1923, p. 61. 

*° Federal Tribunal, July 7, 1936, BUNDESGERICHTLICHE ENTSCHEIDUNGEN, 62-II, 243, 250 under 5, 
251 under 6. 

*°J. Buser in Pinner (Ep.), I Wortp Copyricut 614 under (7) (1953). 

°° CopINGER ON THE Law oF CopyriIGHT 240 (8th ed., Skone James, 1948). 
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Copyright shall subsist in records, perforated rolls and other contrivances by means 
of which sounds may be mechanically reproduced, in like manner as if such contrivances 
were musical works... . 


(b) For performers, there is protection by the Dramatic and Musical Performers’ 
Protection Act, 1925, which declares that any person knowingly making any record 
of a dramatic or musical performance without the consent in writing of the per- 
former, and also the sale, hiring, distribution or performance of any record so made, 
shall be punishable.** 

(c) So far no protection has been provided in the United Kingdom for broad- 
casting as such. 

Almost as important, however, as the existing legal provisions in the United 
Kingdom are the proposals for amendment which are to be found in the remarkable 
Report of the Copyright Committee, 1952.°* In Parts VI and VII, Nos. 76-203, this 
report deals in great detail with the questions which have been briefly discussed 
above and casts a clear light on the interests concerned. The recommendations 
based thereon (see Summary of Report, pp. 116 ff.), Nos. 19-41, amount briefly to 
the following: 

(a) The copyright on records should be maintained—though restricted in dura- 
tion to twenty-five years after first issue to the public—and should also explicitly 
cover the broadcasting of a record and the public performance thereof. 

(b) No protection should be given to the personal interpretation of music, etc. 
by artists, but the protection provided by the Dramatic and Musical Performers’ 
Protection Act, 1925, should be maintained and should possibly be extended to pro- 
hibit clandestine broadcasting. 

(c) A broadcasting station should have the right to prevent the copying of its 
programs either by rebroadcasting or by the making of records for sale and subse- 
quent performance, and a new right in the nature of a performing right should be 
given to a broadcasting station in its television programs but not in sound programs. 

All the above recommendations are made with the important reservation that the 
exercise of rights by collecting societies of a monopolistic or quasi-monopolistic char- 
acter (or a broadcasting station in respect of licenses for public performance) should 
be subject to control by a neutral body. 

The last country that I should like to discuss in this connection is Germany (viz., 
the situation in the Federal Republic, since no sufficiently reliable data are available 
with reference to the situation in the Democratic Republic). 

The laws which are applicable there are those of 19 June 1901 regarding copy- 
right in literary and musical works, and of g January 1907 concerning copyright in 
plastic arts and photographs (both laws have since been amended).** As a result of 
this legislation, the situation concerning the protection of dramatic and musical 
artists and gramophone record manufacturers is practically the same as in Switzer- 

1 Id. at 190. 


*2 Cup. No. 8662, at 30-74. 
88 Cf, VoiGrLANDER-ELSTER-KLEINE, Die GESETZE BETREFFEND DAS URHEBERRECHT (4th ed. 1952). 
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land. The German law, however, is clearer than the Swiss, for in Article 2, para- 
graph 2, it expressly provides that: 

If a literary or musical work is transferred by personal performance to instruments 
which serve for the mechanical reproduction for the ear, the instrument manufactured 
in this way shall be on a par with an adaptation of the work. ... The performer .. . 
shall be regarded as adapter. 


Consequently, in Germany the performer who has his performance recorded on 
a record thereby produces an adaptation which in itself is protected by copyright. 
Legal writers** assume that this right can be regarded as tacitly transferred to the 
manufacturer of the record, but usually there is an express transfer. 

In virtue of a special provision of the German Law (Art. 22"), public performance 
of a lawfully manufactured record is free; according to the courts,*° however, this 
does not include broadcasting of the record, which is thus subject to the consent of 
the party owning the copyright of the record. 

A more far-reaching protection of the performers—for instance, if their per- 
formance has not been recorded on a record—or of the gramophone record manu- 
facturer as such can possibly be claimed according to German law on the ground 
of general legal provisions; there is a great deal of literature*® on the subject, but 
comparatively few judicial rulings,*’ so that these possibilities appear uncertain. 

A detailed consideration of the protection of radio broadcasts as such, recently 
published by H. Hubmann,** mentions literature and court decisions on this ques- 
tion. Hubmann comes to the conclusion that in Germany a restricted administrative 
and criminal law protection for radio broadcasts exists (curiously enough, with 
variations in the different zones of occupation), but that this protection is inade- 
quate so that the question whether a civil law protection can also be deduced 
from general provisions should be examined. With reference thereto, Hubmann is of 
the opinion that radio broadcasters are entitled to an absolute right to their own per- 
formance, though in special cases this may have to be restricted out of consideration 
for the interests involved. With regard to the difficulties occurring in practice, this 
writer regards the recording of sound broadcasts and the photographing of television 
broadcasts as admissible for one’s own use, but not for commercial exploitation. The 
reproduction of broadcasts by loud speakers in public places (television is not referred 
to in this connection) is also considered to be admissible, but not the distribution of 
the broadcasts either by rebroadcasting or by wire. For the rest, the writer admits 
that legal regulation of all these matters is desirable, to clarify the situation. 

847d. at 41, 42; ULMER, URHEBER- UND VERLAGSRECHT 316 (1951); RUNGE, URHEBER- UND VERLAGs- 
RECHT 342 (1948-1953). 

®° Reichsgericht (Supreme Court) Nov. 14, 1936, 153 Entscheidungen des Reichsgerichtes in Zivilsachen 
* ge VoIGTLANDER-ELSTER-KLEINE, Op. cit. supra note 33, at 42, 44; ULMER, op. cit. supra note 34, 
at 315, 319; A. Baum in IV BULLETIN DE DOCUMENTATION ET D'INFORMATION DE L’UNION EvuROPENNE 
DE RADIODIFFUSION 511, 512 (1953). 

*" Cf. the case reported by ULMER, op. cit. supra note 34, at 321. 

*° GRUR 316 (1953); cf. also H. Dawid, in Pinner (Ep.), I Wortp Copyricut 590-591 under (14) 


and (15) (1953). 
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In this connection it is worthy of notice that in Germany, as in the case of the 
United Kingdom, the intention to amend the existing legislation in this field has 
been announced. As far as Germany is concerned, a draft proposal for this amend- 
ment is available in the so-called “Academy Draft,” which was drawn up by the 
Academy for German Law in 1939.** It is true that this draft proposal has not led 
directly to a bill, but it has continued to be discussed as a draft.“° This draft pro- 
posal includes under Chapter VI, “adjacent legal spheres,” detailed provisions with 
reference to the protection of dramatic and artistic performers, image and sound 
recordings, and radio broadcasts. 

Whoever has perused the above brief summary of the interests concerned and the 
outline of some of the legal arrangements, existing or proposed, for dealing with 
them, will be unable to avoid two conclusions. The first is that typical contemporary 
problems are involved and that it is desirable or even imperative that they should 
be studied and, if possible, regulated by statutory measures. The second is that 
in view of the great variety of the existing regulations and of the proposals made 
—and the fact that in other countries, such as France, Belgium, and the Netherlands 
there has been no arrangement at all to date—an effort to bring about interna- 
tional co-operation is necessary, to ensure that the greatest possible degree of uni- 
formity of the statutory provisions and a minimum of protection can be obtained in 
countries where the interests concerned are approximately the same. 

Some account has already been given of one such effort, which was undertaken 
under the auspices of the Permanent Committee of the Berne Convention, with 
the support of the International Labor Organization, and which has so far resulted 
in the Draft Convention, drawn up in Rome in 1951 by a committee of experts. 
This effort to effect an international settlement of the problems concerned was by 
no means the first; as early as 1939 Dr. Ostertag, who had just resigned his func- 
tion as Director of the Office of the Berne Convention, published a draft conven- 
tion,*? while in that same year at Samaden (Switzerland), a committee of experts 
appointed by the “Institut International pour ]’Unification du Droit Privé” evolved 
two draft conventions to deal with the same material.‘ These drafts, however, 
may be considered incorporated in the 1951 draft drawn up in Rome, so that this 
is the only one that is of interest at this moment. 

The most important provisions of the Rome draft are the following :** 

8°GRUR 242 (1939); text also reported by VoIGTLANDER-ELSTER-KLEINE, Op. cit. supra note 33, 
at 194, and RUNGE, op. cif. supra note 34, at 887. 


“° VoIGTLANDER-ELSTER-KLEINE, Op. cit. supra note 33, at 1-2. 

*! Droit d’Auteur 1939, pp. 62, 71; this draft also covers the protection of letters, portraits, and news 
reports. 

“2 Avant-projets de conventions connexes 4 la Convention de Berne pour la protection des oeuvres 
littéraires et artistiques, ed. Institut International pour I'Unification du droit privé, Rome, 1941. Cf. also 
Droit d’Auteur 1940, pp. 109, 121, 133; these comprise also separate drafts for conventions for the 
protection of news reports and for the award of a so-called “droit de suite” to the sales price of works 
of art. 

“8 Droit d’Auteur 1951, p. 140. 
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Art. 4. 

(1) Any performer who gives a recitation, presentation or performance of a work 
shall enjoy the right to authorize: (a) the recording of his recitation, presentation or 
performance with a view to the manufacture of phonographic records or similar instru- 
ments, intended to be sold to the public, and of cinematographic films intended to be 
exhibited in public halls; (b) the communication to the public of his recitation, presenta- 
tion or performance by means of loud-speakers or any similar instruments transmitting 
signs, sounds or images; (c) the broadcasting of his recitation, presentation or perform- 
ance when it is given for the purposes of a person or undertaking other than the body 
which proposes broadcast; (d) the recording, by any person, whatsoever, for broadcasting, 
of the performer’s recitation, presentation or performance when given under the conditions 
specified in subparagrayh (c) above. 

(2) The right of authorization is not granted to the performer; (a) as against those 
who transmit by radiodiffusion or communicate to the public his recitation, presentation 
or performance by the means referred to in paragraph (1) (a) and (d); (b) as against 
those who communicate to the public, whether over wires or not, or by whatever means, 
the broadcast of his recitation, presentation or performance. 

(3) Reservations and conditions relating to the application of the rights mentioned 
in paragraph (1) (c) and (d) may be determined by legislation in each contracting 
country in so far as it may be concerned, but all such reservations and conditions shall 
apply exclusively in the country which prescribed them and shall in no case be prejudicial 
to the performer’s right to obtain equitable remuneration fixed, failing prior agreement, 
by the competent authority. 

(4) It shall be a matter for the legislation of the contracting countries to determine the 
conditions under which the broadcasting, recording, and communication to the public of 
short extracts from recitations, presentations or performances may be made for the purpose 
of reporting current events. It shall also be a matter for the said legislation to determine 
the regulations for ephemeral recordings fixing recitations, presentations or performances 
and made by a broadcasting organization by means of its own facilities and for its own 
emissions. The preservation of these recordings in official archives may, on the ground 
of their exceptional documentary character, be authorized by the said legislation. 


Art. 6. 

(1) The manufacturers of phonographic records and similar instruments shall enjoy: 
(a) the right to authorize the reproduction of their phonographic records and similar 
instruments by whatever means or process of recording; (b) the right to obtain an equi- 
table remuneration from whomsoever uses their phonographic records or similar instru- 
ments for broadcasting or for any other method of communication to the public. 

(2) The right to an equitable remuneration is not granted to manufacturers as against 
those who communicate to the public, whether over wires or not, or by whatever means, 
radio-emissions effected by means of their phonographic records or similar instruments. 

(3) Phonographic records or similar instruments manufactured in a non-contracting 
country which, on the one hand, copy phonographic records or other instruments pro- 
tected by this Convention and, on the other hand, are imported into a contracting coun- 
try without permission from the manufacturer of the phonographic records or other 
instruments so reproduced, shall be liable to seizure. 

(4) It shall be a matter for the legislation of the contracting countries to determine 
the conditions under which the broadcasting, the recording, and the communication to 
the public of short extracts from phonographic records or similar instruments may be 
made for the purpose of reporting current events. It shall also be a matter for the same 














170 Law aNnp CoNTEMPORARY PROBLEMS 


legislation to determine the regulations for ephemeral recording fixing phonographic 
records or similar instruments and made by a broadcasting organization by means of its 
own facilities and for its own emissions. The preservation of these recordings in official 
archives may, on the ground of their exceptional documentary character, be authorized by 
the said legislation. 

(5) It shall be a matter for the legislation of the contracting countries to designate 
the competent authority for fixing, in default of an amicable agreement, the amount of 
the equitable remuneration. 

(6) It shall be reserved for the legislation of contracting countries to waive the 
application of paragraph (1) (b) in the case of communication to the public without 
a view to profit. 


Art. 8. 

(1) The broadcasting organization shall enjoy the right to authorize: (a) the re- 
emission, whether over wires or not, of all or a part of their emission; (b) the recording 
or any other fixation of all or part of their emission or the re-emission by whatever means; 
(c) the communication to the public of all or part of their emission by means of any 
instrument transmitting images. 

(2) It is reserved to the legislation of the contracting countries to protect the broad- 
casting organizations as against third parties who may communicate to the public all 
or part of their emission by means of loudspeakers or any other instrument transmitting 
sounds. 

(3) Recordings of emissions or re-emissions protected by this Convention manu- 
factured in a non-contracting country and imported into a contracting country without 
permission from the broadcasting organization from which they originate, shall be liable 
to seizure. 

(4) It shall be a matter for the legislation of the contracting countries to determine 
under what conditions the re-emission, the recording, and the communication to the 
public of short extracts from emissions may be made for the purpose of reporting current 
events. It shall also be a matter for the same legislation to determine the regulations 
for ephemeral recordings fixing emissions or re-emissions and made by a broadcasting 
organization by means of its own facilities and for its own emissions. The preservation 
of these recordings in official archives may, on the ground of their exceptional docu- 
mentary character, be authorized by the said legislation. 

(5) It shall be reserved for the legislation of contracting countries to waive the ap- 
plication of paragraph (1)(b) in the case of recordings and other fixations made for 
private use or without a view to profit. 


Neither detailed criticism of these provisions nor a lengthy commentary thereon 
would be within the scope of this brief paper. A few remarks, however, would 
appear to be called for, the more so because with the above proposals the last word 
has certainly not been said in this matter; the consultations with reference thereto 
which have been outlined above have still to show their results. 

Article 8, which appears to comprise a reasonable and well considered protection 
of broadcasts, seems to call least of all for criticism or commentary. 

With reference to Article 6, however, the question immediately arises whether 
sufficient grounds have been adduced for the right to remuneration accorded to man- 
ufacturers of records in paragraph 1(b) of this Article, in case their records are 
used for broadcasting or for any other method of communication to the public (with 
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the exception of paragraph 2). Various views are possible** with reference thereto, 
with none of which I should like to side for the moment. 

Another important feature of the Draft perhaps is that Article 4 is by no means 
clear—it is the result of a compromise which was very difficult to arrive at; moreover 
in conjunction with Article 6 it would hardly appear to be tenable in its entirety, 
because it is difficult to see why the dramatic and musical performers should receive 
less protection than the manufacturers of records. 

That this is the situation according to the Draft is undeniable, since the right 
granted to the manufacturers in Article 6, paragraph 1(b) in case of secondary use 
of their records (which right is restricted in paragraph 2), is explicitly denied to 
performing artists in Article 4, paragraph 2. It is possible that this is correct or 
unavoidable—about this point too I should not like to express an opinion at this 
juncture—but the incongruity as regards the right granted to the manufacturers of 
records seems bound to lead to difficulties.” 

As stated above, a number of governments have been consulted with reference 
to the Draft in question. If only because their replies are not yet known, there is 
no point in going further into the details of the proposed arrangement. It may be 
regarded as probable, however, that the governments will see in this subject a 
challenge to (international) legislative work and that thus in some form or other, a 
Convention with reference to this material will appear in the near future. 

It is very important what attitude the United States and the other countries of 
the Western Hemisphere (apart from Canada and Brazil, which as members of the 
Berne Convention are in a special position) will adopt with reference to this 
question. Will they throw their weight into the scale in time to ensure that the 
Convention to be concluded will also represent—or at any rate will not oppose— 
their views? Or will the unfortunate experience gained with the Berne Convention 
be repeated, z.e., that a number of countries conclude a convention and gradually 
elaborate it in such a way that it becomes entirely unacceptable to other countries, 
because their legal systems are too much at variance with it? 

The posing of these last questions would in itself appear to be a sufficient ground 
for this paper. 


“*Cf. A. Baum in IV BULLETIN DE DOCUMENTATION ET D'INFORMATION DE L’UNION Europ£ENNE DE 
RADIODIFFUSION 535 (1953). 

“© Cf. the amendment proposed by the representative of the French Government in the Consultative 
Committee of Employees and Intellectual Workers of the International Labor Organization, reported 
in Droit d’Auteur 1952, p. 36; according to this proposal it would be left to the national legislatures 
to ensure that the performing artists share in the profits accruing to the manufacturers of records from 
the secondary use of their records. 











RIGHTS IN NEW MEDIA 
TuHeoporE R. KupFERMAN* 


The copyright law in the United States’ has not kept pace with technological 
developments in the field of literary property. Methods of evidencing or reproducing 
the writings of an author? now include, among others, radio, television,® several 
speeds of recordings,* transcriptions, microfilm, and, most recently, magnetic tape 
to be used in place of film in a new era of electronic photography.” 

The twentieth century has wrought vast changes in the culture of the com- 
munity and not the least has occurred in the fields of communication and entertain- 
ment, where, necessarily, the “writings” of an author are a staple. 

It was in 1912 that the last registration categories were added to the Copyright 
Law, for “Motion-picture photoplays” and “Motion pictures other than photoplays.”® 
While the Act makes it clear that these category specifications are not exclusive,’ the 
fact is that recognition of scientific advances is slow in coming, with the resultant 
uncertainty as to their treatment under the law. 

This paper will merely point up some of these problems. 


*B.S.S. 1940, College of the City of New York; LL.B. 1943, Columbia University. Editor, 
Columbia Law Review, 1942-1943. General Attorney and Vice President of Cinerama Productions Corp.; 
formerly a member of legal departments of National Broadcasting Company and Warner Brother Pictures, 
Inc.; formerly Law Secretary to the Presiding Justice of the Appellate Division, First Department of the 
Supreme Court of New York; former Chairman, Copyright Committee, Federal Bar Association of 
New York, New Jersey and Connecticut; Secretary, The Copyright Society of the U.S.A. Author of 
Copyright—Co-owners, 19 St. Joun’s L. Rev. 95 (1945), and Note, Renewal of Copyright, 44 Cor. L. 
Rev. 712 (1944); Arranger and Editor, 1953 CopyricHr PRrostemMs AnaLyzeEp (Commerce Clearing 
House, 1953). 

* The Copyright Act now in force stems from the Act of March 4, 1909, effective July 1, 1909, 35 
Stat. 1075-1088. It was codified without substantive change by the Act of July 30, 1947, 61 Srat. 
652. There have been amendments from time to time. See Title 17, U. S. C. (Supp. 1952). 

* The constitutional basis for copyright protection is in the following provision: “The Congress shall 
have power . . . to promote the Progress of Science and useful Arts by securing for limited Times 
to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.’”” U. S. Const. 
Art. I, §8, cl. 8. On the history of this constitutional provision, see HAMILTON, PATENTS AND FREE 
ENTERPRISE 11-27 (TNEC Monograph 31, 1941). The statutory enactment pursuant to the Consti- 
tution is: “The works for which copyright may be secured under this title shall include all the writings 
of an author.” 17 U.S. C. §4 (Supp. 1952). 

*See generally, Harry P. Warner, Rapio ano TELEvision Ricuts (1953); Note, Legal Aspects of 
Television, 15 A. L. R. 2d 785 (1951); Solinger, Unauthorized Uses of Television Broadcasts, 48 Cov. 
L. Rev. 848 (1948). 

*Granz v. Harris, 198 F. 2d 585 (2d Cir. 1952). 

®On Dec. 1, 1953, Radio Corporation of America demonstrated at its Princeton, N. J., laboratories 
magnetic tape reproductions on a television screen, both in black and white and color, of live action 
in the same manner that ordinary photographic film might have reproduced the live action. Variety, 
Dec. 2, 1953, p. 1, col. 1. 

* Act of Aug. 24, 1912, 37 Stat. 488, added categories (1) and (m) to Section 5, the registration 
classification section of the Act. 

™“The above specifications shall not be held to limit the subject matter of copyright as defined in 
section 4 of this title. ...” 17 U.S. C. §5 (Supp. 1952). 
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Recorpinc RIcHTs 


In 1908, the Supreme Court decided® that perforated piano rolls and phonograph 
records were not “copies” of musical compositions and, therefore, not an infringe- 
ment of the rights in the compositions, but merely part of the mechanism for their 
reproduction in sound. The Act of 1g09 then made special provision for mechanical 
reproductions of music in the so-called 2 cent compulsory license provision of 
Section 1(e). 

Over the years, the problem has arisen as to what is a mechanical reproduction 
under Section 1(e). 

The integration of a song in a motion picture sound track is called “syn- 
chronization” and the practice has been to consider this a separate right and to pay 
for this privilege without regard to Section 1(e). But there is confusion as to 
whether “synchronization” is not really “recording.” A United States District Court 
judge decided that synchronization was not mechanical reproduction,’® yet, in other 
cases, the same judge used the language “. . . so-called synchronization (recording) 
rights . . .”"1 and “A member of ASCAP .. . licensed a motion picture producer 
to record, i.e., to synchronize his musical compositions on the film. . . .”" 

This seems to imply that the two words recording and synchronization are inter- 
changeable in meaning. This confusion’® has been continued on a higher plane 
in the decision of the Court of Appeals for the Second Circuit in Foreign and 
Domestic Music Corp. v. Licht.* It indicated that a sound track is an infringement 
of Section 1(e), but that it is only the producer and/or the seller of the motion 
picture who is an infringer. The purchaser or the exhibitor of the motion picture 
is not an infringer and can exhibit the motion picture, which includes the perform- 


ance of the song, subject only to the right of public performance." 


® White-Smith Music Publishing Co. v. Apollo Co., 209 U. S. 1 (1908). See Herserr A. Howe t, 
Tue CopyricHut Law 148 (3d ed. 1952). 

°17 U.S.C. §1(e) (Supp. 1952). 

7° Jerome vy. Twentieth Century-Fox Film Corporation, 67 F. Supp. 736 (S. D. N. Y. 1946) (Judge 
Liebell), aff'd per curiam, 165 F. 2d 785 (2d Cir. 1948). 

71 Encore Music Publications v. London Film Productions, 89 U. S. P. Q. 501, 502 (S. D. N. Y. 
1951). The statement was made in a short opinion on a procedural motion (which was granted) to 
require separate counts against each of the defendants who included the producer, distributor, and ex- 
hibitors. At another place in the opinion, it is stated “[parts of plaintiff’s musical composition were] 
reproduced on the sound track ... and [that defendant] infringed the plaintiff's copyright (recording 
rights) by the production of the motion picture.” Id. at 502. 

7? Alden-Rochelle, Inc. v. American Society of Composers, Authors and Publishers, 80 F. Supp. 888, 
892 (S. D. N. Y. 1948). In this case, which was an antitrust suit against ASCAP, the performing 
rights society, it was held that it was a violation of the antitrust laws for the society to force a theatre 
exhibitor to acquire a public performing license for music in a motion picture where the “synchroniza- 
tion” rights were already cleared for the integration of the music in the motion picture. For the antitrust 
aspects of this case, see 17 U. or Cut. L. Rev. 183 (1949) and see the same case on rehearing, 80 F. 
Supp. 900 (S. D. N. Y. 1948). For a discussion of ASCAP’s antitrust problems and the subsequent 
history of this case, see Finkelstein, Public Performance Rights in Music and Performance Right Socteties, 
7 CopyriGHTt PropL—EMs ANALYZED 69, 83 (1952). 

** See discussion in Burton, Business Practices in the Copyright Field, 7 CopyricHr ProsLeMs 
ANALYZED 87, 113-114 (1952). 

** 106 F. 2d 627 (2d Cir. 1952). 

*® As the exhibitor-defendant held a public performing license, the decision was for the defendant. 
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One authority has stated that this case clearly establishes the Section 1(e) deriva- 
tion of film synchronization in the 2 cent compulsory license sense.’® But while the 
court there said:17 


. .on whose “sound track” the four songs had been recorded—‘synchronized” ... . 
and again:’® 


. » to impose upon the “sound track” of a film those marks which will reproduce 
the words and music of a copyrighted song is to infringe the copyright; it falls exactly 
within §1(e).... 


the question of what rights derive from Section 1(e) status was left obscured. 
The court went on to say in conjunction with its Section 1(e) observations :'® 


. . and it must be remembered that copyright, as its name implies, means making a 
copy of the protected “work... .” 


without using the word “copy” in the White-Smith case (supra note 8) sense, but 
rather, in avoidance of that question, to show that an exhibitor of the motion pic- 
ture did not copy by mere exhibition. 

It may very well be, in accordance with the now established custom, that the 2 
cent compulsory licensing provision of Section 1(e) applies only, as the section states, 
to “the parts of instruments serving to reproduce mechanically the musical work,” 
as such mechanical reproduction was known in 1909,”° which would not include a 
“sound track,” and that this restriction does not apply to the copyright protection 
afforded to any other “form of record in which the thought of an author may be 
recorded. .. .” 

TRANSCRIPTIONS 


Another aspect of this reproduction problem is the transcription or the long- 
playing record and its counterpart, the tape recording. The practice has also been to 
consider these different from standard recordings and to pay special fees where 
music is involved." 

As with “&ynchronization,” there had been no special recognition of the word 
“transcription” in the Copyright Law until in 19527 an amendment to Section 


*® See Dubin, Copyright Aspects of Sound Recordings, 26 So. Car. L. Rev. 139, 148 (1953). 

*7 Foreign and Domestic Music Corp. v. Licht, 196 F. 2d 627, at 628 (2d Cir. 1952). 

18 Id. at 629.1! 

1° Ibid. 

*° Ordinary fecordings are not accepted for copyright registration in the Copyright Office, because 
not “copies.” S@e RCA Mfg. Co. v. Whiteman, 114 F. 2d 86, 89 (2d Cir. 1940), cert. denied, 311 
U. S. 712 (1949). Motion picture prints are accepted. Recently a United States District Court Judge 
decided that the public sale of records of a song prior to copyright constituted a dedication of the 
song to the public, ‘Shapiro, Bernstein & Co., Inc. v. Miracle Record Company, g1 F. Supp. 473 (N. D. 
Ill. 1950), discussed in McDonald, Law of Broadcasting, 7 Copyright PRopLeMs ANALYZED 31, 45 
(1952). As copyright is obtained by publication plus proper copyright notice, it is argued, in opposition 
to this decision, that an action which cannot invest copyright should not divest copyright in as much as 
a record is not such a “copy” of the work as could be registered. 

* See discussion in McDonald, The Law of Broadcasting, 7 CopyricHt ProBLems ANALYZED 31, 
36-37, 49-50 (1952). 

22 Act of July 17, 1952 (66 Srar. 752), effective Jan. 1, 1953. 
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i(c) introduced the latter word into that subdivision and thus pointed up the fact 
that the word had been in the prior law since 1909 in Section 1(d). 

The purpose of this amendment was to extend the protection of the Copyright 
Law to the public performance and recording of non-dramatic works.** In 1934, in 
the case of Alfred Kreymborg v. Durante and NBC,* it had been established 
that there was no right of public performance for a poem, and this applied as well 
to other non-dramatic works such as a book,”* although the right to deliver a lecture 
or sermon or the like was expressly protected. Similarly, there was no recording 
right for any non-dramatic work, although Section 1(d) did protect against the 
making of a “transcription or record” of a dramatic work. 

Does the recent enactment using the word “transcription” emphasize the fact 
that there may be a difference between it and a recording,” thus adding to the 
confusion? 

When the word transcription was used in connection with Section 1(d) in the 
original 1909 Copyright Act, aside from being a possible synonym for recording, it 
undoubtedly referred to a stenographic transcript. The Committee Report on that 
Copyright Act discusses the right of an author to allow only public presentations 
or performances and to refrain from reproducing copies for sale and mentions the 
possibility of a stenographer taking down the words at a performance.?* The 1952 
amendment of Section 1(c) is phrased in the terms of the following subsection (d), 
but the potential meaning of the word “transcription” is now much greater. 

The Committee Report on this 1952 bill, while conscious of the fact that there 
was no intention in granting unrestricted recording rights to non-dramatic works 
to change the law with respect to the 2 cent compulsory licensing provision on 
recording musical compositions—even where a poem becomes part of a musical 
composition—does not consider the problem of the meaning of the word “trans- 
scription.”*8 

The recent case of Granz v. Harris*® stresses the convertability of the content 
of these means of reproduction. The plaintiff had turned over to defendant for 
record sales, master phonographs,*® in 78 rpm (revolutions per minute)—the old- 
fashioned record speed—of selections from “Jazz at the Philharmonic,” pursuant to 

°° Hearings bejore the Committee on the Judiciary on H. R. 3589, 82d Cong., 1st Sess. 17 ef seq. 


(1951). 

2451 U.S. P. Q. 557 (S. D. N. Y. 1934). See generally on poetry rights prior to the amendment 
to Sec. 1(c), Tannenbaum, Practical Problems in Copyright, 7 CopyricHt PropLeMs ANALYZED 7, 9 
(1952); Note, Literary or Artistic Property Rights, 23 A. L. R. 2d 244, 270 (1952). 

25 See discussion in NicHo_son, A MANUAL OF CopyRIGHT PRACTICE 150-152 (1945). 

?°In Waring v. Dunlea, the court, in holding that a station could not play without restriction an 
electrical transcription which the plaintiff had made for a specific radio program, used the words 
transcription and record interchangeably. 26 F. Supp. 338 (E. D. N. Car. 1939). On the main 
question in the case, compare RCA Mfg. Co. v. Whiteman, 114 F. 2d 86 (2d Cir. 1940). 

27H. R. Rep. No. 2222, 6oth Cong., 2d Sess. 4 (1909). 

28H. R. Rep. No. 1160, 82d Cong., 1st Sess. 3 (1951); ConrrreNce Rep. No. 2486, 82d Cong., 

Sess. (1952). 

2° 198 F. 2d 585 (2d Cir. 1952). 

°° The sale of matrices sometimes crosses national lines. Capitol Records, Inc. v. Mecury Record 
Corp., 95 U. S. P. Q. 177 (S. D. N. Y. 1952) (Czechoslovakia and/or Germany to United States). 
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a contract of sale requiring, among other things, a credit line “Presented by Norman 
Granz.” These were 12 inch records. Defendant converted to 10 inch long playing 
33% rpm records* and sold them as well as selling 10 inch 78 rpm records. Ob- 
viously, in the 78 rpm speed, a shorter record meant deletions. Did the conversions 
and/or deletions constitute a breach of contract? The court held that, unless plain- 
tiff waived his rights (a matter of proof on a new trial), in as much as plaintiff by 
contract was to have his name used in conjunction with the records,*” he was entitled 
to have the same content ad, therefore, while there could be conversions, there 
could not be deletions.** 
Wuicu Statutory DaMmaceE Provision? 

Returning to Section 1(c) of the Copyright Law, there is an interesting side- 
light in the fact that just as the draftsmen of the 1909 Act may not have con- 
templated motion pictures or transcriptions, so the framers of the new Section 
1(c), despite thoughtful consideration of their problem, did not contemplate one 
other facet of its application, which is of interest to us in our consideration of the 
use of literary property in connection with modern devices. 

The broadcasters had objected to the amendment unless an additional limitation 
of liability was imposed in an innocent and unintentional infringement situation ;** 
this as contrasted with the statutory damage provisions of Section 1o1.*° The limi- 
tation was inserted in Section 1(c).*® 

One of the incidents of the modern technology is the increasing number of ideas 
for all kinds of literary and related endeavors, and especially for radio and television 


use, procreated in the minds of the general public.*7 They continually, prior to 
submitting the idea for use, seek some form of protection, real or fancied, in the 
form of registration. Mailing to oneself in a registered letter in order to establish 
an outside date of origination and the content at the time of origination, no longer 


seems to satisfy the desire for protection.** 


* At one time, only the electrical transcriptions for radio programs used this speed. They are now 
a popular item for home use. 

821 the plaintiff's name was not used, then the changes could have been made, since “moral rights” 
are not recognized in this country. 198 F. 2d at 588. Granz could have asked that his name be re- 
moved from the altered records. Curwood v. Affiliated Distribtors, 283 Fed. 219 (S. D. N. Y. 1922). 

*8 Compare with Albert Ettore v. Philco Broadcasting Co. et al, File 12982, Eastern District, 
Pennsylvania. Here a prize fighter complains of defamation because an abbreviated film version of 
one of his fights is shown on television with the eliminations allegedly leaving a film showing him in 
a bad light as a fighter. The result awaits trial. 

®*H. R. Rep. No. 1160, 82d Cong., rst Sess. 3-4 (1951). 

*5 17 U. S.C. §101 (Supp. 1952). 

8° “The damages for the infringement by broadcast of any work referred to in this subsection shall 
not exceed the sum of $100 where the infringing broadcaster shows that he was not aware that he was 
infringing and that such infringement could not have been reasonably foreseen... .” 17 U. S.C. A. 
§1(c) (1952). 

87 See discussion in Solinger, Idea-Piracy Claims—or Advertiser, Beware!, 1953 CopyricHt PRoBLEMS 
ANALYZED 121 et seq.; Tyre, Protection of Ideas (Radio, Television, and Movies), CONFERENCE ON THE 
Arts PUBLISHING AND THE Law 93 et seq. (U. of Chi. 1952). 

°° Cf. Dieckhaus v. Twentieth-Century Fox Film Corp., 54 F. Supp. 425 (E. D. Mo. 1944), reversed 
on other grounds, 153 F. 2d 893 (8th Cir. 1946), cert. denied, 329 U. S. 716 (1946). This was an 
infringement suit, won by the plaintiff in the lower court and reversed on appeal, where the plaintiff 
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Registration in the Copyright Office for an unpublished work is available only 
for a lecture, dramatic or musical composition, photograph, motion picture, work of 
art or drawing.*® Obviously, the only generally possible categories for a radio or 
television program idea are “dramatic” or “lecture.”*? When the ideas are not done 
in dramatic style, registration, if at all, is as a lecture. When suit is brought for 
broadcast of the idea, will the limitation of liability provision of Section 1(c) apply 
as against the statutory damage provisions of Section 101? 


UnFair CoMPETITION 


Disc jockeys, glorified announcers who play records of musical compositions inter- 
spersed with the comments and “chatter” of various kinds, are a phenomenon of the 
recent past on radio. 

The right to play these records on radio, despite the objections of the performer 
thereon and the manufacturer thereof, was sustained in RCA Mfg. Co. v. White- 
man.‘' Further, the radio station undoubtedly has a public performing license so 
the basic copyright is not infringed.*? However, suppose that the announcer prefers 
to transcribe his whole program rather than to broadcast “live,” and so a transcrip- 
tion is made (with appropriate clearance from the copyright owner of the music) 
not only of his remarks but also of the records; is it unfair competition for the 
contents of the record, itself an article of commerce, to be rerecorded? 

Another way of posing the same problem is to play a record as background music 
in connection with a live television show from which a kinescope is made. A kine- 
scope, simply stated, is a recording on film, taken off the television screen or re- 
ceiving tube, of the broadcast sound and live action.** The kinescope is then broad- 


cast by television stations, which did not broadcast the “live” program.** Naturally, 
now included in this kinescope sound track is the original recording, which, assum- 
ing a television public performing license,** the station had a right to play, as such; 
but does the station have the right to rerecord it for this additional use? The right, 





had submitted two copies of her unpublished novel for copyright registration, which submission was 
rejected by the Copyright Office because it was not published and not within the unpublished registra- 
tion categories. Thereafter, she mailed a copy of the manuscript to herself in a sealed package. 

3°17 U. S. C. §12 (Supp. 1952). 

*° The Copyright Office has a Circular, No. 57A, which discusses the unpublished registration possi- 
bilities in this area. This circular is mailed upon inquiry. The circular begins: “We regret that it is 
not possible to register titles, ideas, or outlines for radio or television programs. It is possible to 
register unpublished material for such programs in Class C, ‘lectures, sermons, or addresses prepared 
for oral delivery,’ or in Class D, ‘dramatic compositions.’ ”’ 

*t 114 F. 2d 86 (2d Cir. 1940), cert. denied, 311 U. S. 712 (1940). Contra: Waring v. WDAS 
Broadcasting Station, Inc., 327 Pa. 433, 194 Atl. 631 (1937). 

“2 This will cover the right of public performance, but if the work is a dramatic work such as a 
musical comedy on records, the public performance license alone will not suffice and dramatic rights 
also must be cleared. 

*® Kupferman and O'Brien, Motion Picture Censorship—The Memphis Blues, 36 Cornett L. Q. 273, 
297 (1951). 

“* McDonald, The Law of Broadcasting, 7 CopyricHt ProsLeMs ANALYZED, 31, 37 (1952). 

*5 The current television performing licenses issued by ASCAP and BMI (Broadcast Music, Inc.) cover 
the right a!so to integrate the music into a kinescope, which kinescope may be used only within a 60 day 
period to complete the network broadcasts on stations which have not shown the original “live” 
program. Is this a “synchronization” (recording) right rather than a public performance right? 
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if any, that has been infringed is that of the recording company and/or its per- 
former. Is there such a right or is this a permissible “conversion” under the Granz 
v. Harris case, supra? 

The recent case of Metropolitan Opera Association and American Broadcasting 
Company v. Wagner-Nichols* involved the situation of the defendant recording 
the Metropolitan Opera radio broadcasts off the air for sale on records. The plain- 
tiffs were the broadcaster, the opera company which controlled the original per- 
formance, and a record company which had an exclusive arrangement with the 
opera company to make and sell records of its performances. The defendant was 
enjoined pendente lite from continuing to record off the air, the old [nternational 
News Service v. Associated Press” case being cited as authority that the defendant’s 
acts constituted unfair competition and “misappropriation of the work, skill, ex- 
penditure and good will of plaintiffs. . . .”** 

More recently, a newspaper’s cause of action against a competitive radio station 
for broadcasting Associated Press news from the newspaper, was sustained.” 

On the other hand, where a radio station had obtained exclusive U. S. radio 
broadcasting rights to certain racing events although the station had only a 4o mile 
range, it was unsuccessful in restraining another radio station more than 1000 miles 
away from broadcasting similar race information, which its agent relayed by long 
distance telephone after hearing the first station’s broadcast. The basis of the de- 
cision was the difference in competitive area and the fact that after publication by 
broadcast, the material, being uncopyrighted, became available to all.*” 

How then should you treat the problem recently posed in “Editor and Publisher” 


of a newspaper which, in its own office, photographs its news events from the 


51 when it is 


52 and part 
93553 


on-the-spot live television coverage as shown on the television screen, 
clear that broadcasting and publishing are definitely competitive media 
of the same “press whose freedom is guaranteed by the First Amendment 

In G. Ricordi Co. v. Haendler,* the Court of Appeals for the Second Circuit had 
before it the question of whether there was a cause of action in unfair competition 
where the defendant sold a book containing the libretto and score of Verdi’s opera 
Falstaff, all of which had been photographed from plaintiff's work. It was un- 


** 199 Misc. 786, 101 N. Y. S. 2d 483 (Sup. Ct. 1950), aff'd per curiam, 279 App. Div. 632, 107 
N. Y. S. 2d 795 (1st Dep’t 1951), leave to appeal denied, 279 App. Div. 790, 110 N. Y. S. 2d 282 
(1952). 

*7 448 U. S. 215 (1918). 

*8 579 App. Div. 632, 107 N. Y. S. 2d 795, 797. 

*® Veatch v. Wagner, 109 F. Supp. 537 (D. C. Alaska, 1953). 

°° Loeb v. Turner, 257 S. W. 2d 800 (Tex. Civ. App. 1953). 

"2 See Photography, in Editor & Publisher, Feb. 2, 1952, p. 41. Consider the suggestion that the new 
magnetic tape for film be used to “make a personal recording of a favorite television program.”” RCA News 
Letter No. 52, Dec. 2, 1953, p. 2. 

°? Lorain Journal v. United States, 342 U. S. 143 (1951) (newspaper held in violation of antitrust 
laws in attempting to prevent advertisers from using radio station covering same general area). 

°® See United States v. Paramount, Inc., 334 U. S. 131, 166 (1948). 

** 194 F. 2d 914 (2d Cir. 1952), noted in 101 U. or Pa. L. Rev. 150 (1952). A similar holding 
in the New York Court of Appeals is Hebrew Publishing Co. v. Scharfstein, 288 N. Y. 374, 43 N. E. 2d 
449 (1942). 
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disputed that the opera material was in the public domain, but the plaintiff had 
set it up in special typography and claimed the reproduction thereof as the basis for 
the unfair competition. The Court stated that the Associated Press case was, in 
accordance with its previous opinions,” to be confined to its facts, and, as there 
could be no protection for the basic work after expiration of the copyright, the 
printing process, which could not be disassociated from the work, could not be pro- 
tected either. 

The Court expressly overruled Fonotipia Limited v. Bradley® (which, on the un- 
fair competition doctrine of “misappropriation” rather than “passing off” or deceit, 
had enjoined the copying of records manufactured by the plaintiff), saying as to that 


case and the problem in general :*” 


We do not mean that the defendant could under no circumstances be guilty of “unfair 
competition” in his use of the “work”; but it would have to be by some conduct other 
than copying it. Since he confined himself to that and gave notice that it was his 
product, the Copyright Act protected him. This reasoning applies as well to any rights 
which may be supposed to flow from the doctrine of International News Service v. 


Associated Press... . 


This language would seem to indicate a difference of opinion with the attitude 
expressed in the Metropolitan Opera case.°* While the lower court there indicated 
a basis for the decision not only in misappropriation but also on the ground of de- 
ception in that people might be misled into believing that the Metropolitan Opera 
had cooperated with the defendant in the production of the records, the Appellate 
Division determination rests on misappropriation.” 

ComMMuNITY ANTENNA SYSTEMS 

There are certain areas in the United States like Palm Springs, California, where 
the terrain is such that television reception is either poor or impossible, because 
of natural barriers. There are also other areas which are too far distant from a 
television transmitter for a clear picture to be obtained.*' 

Certain enterprising groups in these areas have arranged for antennas to receive 
broadcast television programs at a point where reception is good and to transmit 
the programs to the communities where such good reception is desired but for one 


reason or another not possible. 


55 See Cheney Bros. v. Doris Silk Corp., 35 F. 2d 279, 281 (2d Cir. 1929); RCA Mfg. Co. v. White- 
man, 114 F. 2d 86 (2d Cir. 1940), cert. denied, 311 U. S. 712 (1940). 
56 yo1 Fed. g51 (E. D. N. Y. 1909). 
57G. Ricordi & Co. v. Haendler, 194 F. 2d 914, at 916. Conduct which might be unfair compe- 
tion was mentioned in RCA Mfg. Co. v. Whiteman, supra note 55, at 90: 
“Nor need we say that insofar as radio announcers declare, directly or indirectly, that the 
broadcast of a Whiteman record is the broadcast of a Whiteman performance, that conduct is a tort 


o” 


which Whiteman could enjoin, That would indeed be ‘unfair competition. 

5° The lower court opinion in the Metropolitan Opera case, supra note 46, is cited in a note in G. 
Ricordi & Co. v. Haendler, 194 F. 2d 914, 915 n. 1. 

5° 199 Misc. at 792, 101 N. Y. S. 2d at 489. 

®° See notes 46 and 48, supra. 

*'In general on this question, see Broadcasting, June 16, 1952, p. 84; and Martin Codel's Television 


Digest, June 14, 1952, p. 3. 
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From the antenna point of reception to the home where the family television 
receiver is located, there is usually a “closed circuit” connection. 

A system of closed circuit reception is the now familiar novelty for sports and 
other spectacles® in theatres and other public places where admission is charged. 

As these programs are sent over specially wired lines, there is no broadcast in- 
volved, whether to home or theatre, although there have been requests for television 
broadcast channels for “subscription television” systems whereby special programs 
would be broadcast to homes but could not be received without the payment of a 
fee.** 

Considering, for our purpose, only the situation of the Community Antenna 
system as applied to programs already broadcast on standard television transmitters 
(as against the situation where specific arrangements are made for special pro- 
grams),°* it would seem that, legal technicalities aside, there should be no basic ob- 
jection to such action. 

However, complications do arise. As expenditures are necessary in making and 
maintaining the necessary physical plant and service, there is usually a flat fee 
arrangement plus a continuing monthly charge for the service, which consists gen- 
erally of installation and connection to each home which affiliates with the service. 
Is this monthly charge a true maintenance of equipment charge or is it a charge 
for providing programs, in which latter case the owners of the rights in the programs 


may feel aggrieved? 
In connection with the question of whether the Federal Communications Com- 
mission might take jurisdiction of these systems as common carrriers,” the problem 


was raised on an application for microwave frequency® of a community antenna 
system, as to whether the operation was as “a common carrier of communications” 
or as a “vendor of program material.”® 

The Commission announced that it had no objection to the operation of “Passive 
Antenna Systems,” which merely reflect the broadcast signal, provided they neither 
increase the signal strength nor cause interference with any licensed radio or tele- 
vision station.* 


*? Variety, the amusement trade publication, in its issue of Jan. 27, 1954, p. 1, col. 5, reports that 
arrangements have been made for the opening nights of the Metropolitan Opera to be telecast in theatres 
all over the United States, with an admission charge. 

°° There are various ways of preventing reception without payment, such as the picture being 
“scrambled” until payment is made into a coin box. One of the systems for subscription television, 
Telemeter, had a test on a closed circuit system to home television receivers in Palm Springs recently. 
See Leonard Spinrad’s Motion Picture Newsletter, Dec. 7, 1953, p. 2. 

°* There are many possible uses for closed circuit transmission. The New York City Police Depart- 
ment has announced that it is experimenting with the idea of televising the daily police line-up of 
criminal suspects on a closed circuit to each local police precinct station house. N. Y. Herald-Tribune, 
Jan. 29, 1954, p. 1, col. 1. 

°° See 47 U. S. C. §201 et seq., and definitions in 47 U. S. C. §153(a) and (b) (Supp. 1952). 

°° J. E. Belknapt & Associates, Poplar Bluff, Mo. See Federal Communications Release, July 17, 1952, 
PC: 093-732. 

°? Release of June 24, 1953, F. C. C. 53-766. 

°° Use of Passive Antenna Systems to Divert or Reflect Signals for Broadcasting Stations. Release of 
Dec. 3, 1953, F. C. C. 53-1591. 
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This points up the competitive problem where the systems, by transmitting either 
by broadcast or closed circuit methods the programs of one or more distant broad- 
cast television stations, might rival existing broadcast television stations in the area 
or deter the building of new ones. 

We are back with the “unfair competition” problem previously discussed in other 
phases of this paper, if the community antenna system tampers with the “com- 
mercials” of the sponsor of the program originating at the distant broadcast station 
and substitutes its own advertising or that of other sponsors. 

On the copyright aspect, the case of Buck v. Jewell-La Salle Realty Co. would 
seem to be in point in its analysis of transmission and reception in radio broadcast- 
ing,”’ where a protectable copyright is involved. 

The suit was by ASCAP against a broadcaster and a hotel. The hotel received 
regular radio programs on a master receiving set, wired to each of the public and 
private rooms. ASCAP notified the broadcaster and the hotel that a public per- 
formance license for its music was required, and upon their failure to obtain one, 
the suit was brought for an infringement. As to the hotel, which is in a position 
similar to that of the Community Antenna system, the question was whether a 
performance of the composition took place by virtue of its radio receiving set and 
loudspeakers and headphones. 

The hotel was held to be an infringer. 

Recently this question of the rights involved in community antenna operation 
was raised in Canada and now awaits a decision after trial,”? although the status of 
the property right in dispute is not clear. 

The defendant is a closed circuit operation for home television reception, the 


° 283 U. S. 191 (1931). 

7°“The defendant contends that there was no performance because the reception of a radio broad- 
cast is no different from listening to a distant rendition of the same program. We are satisfied that 
the reception of a radio broadcast and its translation into audible sound is not a mere audition of the 
original program. It is essentially a reproduction. As to the general theory of radio transmission, there 
is no disagreement. All sounds consist of waves of relatively low frequencies which ordinarily pass 
through the air and are locally audible. This music played at a distant broadcasting studio is not 
directly heard at the receiving set. In the microphone of the radio transmitter the sound waves are 
used to modulate electrical currents of relatively high frequencies which are broadcast through an entirely 
different medium, conventionally known as the ‘ether.’ These radio waves are not audible. In the 
receiving set they are rectified; that is, converted into direct currents which actuate the loud-speaker 
to produce again in the air sound waves of audible frequencies. The modulation of the radio waves 
in the transmitting apparatus, by the audible sound waves, is comparable to the manner in which the 
wax phonograph record is impressed by these same waves through the medium of a recording stylus. 
The transmitted radio waves require a receiving set for their detection and translation into audible sound 
waves, just as the record requires another mechanism for the reproduction of the recorded composition. 
In neither case is the original program heard; and, in the former, complicated electrical instrumentalities 
are necessary for its adequate reception and distribution. Reproduction in both cases amounts to a 
performance. . . . In addition, the ordinary receiving set, and the distributing apparatus here employed 
by the hotel company are equipped to amplify the broadcast program after it has been received. Such 
acts clearly are more than the use of mere mechanical acoustic devices for the better hearing of the 
original program. The guests of the hotel hear a reproduction brought about by the acts of the hotel 
in (1) installing, (2) supplying electric current to, and (3) operating the radio receiving set and loud- 
speakers.” 283 U. S. at 199-201. 

7! Canadian Admiral Corporation, Ltd. v. Rediffusion, Inc., Exchequer Court of Canada, No. 67452. 
Complaint filed Oct. 24, 1952. 
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Canadian terminology for which is “rediffusion.” The plaintiff, a television man- 
ufacturer, obtained exclusive rights to certain live and film telecasts of rugby foot- 
ball in which the Alouettes of Montreal participated. The rights granted specified 
reception through the ether (standard broadcast) and wire service or rediffusion. 
There were live broadcasts of “at home” games and broadcasts by film of “away” 


games. 

The defendant not only transmitted these games on its closed circuit system as 
received from plaintiff's broadcasts, but advertised that it was unnecessary to buy 
standard broadcast television receiver sets (which plaintiff manufactures) on the 
ground that closed circuit system reception, on a much more simple set, was of better 


quality. 
The plaintiff claimed copyright in the sports events under the following pro- 
vision of the Canadian Copyright Act:”* 


(u) “Every original literary, dramatic, musical and artistic work” shall include every 
original production in the literary, scientific and artistic domain, whatever may be 
the mode or form of its expression, such as books, pamphlets, and other writings, 
lectures, dramatic or dramatico-musical works, musical works or compositions with 
or without words, illustrations, sketches, and plastic works relative to geography, 
topography, architecture or science... . 


The plaintiff rested its cause of action on infringement of copyright. 

This is indeed a novel approach. Aside from the question of who should own 
the copyright, if any, Fox in his work on The Canadian Law of Copyright seems to 
indicate that an “exhibition” or “spectacle” lacking story element would not be a 
true dramatic work for copyright protection.” 

The recent Report of the Copyright Committee’ in Great Britain stated: 


That the concept of copyright should not be extended to confer a right to prevent or 
control the copying or recording of a spectacle or performance. 


As to “live” “spectacles,” at least, our protection has been by way of unfair 
competition.” 

CoNCLUSION 

We have considered a small fraction of the current problems in the application of 
our‘intellectual property concepts to new media. 

It should be obvious from the foregoing that as new techniques and methods of 
communication develop, the problems in the conflicts of claims of right must neces- 
sarily increase and that the solutions of the past do not necessarily point the way to 
the future. It is a simple matter to recommend legislative consideration; the 


72 The Copyright Act, Rev. Star. CaNapa 1927, c. 32, §2(u), as amended by 1931 Acts, c. 8, §2. 

*8 Harotp G. Fox, THe Canapian Law oF CopyriGHT 127 (1944). 

™*Cmp. No. 8662, presented by the President of the Board of Trade to Parliament by Command of 
Her Majesty, October, 1952. 

75 Cup. No. 8662, at 120 (No. 33). 

7° Solinger, Unauthorized Uses of Television Broadcasts, 48 Cor. L. Rev. 848, 872 (1948). 
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Supreme Court did so in 1908 in White-Smith v. Apollo, but the result was not 
without perplexity. 

While one may not necessarily agree with the conclusions contained therein, the 
analysis given to these modern problems in Great Britain by the Report of the Copy- 
right Committee™ leads to the conclusion that a similar investigation of all facets 
of these questions would increase our ability to consider possible results and to advise 


clients. 


*¥ 200. U.S. at x8. 
78 Cup. No. 8662 (1952). 





OLD LICENSES AND NEW USES 
MOTION PICTURE AND TELEVISION RIGHTS 


Morris E. Coun* 


As technical advances continue and the means for bringing together entertain- 
ment and audience improve, the monetary values involved increase, and literary 
pronerty documents seek to assure certainty by length, detail, enumeration, descrip- 
tion, and endless repetition. When disputes arise they are more often of sufficient 
proportion to justify litigation. 

In the courtroom the judge is prone to approach a disputed writing with a set 
of postulates which, because they remain unspoken, escape analysis and criticism, 
and thus may lead to undirected conclusions. Among these postulates, it is safe 
to say, are these: that words or phrases such as “motion picture rights,” “dramatic 
rights,” and “exclusive rights” had a fixed meaning in the minds of the parties and 
were intended, in the disputed writings, to convey a definite discoverable meaning;' 
and that such phrases have “correct” meanings, not always the same as the intended 
meanings, which a court may under some circumstances attach to the documents. 
More fundamental than these postulates is the judicial faith which assumes that 
once the dispute concerning the words is solved, the conflict is gone, justice auto- 
matically comes into being, and each litigant will receive his just due. 

It is the purpose of this paper to appraise these postulates and that faith by an 
examination of the decisions rendered in literary property cases involving disputed 
licenses and assignments. The construction of current title and use documents will, 
if one may judge by the history of literary property decisions, be significantly affected 
by the fact that television is a relatively new use and may not have been known (or 
if known, then was disregarded) when the questioned instrument was executed. 
This paper will examine the decisions which came out of the commercial develop- 
ment of motion pictures and “talkies,” and the few decisions involving television 
uses. It is the thesis of this writer that the courts have not yet evolved a sound 
principle for dealing with the problems arising from new uses, nor even a reliable 
rule, and that a frank avowal of the economic factors involved, with opportunity 
for resolving issues so raised, must be attempted before a more satisfactory solution 
can be attained. 


*Member of the California bar; Counsel, Hollywood Local, Radio and Television Directors Guild; 
formerly counsel for Screen Writers Guild and for Radio Writers Guild; author, articles entitled ‘Moral 
Rights,” and ‘Literary Property: The Question of Ownership,” and of other pieces dealing with literary 
property. 

*E.g., Norman v. Century Athletic Club, 193 Md. 584, 69 A.2d 466 (1949), concluding that 
“broadcast” in a license to use a sports arena meant a radio broadcast and did not include transmission 
by television. 
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The commercial success of television has brought numerous problems into the 
field of literary property and copyright. Some of these problems are repetitions in 
modern dress of those raised earlier in the century by the development of silent 
films, later by the addition of dialogue to films, and still later by radio broadcasting. 
Other problems are new, and arise out of the peculiarities of television production. 
It is important, therefore, not only to have in mind earlier decisions in analogous 
situations, but also to have some understanding of the mechanics of television pro- 
duction so far as relevant to the literary property and “rights” problems which are 
involved. 

Except for spot news, sports events, panel shows, and portions of audience par- 
ticipation shows, most television programs have their origins in prepared scripts. 
The particular script may have been written expressly for the television program, 
or it may originally have been a short story, published or unpublished, or a play, 
or a screenplay. If the original script was not written for television, it will almost 
certainly be re-written and adapted to fit the peculiar requirements of television, 
most often the half-hour show, broken by commercials, to be produced on facilities 
available to the television producer. The original work may have been registered 
for copyright as a book, or in a periodical; if it was previously produced as a motion 
picture, the film version will have been registered for copyright. Rights in literary 
property thus pyramid and interlock in confusing complexity. Dramatic rights in 
a novel may be split off the copyright; when the play is written and performed, it 
may be printed, and the play may be registered for copyright; motion picture rights 
in the play or in the novel, or in both, may be assigned, and the film so produced 
will also be registered for copyright. The cautious telecaster will telecast such a 
film only under cover of a swarm of licenses and from a bunker of indemnity 
agreements.” 

The television program itself may reach the air as a “live telecast’—that is 
produced by living players before the electronic camera—or as a “recorded telecast” 
—that is by the projection of a film (or, more recently, by the use of magnetic tape). 
Sometimes the program is assembled of various units, some film, some live. When 
the program is “live,” and often when one or more of the units is “live,” most net- 
work stations today produce a kinescope or television recording (a “kine” or 
“T. V. R.”) of the program, by recording on film the image and sound track at the 
moment of the telecast. The film is a kind of packaging of the program; it may be 
duplicated by usual printing methods, and the film and its prints may themselves be 
telecast. 

It is worth noting that the exercise of a “television right” need not, like dramatiza- 
tion or filming, produce a new work or a new version of another work. It is true 
that television use may be facilitated or enhanced by a revision or adaptation of an 
existing work; but the right to prepare a television script is not what is ordinarily 
meant by “television rights,” nor does the preparation of the scripts carry the major 


* Cf. Harry P. Warner, Rapio anp TELEvision Law 1124 (1949). 
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economic significance. Television is a method of presenting a work to an audience, 
and a television right is a right to present a work by that method. The work itself 
may, but need not, be re-written. Even if it were a play, it could be read by a single 
announcer; or the printed page might itself be photographed and telecast, to be 
read by the viewer. What is significant to the author, the proprietor, the licensor, 
and all others interested is that a new source of revenue has been tapped by the in- 


vention of television. 

Before entering into a discussion of the decisions involving disputed rights, it is 
well to consider the general nature of the documents most commonly in use for 
the transfer of rights and licensing of uses. Disputes arise from specific writings, 
and proffered solutions cannot ignore the record of the transaction. This writer 


maintains that the paper and its ink do not always make the just solution manifest; 
and that rules of construction often create presumptions merely, which are primarily 
devices for expediency and are not necessarily reliable guides to justice. Neverthe- 
less, the decisions demonstrate that the character of the instrument is one of the 
factors in the disputes which have arisen. For example, the implied negative cove- 
nant doctrine (which is discussed later) has been applied only in cases involving 
exclusive licenses of specific uses, and has never been held applicable in other 
forms. 

One common form is the “assignment of all rights.” By this instrument the 
author, or proprietor, conveys to another the work, the copyright, and every right 
for use which may in any way be derived from the work. The author parts with 
everything, reserves nothing. Barring unusual or doubtful language, such a convey- 
ance is held to transfer all rights to the assignee or grantee, without regard to eco- 
nomic effect of new uses or new methods of exploitation beyond the contemplation 
of the original parties. 

It is in those instances in which the instrument conveys less than the whole of 
the rights that disputes have most often arisen. In strict contemplation of law, such 
an instrument purporting to convey less than the whole, actually conveys nothing, 
that is, no interest in the work itself.*| The avowed reason is that the copyright is 
indivisible and may not be split or conveyed in parts, and these reasons are often 
said to be based on the fact that the copyright statutes do not recognize partial 
assignments.” However, it has also been said that common law copyright is in- 
divisible,° and the same was said of copyright under the English law’ prior to the 
statute of 1g11.® 


*Grant v. Kellogg, 154 F. 2d 59 (2d Cir. 1946); Dam v. Kirk La Shelle, 175 Fed. 902 (2d Cir. 
1910); American Law Book Co. v. Chamberlayn, 165 Fed. 312 (2d Cir. 1908); and see Granz v. Harris, 
98 F. Supp. 906 (S. D. N. Y. 1951); Vargas v. Esquire, 164 F. 2d 522 (7th Cir. 1947). 

“Empire City Amusement Co. v. Wilton, 134 Fed. 132 (C. C. D. Mass. 1903); M. Witmark & Sons 
v. Pastime Amusement Co., 298 Fed. 470 (E. D. S. Car. 1924). 

® See sections 28, 30, 32, 61 Star. 652 (1947), 17 U. S. C. §§28, 30, 32 (Supp. 1952). 

*Keene v. Wheatley, 14 Fed. Cas. 180, No. 7,644 (C. C, E. D. Pa. 1861); Palmer v. De Witt, 
47 N. Y. 532, 541 (1872). 

7 Power v. Walker, 3 M. & S. 7, 105 Eng. Rep. 514 (K. B. 1814); Lucas v. Cooke, 13 Ch. D. 872 
(1880); Shepherd v. Conquest, 17 C. B. 427, 139 Eng. Rep. 1140 (C. P. 1856); Copyright Act, 1911, 
1 & 2 Geo. 5, c. 46, §5(a). 

“There are statements to the contrary. Eaton S. Drone, A TREATISE ON THE LAw OF PROPERTY IN 
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The distinction between assignments of the whole and partial assignments, if it 
exists at all, is becoming largely a verbal one;* partial assignments or licenses may 
themselves be made assignable,’ and the licensee may now bring suit in his own 
name by meeting procedural requirements." 

Pertinent to the question under discussion is the principle, often applied in in- 
struments which grant less than the whole: enumeration prevents implication, that 
is, if the instrument particularizes the rights granted, no others will pass.’* Such 
a rule does not dispose of the argument that an expressed right may include another, 
as, for example, that “dramatic rights” include “motion picture rights”; nor does it 
help the search for fair play when new uses or new methods of presentation have 
appeared since the instruments were written. 

One other category of instruments deserves mention. It is the assignment of copy- 
right (or of the right to copyright) with reservation of specified rights to the 
assignor.'* In such an instrument the reserved rights, rather than those granted, 
would be enumerated, and presumably subject to the effect of the expressio unius 
rule. 

It is, of course, impossible to predict all of the literary property questions which 
will be raised by the advent of television. Even those that have already become 
the subject of concern in the entertainment industry are too many and too complex 
to be considered in a single article, particularly in the absence of definitive judicial 
decision. A few are, however, worth noting, if only for consideration by others at 
a later time. Apart from express language, may the holder of motion picture rights 
exhibit the film on television? Does the practice of television stations of making 


a kinescope or a T.V.R. of a “live” rendition of a literary work violate the exclusivity 
of a prior motion picture license of the same work? While the present article will 
refer to the few decisions touching on the use of motion picture films on television, 
it is primarily concerned with the interpretation of title and use documents affecting 
rights in literary works. However, it is believed that the discussion of old instru- 





INTELLECTUAL PRopucTIONS IN GREAT BRITAIN AND THE UNITED Srares 334 (1879); Black v. Allen, 
42 Fed. 618, 621 (C. C. S. D. N. Y. 1890); Roberts v. Meyers, 20 Fed. Cas. 898, No. 11,906 (C, C. D. 
Mass. 1860); Werkmeister v. Springer Lithographing Co., 63 Fed. 808 (C. C. S. D. N. Y. 1894). 

® Current terminology reflects the change. Licenses are commonly, even by lawyers, called grants 
and conveyances, licensors are called grantors. This paper uses the terms interchangeably, except where 
a distinction is required. 

2°Tf the license involves “personal trust and confidence,” it is not assignable; otherwise it may be. 
In re D. H. McBride & Co., 132 Fed. 285, 288 (S. D. N. Y. 1904); and cf. In re Hawley-Dresser Co., 
132 Fed. 1102 (S. D. N. Y. 1904). 

11 Photo Drama Motion Picture Co. v. Social Uplift Film Corp., 213 Fed. 374 (S. D. N. Y. 1914); 
Buck v. Elm Lodge, 83 F. 2d 201 (2d Cir. 1936); Stephens v. Howells Sales Co., 16 F. 2d 805 
(S. D. N. Y. 1926); Machaty v. Astra Pictures, 197 F. 2d 138 (2d Cir. 1952); Widenski v. Shapiro- 
Bernstein Co., 147 F. 2d gog (1st Cir. 1945). 

12-T, B. Harms and Francis, Day & Hunter v. Stern, 229 Fed. 42 (2d Cir. 1915); Klein v. Beach, 
232 Fed. 240 (S. D. N. Y. 1916); Harper Bros. v. Klaw, 232 Fed. 609 (S. D. N. Y. 1916); Manners 
v.Morosco, 258 Fed. 557 (2d Cir. 1919), rev'd, 252 U. S. 317 (1920). 

*® Ford v. Charles E. Blaney Amusement Co., 148 Fed. 642 (C. C. S. D. N. Y. 1906); Fitch v. 
Young, 230 Fed. 743 (S. D. N. Y. 1916); Brady v. Reliance Motion Picture Corp., 229 Fed. 137 (2d 
Cir. 1916). 
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ments as affected by new uses may be pertinent to the conflicting interests of motion 
picture rights and television use. 

Prior to 1912 the copyright statutes made no reference to motion pictures, 
although the art had been known in a primitive form for over three decades.’° There 
was, of course, considerable traffic in dramatic rights and some stirrings in the pro- 
duction of film. The status of motion pictures was still so uncertain that it required 

_the decision of the Supreme Court in Kalem Co. v. Harper Bros.,® to establish 
that an unauthorized motion picture based on a novel was an infringement of the 
copyright of that novel. The Supreme Court held that the motion picture, depicting 
brief scenes from the novel, held together by narrative, constituted a dramatization 
of the novel, a privilege granted exclusively to the copyright holder;*? consequently 
the motion picture was an infringement. 

If a motion picture is a dramatization,’® it seemed to many that the holder of 
exclusive “dramatic rights” automatically had the exclusive right to produce a mo- 
tion picture. Judge Learned Hand assumed, without deciding, in one case that an 
assignment of dramatic rights carried with it motion picture rights, though he held 
that a notice of assignment of dramatic rights did not constitute notice of assign- 
ment of motion picture rights.’® In so construing the notice, he relied expressly 
on the 1912 amendment to the Copyright Act which, he said, separated the motion 
picture rights from the dramatic rights.” 

Other decisions said or held that a grant of stage rights or of dramatic rights 
carried the motion picture rights, even though in some cases the conveyances were 


written before motion pictures were known.” However, it was not long before 
a contrary view appeared. The courts said that motion picture rights were not 
necessarily, or were not at all, embraced in dramatic rights. In some cases the 
reason given was the 1912 amendment to the Copyright Act, and in some cases it 
was said that because motion pictures had become better known it could be assumed 


** The Act, however, provided for registration of photographs; and some of the earlier motion pictures 
had been held subject to copyright as photographs, Harper Bros. v. Kalem Co., 169 Fed. 61 (2d Cir. 
1909), aff'd on other grounds, 222 U. S. 55 (1911). See Edison v. Lubin, 122 Fed. 240 (3d Cir. 
1903), concerning a 300 foot motion picture of the launching of Kaiser Wilhelm’s yacht which was 
copyrighted as a photograph. See also American Mutoscope and Biograph Co. v. Edison Mfg. Co., 137 
Fed. 262 (C. C. D. N. J. 1905). 

** The kinetoscope was invented in 1889. Note, Motion Picture Copyright, 25 Wasu. U. L. Q. 554 
(1940). 

*° 202 U. S. 55 (1912). 

*7 Sec. 1(b), 61 Srar. 652 (1947), 17 U. S. C. §1(b) (Supp. 1952). 

*®8 4 motion picture photoplay has since been held to be a “dramatic work” under the terms of Sec. 
1(d) of the Copyright Act. Universal Pictures v. Harold Lloyd Corporation, 162 F. 2d 359 (9th Cir. 
1947); Vitaphone Corporation v. Hutchinson Amusement Co., 19 F. Supp. 359 (D. Mass. 1937), 28 
F, Supp. 526 (D. Mass. 1939). 

*® Photo Drama Motion Picture Co. y. Social Uplift Film Corp., 213 Fed. 374 (S. D. N. Y. 1914). 

°° The amendment of Aug. 24, 1912 (37 Strat. 488) added classifications “I” and “m” to Sec. 5 of 
the Act. Those classifications are: “I,” “motion picture photoplays”; and ‘‘m,” “motion pictures other 
than photoplays.” 17 U. S. C. §5(1) and (m). 

*) Hart v. Fox, 166 N. Y. Supp. 793 (Sup. Ct. 1917); Frohman v. Fitch, 164 App. Div. 231, 149 
N. Y. Supp. 633 (1st Dep’t 1914); Lipzin v. Gordon, 166 N. Y. Supp. 792 (Sup. Ct. 1915); cf. Gillette 
v. Stoll Film Co., 120 Misc. 850, 200 N. Y. Supp. 787 (Sup. Ct. 1922). English decisions also so 
held: British Actors Film Co. v. Glover, [1918] 1 K. B. 299. 
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that the parties would have used direct language in granting motion picture rights 
if they had intended to grant them.”* 

A majority of the Supreme Court, in Manners v. Morosco,* reversed the two 
courts below in an opinion by Holmes, saying: 


The thing granted was “the sole and exclusive license and liberty to produce, perform, 
and represent” the play within the territorial limits stated, subject to the other terms of 
the contract. It may be assumed that those words might carry the right to represent 
the play in moving pictures if the other terms pointed that way, but to our mind they 
are inconsistent with any such intent. 


Before attempting any generalizations from those decisions, it is well to examine 
the conduct of the courts in the analogous controversies which arose when sound 
and dialogue were added to motion pictures. The question usually arose in de- 
termining whether a license to produce motion pictures authorized the licensee to 
produce a “talkie,” a motion picture with dialogue.** 

One of the first decisions seems to have been influenced by the early motion 
picture determinations, holding “motion picture rights” embraced within “dramatic 
rights.” 

In 1933 a licensee of dramatic and motion picture rights got an injunction to 
prevent the production of a “talkie,” the court holding that the plaintiff owned 
the talking picture rights by reason of his ownership of the dramatic and motion 
picture rights.*> “Where the same person holds both the silent picture rights and 
the dramatic rights he owns everything necessary to the making of a talking 
motion picture... .”°* The court’s reasoning seems to be an additive process: dialogue 
rights (from dramatic rights) plus film rights (from motion picture rights) equal 
talking film rights.27 The fact that a new use was at stake, with large economic 
consequences to author and licensee, was apparently disregarded. 

A few years later the leading case on the subject followed a similar course. The 
Second Circuit Court of Appeals had before it®® a grant of motion picture rights 
executed in 1923 when, as the court declared, “talkies” were in the experimental 
stage and were not known commercially; the court also had before it an express 
grant of talking picture rights executed in 1935. It was held that the earlier grant 

22 Klein v. Beach, 232 Fed. 240 (S. D. N. Y. 1916), aff'd, 239 Fed. 108 (2d Cir. 1917); Harper 
Bros. v. Klaw, 232 Fed. 609 (S. D. N. Y. 1916); Manners v. Morosco, 252 U. S. 317 (1920); Macloon 
v. Vitagraph, 30 F. 2d 634 (2d Cir. 1929). 

93 552 U. S. 317, at 325-326 (1920). 

Tt is worth noting that in Underhill v. Schenck, 114 Misc. 520, 187 N. Y. Supp. 589 (Sup. Ct. 
1921), the “Passion Flower’’ case, in dealing with the question whether the right to perform a play in 
English carried motion picture rights, it was said (p. 591): “. . . a motion picture play is not a per- 
formance in the English or in any other language.” 

*5 Cinema Corporation of America v. De Mille, 149 Misc. 358, 267 N. Y. Supp. 327 (Sup. Ct. 1933). 

2° Id. at 328. 

*7In Rosenberg v. Lesser, 20 CopyriGHtT BULLETIN 599 (1934), the Superior Court for Los Angeles 
County reached a similar conclusion from an assignment of “motion picture rights, dramatic rights, 


and spoken stage rights.” 
**In L. C. Page & Co. v. Fox Film Corporation, 83 F. 2d 196 (2d Cir. 1936). 





190 Law anv CoNTEMPORARY PROBLEMS 


had conveyed the “talkie” rights." The magic attributable to words as independ- 
ently dynamic instruments is exemplified by the following statement of opinion :*® 


The mere fact that the species “talkies” may have been unknown and not within the 
contemplation of the parties in their description of the generic “moving pictures” does 
not prevent the latter from comprehending the former. (Italics supplied.) 


The decisions involving television rights are too few and too scattered to war- 
rant conclusions. They do, however, deserve examination as indicating the nature 
of the problems to be presented, the source of disputes, and possibly judicial bent. 

In Wexley v. KTTV, Inc.) the author had assigned the “complete, entire 

. . motion picture rights” in the play, The Last Mile, including the right to lease, 
exhibit, exploit, transmit, and deal in motion picture versions, in any manner and 
method now or hereafter known. By the instrument the author had reserved the 
stage rights and “television rights unaccompanied by a visual representation of the 
play,”** as well as the right after fifteen years to televise live performances of the 
play. The question presented was whether the assignment authorized the assignee 
to telecast the film. Judge Byrne construed the peculiar language of the instrument 
to mean that it did.** Wexley urged that the reservation quoted retained for him 
the right to exhibit motion pictures on television, because a motion picture is not a 
visual representation of the play. Judge Byrne said, however (p. 559), “That a 
motion picture of a play exhibited on television is a visual representation of the 
play cannot be open to question. Every picture, whether motion or otherwise, is a 
visual representation of the thing it depicts.” In view of the apparently meaningless 
phrase, “television rights unaccompanied by visual representation,” it would appear 
that a solution of the verbal factors in the controversy would be of little assistance. 
Apparently recognizing this, Judge Byrne went on to say (p. 559), “Just what uses 
of television were foreseeable in 1931 is open to conjecture, but conceivably the 
parties could have contemplated recitals of the play without the picture. That would 
be an audible representation unaccompanied by a visual representation of the play.” 

In 1949 the Superior Court of Los Angeles County** held that a performer, hav- 
ing failed to reserve television rights in his performance, had granted them to his 
employer by virtue of his status as an employee. One wonders whether that status 
alone would have permitted the employer to film and exhibit a motion picture or 


° Accord: Murphy v. Warner Bros. Pictures, 112 F. 2d 746 (gth Cir. 1940); G. Ricordi & Co. v. 
Paramount Pictures, 92 F. Supp. 537 (S. D. N. Y. 1950); Kirk La Shelle Co. v. Paul Armstrong Co., 
263 N. Y. 79, 188 N. E. 163 (1933), sometimes cited as contra, did not in fact decide that motion 
picture rights exclude talkie rights, but turned on an implied negative covenant, and is discussed later. 

®°L. C. Page & Co. v. Fox Film Corp., 83 F. 2d 196, at 199. 

* 108 F. Supp. 558 (S. D. Calif. 1952). 

*2 Sic. Id. at 558-559. 

** An appeal is now pending and undecided before the Ninth Circuit Court of Appeals. 

** Peterson v. KMTR Radio Corporation, Superior Court Case No. 453,224, reported in 18 U. S, L. 
Week 2044 (U. S. July 26, 1949). This case dealt with performer’s rights. It is pertinent only by 
analogy. On this general subject, see Silverberg, Televising Old Films—Some New Legal Questions 
about Performers’ and Proprietors’ Rights, 38 Va. L. Rev. 615 (1952). 
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to make a phonograph recording in the absence of an express reservation of such 
picture rights by the employee.*” 

Autry v. Republic Productions,;*® and Rogers v. Republic Productions; 
cided by different judges of the same court within a few months of each other, on 
substantially similar facts. The decisions are in conflict. Both decisions illustrate 
the manner in which the economic influences being brought to bear in television have 
brought about disputes in the interpretation of literary property documents; and 
the conflicting conclusions demonstrate the lack of convincing guideposts in this 
field.38 

Autry, as an employee of Republic, had performed in numerous films produced 
by his employer. He urged, however, that Republic did not have the right to license 
the films for commercially sponsored television broadcasts on the ground that such 
broadcasts constituted a use of the film for advertising purposes. Judge Harrison 
gave judgment for the defendant, holding that Republic’s right to use the film had 
not been restricted by its contract with the plaintiff. 

It should be noted that Autry did not claim any ownership of the film, and did 
not contest Republic’s right to use the films on television generally; he argued that 
Republic had no right to use the films on sponsored television, on the ground that 
such use constituted commercial advertising. “Plaintiff in effect tells defendants they 
may televise the photoplays involved provided their exhibition is without sponsor- 
ship. This graciousness on behalf of the plaintiff can be readily evaluated when 
one realizes, as a practical matter this would preclude Republic’s use or sale of 
photoplays in which plaintiff appeared.”*® Commenting on the argument that on 
television the film is continually “punctuated with advertisements,” Judge Harrison 
said, “The evidence discloses that ‘spot advertising’ is common practice in most 
conventional motion picture theatres. Television is also punctuated with advertise- 
ments. In principle there is no practical difference... . The clos: proximity of 
said advertisements to the photoplay is something beyond the control of the plaintiff. 
It is a matter of common knowledge that pictures intermingled with advertise- 
ments flow constantly over the television screen. It is difficult to segregate one 
sponsor from the other, except where the advertisement is interwoven into and made 
a part of a television picture.”*° Without professing to question the decision, it is 
easily conceivable that breaking the continuity of a film, and thus of the perform- 
ance, for advertising inserts could make a substantial difference; to say that this is 
beyond the control of an artist begs the question, for licenses can by appropriate 
language restrict the manner of exhibition. 

The findings and conclusions of law in the Rogers case have been published, and 
disclose the holding of the court: notwithstanding that Republic was given the 


37 were de- 


55 The decision is discussed at length and criticized in Henry S. WarNER, RADIO AND TELEVISION 
Ricuts §216 (1953). 

*® 104 F. Supp. 918 (S. D. Calif. 1952). 87 104 F. Supp. 328 (S. D. Calif. 1952). 

°° These decision deal with the rights of performers, but it it believed they merit careful consideration 
as pertinent by analogy. 

°° 104 F. Supp. 918, at 922. “Td. at 924. 
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right by contract to televise the motion pictures in which Rogers appeared, this 
right was, by other language in the contract, restricted so as to forbid the use of 
the films for commercial advertising. Perhaps most significant is the determination 
that the use of films on television (and presumably anything else, whether an actor, 
music, or literary work) is a use for advertising purposes. The judgment perma- 
nently enjoined the exhibition of the films on sponsored or sustained television be- 
cause in either such case exhibition was for the purpose of commercial advertising. 

The Rogers and Autry decisions turned on the construction of the respective 
contracts, and they may not control the solution of other controversies.** Their im- 
portance lies in the recognition of the economic realities of television exhibition— 
that entertainment over television is, under present conditions, inseparably wedded 
to advertising. Thus it appears that a branch of the law of literary property, which 
will grow in importance as television grows, reaches over into the fresh and luxuri- 
ating tangle of the law of commercial exploitation. An author, who in the past 
justifiably expected that the motion picture produced from his novel or play would 
be exhibited as a whole, may be required to view segments of it interspersed with 
the art of car salesmen and hairdressers. 

Whether use of the film on television constitutes use for advertising purposes 
may be put at rest by the Ninth Circuit Court of Appeals when the Rogers and 
Autry appeals are decided. The question is important for television use. The 
Fifth Circuit** has held that the publication of a still photograph on a calendar ad- 
vertising beer could not reasonably be construed to represent that the subject of the 
photograph endorsed or recommended the product. 

Under the New York privacy statutes** it has been held that an unauthorized 
telecast of a public performance is not a use “for advertising purposes” within the 
meaning of those statutes.*° The court said:*® 


The unique economic necessities of radio and television, however, require that, in large 
part, programs appear under the sponsorship of commercial advertisers. To hold that 
the mere fact of sponsorship makes the unauthorized use of an individual’s name or pic- 
ture on radio or television a use “for advertising purposes” would materially weaken 
the informative and educational potentials of these still developing media. We hold, 
therefore, that in the absence of exploitation of a name or picture in the commercial 
announcement or in direct connection with the product itself, there is no use “for ad- 
vertising purposes.” 

*? 104 F. Supp. 328, at 336. 

“? Literary property licenses often contain restrictions on use of the work for advertising purposes; 
how such a restriction might affect the right to use the work for television purposes raises interesting, but 
as yet undetermined, questions. 

“O'Brien v. Pabst Sales Co., 124 F. 2d 167 (5th Cir. 1941). 

“*N. Y. Civit Ricuts Law §§50-52 (1948). 

“° Gautier v. Pro-Football, 278 App. Div. 431, 106 N. Y. S. 2d 553 (1st Dep’t 1951), aff'd, 304 N, Y. 
354, 107 N. E. 2d 485 (1952). 

*° Td. at 557. It should be borne in mind that the privacy statutes have long been construed to 
mean that the business or trade for profit in newspapers, newsreels, and other informative vehicles, does 
not bring such media within the privacy statutes. Humiston v. Universal Film Mfg. Co., 189 App. Div. 
467, 178 N. Y. Supp. 752 (1st Dep’t 1919). The holding under those statutes is, therefore, not neces- 
sarily applicable to the construction of literary property documents. 
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Pennsylvania has held, in construing a police statute, that the phrase “motion 
pictures” includes television,*” even though television was unknown when the statute 
was passed. And an opinion of the Attorney General of Florida requires candidates 
to report television expenses under a statute which refers only to “radio” expense.** 
These interpretations properly ignore differences in the media which are not germane 
to the purposes of the respective statutes. They have, however, been cited in 
construing inter-party literary property transactions. 

An examination of the principal factors in the foregoing literary property con- 
troversies discloses the following: a transfer of some rights, less than the whole, 
in literary property; and the subsequent development of a new use. The licensee 
may claim that the new use was included in the early assignment; or he may claim 
that the exercise by another of the new use would diminish the benefits intended 
to be assigned. The courts most often have examined the words of the assignment 
and have decided the litigation upon determining whether or not the new use had 
been licensed. Often, however, when the instruments have been construed to mean 
that the right to the new use had not been conferred, the courts have found that 
such a solution did not meet the argument that the exercise of the new use by the 
owner or by a subsequent licensee would in some measure defeat the earlier license. 
For example, if it were found that a license of motion picture rights did not include 
television use, it could be argued that a live telecast of the same story would deprive 
the holder of the motion picture rights of the full benefit of the license. 

The courts have occasionally recognized the validity of this argument and have 
found that although the right to the new use had not been conferred, and thus had 
been retained by the owner, justice required forbidding the exercise of the new 
use without the consent of the licensee. The law would imply a covenant on the 
part of the owner not to impair his grant. This paper refers to that rule in its 
various forms as the “implied negative covenant” doctrine. It has already been 
referred to in some of the television decisions, and no doubt will influence literary 
property law in the future. 

Very early after motion picture rights came to be valuable, a lower New York 
court recognized the economic consequences of motion pictures on prior grants of 
production rights.°° The court had before it a contract written in 1900 which 
granted the exclusive right to produce a play in theatres of specified classes. Heirs 
of the author later granted motion picture rights to another. In the litigation, the 
heirs argued that since the author and licensee could not in 1900 have known about 
motion picture rights, those rights were not then licensed and must have been 
retained by the author. The court rejected the argument and gave judgment against 
the heirs. “That by the aid of science it has, since the contract was executed, been 


“7 Philadelphia Retail Dealers Ass’n v. Pennsylvania Liquor Control Board, 360 Pa. 269, 62 A. 2d 53 


(1948). 
“* Feb. 15, 1952, No. 052-40, cited in 12 Fep. Com. B. J. 296 (Autumn 1952). 
“° Cf. Wexley v. KTTV, 108 F. Supp. 558 (S. D. Calif. 1952). 
°° Frohman v. Fitch, 164 App. Div. 231, 149 N. Y. Supp. 633 (1st Dep’t 1914). 
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made possible to produce the play in some manner not then contemplated, does not 
give William G. Fitch nor the American Play Company the right to destroy plaintiff's 
property or diminish the value of what he purchased.”** It should be observed 
that the court had resolved the question of construction against the author’s heirs, 
and it was not necessary to find a negative covenant in order to protect the holder 


of the dramatic rights. 

The doctrine came more clearly into the literary property cases in Harper Bros. 
v. Klaw.** That decision again arose from a dispute as to whether the right to 
dramatize included the right to make a motion picture; the work involved was 
the novel Ben Hur; the contract had been executed in 1899. Judge Hough found 
that the instrument had not conferred upon the licensee the right to make motion 
pictures, and he enjoined the defendant. But he did not stop there; he granted a 
“double injunction,” forbidding both the plaintiff and the defendant to make any 
motion pictures without the consent of the other. While holding that plaintiff had 
retained the motion picture rights, he went on to say (p. 613): 


. it does not always follow that, because one owns a certain thing, he may use it to 
the detriment of another, especially if the owner is under contractual obligations to such 
other. ... In my opinion there is implied a negative covenant on the part of the plain- 
tiffs (the grantors of defendants’ restricted license) not to use the ungranted portion of 
the copyright estate to the detriment, if not destruction, of the licensees’ estate. Ad- 
mittedly, if Harper Bros. . . . permitted photoplays of Ben Hur to infest the country, 
the market for the spoken play would be greatly impaired, if not destroyed. (Emphasis 
supplied.) 


It is not clear whether the “contractual obligations” referred to were merely the 
privity of contract, or the implied negative covenant, or whether the covenant arose 
from some other, but undisclosed, contractual obligations.™* 

A few weeks after the decision in Harper Bros. v. Klaw, another judge of the 
same court distinguished the case before him®* on the ground that the contract in- 
volved had been executed in 1911; and he implied that since the grantee must have 
known of the existence of motion picture rights, the latter consented to taking the 
dramatic rights subject to the grantor’s unexpressed reservation of motion picture 
rights. In discussing the possible impairment of the dramatic right, he said (p. 246): 
“I am far from satisfied that every motion picture interferes with the box office re- 
ceipts from the same play on the dramatic or operatic stage. I imagine that the 
motion picture ‘Carmen’ will not outlast the living opera.” Thus, the critical 
question of fact, which lies at the root of the doctrine of implied negative covenant, 
was pointed out; but it does not appear either in that case or in any other that 
evidence was received on the question. 


51 Id. at 634. 52 432 Fed. 609 (S. D. N. Y. 1916). 

** The only precedent cited is 2 James L. Hicu, A TREATISE ON THE Law oF INjUNCTIONS (§1151(a)) 
1133-1134 (4th ed. 1905), and the principle that ‘‘a covenant to make a certain use of property” implies 
“a covenant negative against doing anything else with it; that is to say, an obligation on the part 
of the licensee to refrain from exercising an unlicensed privilege. 

“Klein v. Beach, 232 Fed. 240 (S. D. N. Y. 1916). 
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The decisions in the Peg O’ My Heart cases offer perhaps the best illustration 
of the uncertainty and travail which finally brought about the sanction of the doc- 
trine by the Supreme Court of the United States.” The playwright J. Hartley Man- 
ners had granted to Morosco the exclusive license to produce and present the play. 
In the litigation, Manners sought to enjoin Morosco from exercising motion picture 
rights. The District Court treated the issue solely as a problem of construction; and 
while it took note of the financial consequences of alternative constructions,” the 
court’s observations were for the purpose of seeking the meaning of the language 
used. It found that the contracts had licensed the production of motion pictures. 
The Court of Appeals affirmed by a divided court. That court, too, regarded the 
issue as one of construction only, and the majority said so.’ Although Judge 
Hough (who had decided Harper Bros. v. Klaw and had given express recognition 
to the implied negative covenant doctrine), participated with the majority in 
Manners v. Morosco in the Circuit Court of Appeals, no mention is made in that 
opinion of the doctrine.°* Perhaps Judge Hough, sitting on the Court of Appeals, 
was not sufficiently confident of the doctrine to bring it before the other Judges of 
that court. 

The Supreme Court, again by a divided court, reversed both the lower courts. 
Holmes said, for the majority, that the motion picture rights had not been licensed 
to Morosco, and thus were retained by Manners; but, after quoting Judge Hough’s 
language in Harper Bros. v. Klaw, Holmes concluded :™ 


The result is that the plaintiff is entitled to an injunction against the representation 
of the play in moving pictures, but upon the terms that the plaintiff also shall abstain 
from presenting or authorizing the presentation of the play in that form... . 


The doctrine of the implied negative covenant has had an uncertain career since 
Manners v. Morosco. An examination of the literary property decisions in which 
the doctrine has been discussed® leads to the inference that the doctrine is not 
always understood to mean the same thing, has not been uniformly applied, has 
been a last resort in difficult cases, and has in some instances been rejected for the 
wrong reasons. For example, in Underhill v. Schenck™ the court, faced with the 
argument that the production of a motion picture would unfairly compete with the 


®5 Manners v. Morosco, 254 Fed. 737 (S. D. N. Y. 1918), 258 Fed. 557 (2d Cir. 1919), 252 U. S. 
317 (1920). 

6 554 Fed. at 742. 

®7 258 Fed. at 559. 

58 This is all the more surprising in view of the fact that when the case reached the Supreme Court 
of the United States the sole decision cited for implied negative covenant was Judge Hough’s decision 
in Harper Bros. v. Klaw. 

=¥'asa U. S;. at 327. 

°° E.g., Gillette v. Stoll Film Co., 120 Misc. 850, 200 N. Y. Supp. 787 (Sup. Ct. 1922); Amusement 
Securities Corporation v. Academy Pictures Distributing Corp., 162 Misc. 608, 294 N. Y. Supp. 279 (Sup. 
Ct. 1936), aff'd, 250 App. Div. 910, 294 N. Y. Supp. 305 (1st Dep’t 1937), modified, 251 App. Div. 
227, 295 N. Y. Supp. 436 (1st Dep’t 1937), and affirmed as modified, 277 N. Y. 557, 13 N. E. 2d 
471 (1938); Kirk La Shelle v. Paul Armstrong Co., 263 N. Y. 79, 188 N. E. 163 (1937); Macloon v. 
Vitagraph, 30 F. 2d 634 (2d Cir. 1929). 

*. 114 Misc. 520, 187 N. Y. Supp. 589 (Sup. Ct. 1021). 
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dramatic rights granted to the plaintiff, distinguished Manners v. Morosco on the 
ground that the latter decision had involved a copyright violation, a distinction not 
logically relevant to the question whether the license contained a negative covenant 
by implication. 

However, it is likely that the doctrine will be revived in television-versus-motion- 
picture-rights disputes and that the courts will be called upon to re-examine it. For 
these reasons it may be useful to examine its origin and rationale more closely. 

It is usually said in the abstract that covenants will not be implied unless indis- 
pensable to effectuate the expressed intention.” In a recent decision in which 
appellant sought to imply a covenant it was said:* 


Nothing may be added by way of implication except that which is necessary to carry out 
the intentions of the parties, as derived from the agreement itself and not merely from 
the circumstances under which it was made. 


Literary property decisions have justified application of the doctrine on the 
maxim that a grantor may not be permitted to derogate from his grant. Two Eng- 
lish decisions™ are often cited as early authority for that principle in its most general 
terms.© Seddon v. Senate held that a sale of the formula for a proprietary medicine 
and of a copyright of a treatise on medicine carried with it, though no such covenant 
was expressed, an implied obligation that the seller would not himself manufacture 
the medicine, and that a breach of that implied obligation could be declared upon 
as a breach of covenant. Because the assignor had parted with the formula, his 
unauthorized manufacture would have constituted an infringement in any event; and 
the opinions of the justices do not clearly distinguish between infringement and 
breach of the implied negative covenant. Gerard v. Lewis, is similar in principle; 
and the text writers state the principle narrowly® in terms forbidding a grantor 
to derogate from his grant. It should be observed, however, that in the literary 
property cases the doctrine has been stretched beyond derogation from the immedi- 
ate scope of the grant; the doctrine has been applied not to implement the grant, as 
in Seddon v. Senate, by an implied covenant, but to prevent exercise of another 
right found by the court to be competitive with the right granted, though outside 
the grant itself. 

A variant is another maxim which is held to give rise to an implied covenant. 


*? Churchward v. The Queen, L. R. 1 Q. B. 173 (1865); Delaware and Hudson Canal Co. v. 
Pennsylvania Coal Co., 8 Wall. 276 (U. S. 1868); Quader-Kino A. G. v. Nebenzal, 35 Cal. 2d 287, 217 
P. 2d 650 (1950). 

** Sharpe v. Arabian American Oil Co., 111 Cal. App. 2d 99, 244 P. 2d 83, 85 (1952); and see 
Macloon v. Vitagraph, 30 F. 2d 634 (2d Cir. 1929). 

°* Seddon v. Senate, 13 East 63, 104 Eng. Rep. 290 (K. B. 1810); and Gerard v. Lewis, L. R. 2 
C. P. 305 (1867). 

®5 HamMILToN, THE Law or CovENANTS 14 (London, 1904); THomas Piatt, A PracticaL TREATISE 
ON THE Law oF CovENANTS 25 (1834). 

°° Defendant, assignor of a chose in action, thwarted his assignees’ efforts to collect from the debtor 
by procuring the debtor’s release from arrest for debt; it was held that the defendant had violated the 
implied covenant. 

°'See W. A. Jotty, Resrricrive Covenants Arrectinc Lanp gt (2d ed., London, 1931). 
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“Where a party stipulates that another shall do a certain thing, he thereby impliedly 
promises that he will himself do nothing which may hinder or obstruct that other 
in doing that thing.”®* This maxim may simply be a different form of the prin- 
ciple against derogation from a grant. From this maxim it has been argued in 
literary property cases that the licensor of certain rights would impair the licensee’s 
use of those rights by a subsequent license of other rights. However, in other 
branches of the law the maxim is not construed thus broadly. For example, a 
landlord, having let a portion of the premises for one use, is under no implied obli- 
gation to refrain from the letting another portion for the same or for a competing 
use,™ or otherwise to restrict the use of other portions of the premises.”® Certainly 
a manufacturer or distributor is under no implied obligation to refrain from making 
his products available to competitors of earlier customers. It is not reasoning but 
circumstance, unexpressed in the literary property decisions, which accounts for the 
different application of this principle to those cases. It is not too much to infer that 
the circumstance is the new use, unforeseen by the parties when the contract was 
made. 

Negative covenants have been implied in some varieties of personal service con- 
tracts where there is an affirmative obligation to render exclusive services.”' It has 
also been held that such covenants will not be implied, and no injunction would 
issue in the absence of express negative covenants, even though the services be 
unique.”” Negative covenants have been implied in cases involving exclusive-service 
employment in the production of literary works,’* because they entitle the employer 
to the whole of the employee’s services. These situations parallel assignments of all 
rights in literary property cases, though for a limited period. However, the decisions 


in personal service contracts are not persuasive as analogies in any event, because 
they have involved direct competition in the very field of work expressly made the 
subject of the prior employment contract. Thus, a singer is enjoined from singing 
for another employer,‘ or a writer is enjoined from writing for another employer.” 
More nearly parallel would be a decision enjoining a performer from appearing on 
a series of television programs because he had previously contracted for exclusive 


°® Gay & Co. v. Blanchard, 32 La. Ann. 497 (1880); Patterson v. Meyerhofer, 204 N. Y. 96, 100, 
97 N. E. 472, 473 (1912), quoting from Gay & Co. v. Blanchard, supra, at 504. 

®° Sherrer v. Sparks, 78 S. W. 2d (Tex. Civ. App.) 1035 (1935). 

7° Hannan v. Harper, 189 Wis. 588, 208 N. W. 255 (1926); Henlun Holding Corp. v. Ess Bros. 
Holding Corp., 228 App. Div. 102, 239 N. Y. Supp. 257 (1st Dep’t 1930). 

71 Louis D. FRoHLICH AND CHARLES ScHWARTz, THE Law oF Motion Pictures, INCLUDING THE LAW 
OF THE THEATRE, TREATING OF THE Various RIGHTS OF THE AUTHOR, ACTOR, PROFESSIONAL SCENARIO 
Writer, Director, Propucer, Distrisutor, EXHIBITOR AND THE PUBLIC, WITH CHAPTERS ON UNFAIR 
CoMPETITION, AND CopyRIGHT PROTECTION IN THE UNITED SrTaTes, GREAT BRITAIN AND Her COoLontrAL 
Possessions 99 ef seq. (1918). 

™® Madison Square Garden Corp. v. Braddock, 90 F. 2d 924 (3d Cir. 1937); Burton v. Marshall, 4 
Gill 487, 45 Am. D. 171 (1846). 

™ Didier v. Macfadden Publications, 80 N. Y. S. 2d 409 (Sup. Ct. 1948); Star Co. v. Press Pub- 
lishing Co., 162 App. Div. 486, 147 N. Y. Supp. 579 (1st Dep't 1914). 

"Lumley v. Gye, 2 E. & B. 216, 118 Eng. Rep. 749 (Q. B. 1853). 

© See note 73, supra. 
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motion picture appearances. But that decision has not yet been rendered, so far as 
known to this writer. 

Patent cases promise closer analogies’® and indeed offer a few which are relevant 
to the question of obligations implied in a licensing agreement. A non-exclusive 
licensee may use competing devices and thus diminish his obligation to pay royal- 
ties,”” but an exclusive licensee who pays for his license by royalties may not do so.”* 
However, it is also held that there is nothing to prevent a licensee from accomplish- 
ing his ends outside the scope of the license, and thus escaping the payment of 
royalties.” The closest analogy would arise in the situation in which a license is 
granted without an express agreement (contrary to uniform practice) affecting the 
licensee’s rights to the use of improvements afterwards invented and patented. If 
the reasoning of the implied negative covenant of the literary property cases was 
applied, the patentee should not be permitted to license his improvement to a third 
person, because such a license would derogate from the prior license under the 
original patent. However, no such doctrine appears in the patent law, and the in- 
ference is to the contrary. There is no implied covenant that the licensee is entitled 
to the use of subsequent improvements.” 

This writer’s opinion of the application of the negative covenant doctrine to lit- 
erary property cases will have become manifest to the reader before he reaches this 
point. Precedent cannot account for its role in literary property cases; analogy does 
not support it. To deprive an author of the right to exploit a work by means of 
one use solely because he has previously licensed the work for another use, rouses 
the “sense of injustice” which Professor Cahn has written about. 

The doctrine appears, as this writer has suggested, to have been the result of 
groping toward justice under difficulties brought about, not by the parties them- 
selves, but by the advance of techniques. To criticize the application of the doctrine 
is not to deny the existence of the difficulties which called it forth. But whatever 
the just solutions may be, and there may be several, the doctrine of the implied 
negative covenant, based solely on the existence of a prior license for the same 
work, is not among them. 

In résumé: the refusal of the courts to permit the development of new uses to 


*° There are important distinctions in principle; a patent confers a true monopoly; a copyright, 
by contrast, does not restrain the exploitation of even an identical work, if produced independently; 
furthermore, the scope of the originality is, in our patent system, defined by the Patent Office, while a 
copyright merely registers a claim. 

"7 American Sealcone Corp. v. Sylvan Seal Milk, 42 F. Supp. 480 (E. D. Pa. 1941); Clancy v. Troy 
Belting and Supply Co., 157 Fed. 554 (2d Cir. 1907). 

*® Mechanical Ice Tray Corp. v. General Motors Corp., 144 F. 2d 720 (2d Cir. 1944), cert. denied, 
324 U. S. 844 (1945). 

7 Lanova Corp. v. Atlas Imperial Diesel Engine Co., 5 Terry (Delaware) 55, 55 A. 2d 272 (1947). 

*° Plastray Corp. v. Cole, 324 Mich. 433, 37 N. W. 2d 162 (1949); De Stubner v. United Carbon, 
67 F. Supp. 884 (S. D. West Va. 1946), aff'd. 163 F. 2d 735 (4th Cir. 1947), cert. denied, 334 U. S. 
829 (1948); May v. Page, 60 N. Y. 628 (1875); and cf. Stokes & Smith Co, v. Transparent-Wrap 
Machine Corp., 156 F. 2d 198 (2d Cir. 1946), reversed, 329 U. S. 637 (1947), on remand, 161 F. 2d 
565 (2d Cir. 1947), discussing legality of an express agreement by a licensee to assign to the patentee any 
improvement patents issued to licensee. 
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disturb the effect of assignments of all rights seems logical and just. In those 
situations the subject of the transfer is the work itself; the discovery of a new and 
valuable use should no more affect the transfer of the work than would a subse- 
quent decree holding the work obscene and unmarketable. The risk follows the 
transfer. 

New uses arising in the cases of licenses have, on the other hand, presented 
the courts with grave difficulties which have not always been happily solved by 
resort to the language of the instruments or by the application of the awkward 
doctrine of implied negative covenant. To illustrate, the injunction in Harper 
Bros. v. Klaw could result in suppression of the motion picture rights during the 
copyright period, because the defendant had the unconditional right to refuse to agree 
to licensing. In Manners v. Morosco, the injunction granted to the plaintiff was 
conditioned on his abstaining from exercising or licensing the motion picture rights; 
if plaintiff violated the condition, defendant could then exercise the motion picture 
rights, presumably without cost. 

New use problems in literary property cases will no doubt be before the courts 
for years, particularly in conflicts between motion picture rights and the newer visual 
remote-audience techniques, of which current television may well be a preliminary 
and rudimentary form. It is worth trying to state some of the lessons learned from 
the earlier decisions. 

The “new use” problem is essentially not one of construction at all, and it should 
be so recognized and dealt with. The problem is created, not by the cupidity or 
contrariness of the parties, nor by the ambiguity of language, but by the advent of an 
unforeseen circumstance freighted with important economic significance. As Judge 
Hough said in Harper Bros. v. Klaw,§' of motion picture rights, then a new use,*” 


. . . they are an accretion or unearned increment conferred of late years upon the copy- 
right owners by the ingenuity of many inventors and mechanicians. 


It is possible that a licensing agreement, though limited as to use, may never- 
theless by its language embrace uses not known to the parties at the time the paper 
is signed. Thus, a license for “all printing and publication rights, whether now 
known or unknown, including methods and forms hereafter conceived,” would leave 
no doubt that the parties intended to embrace methods of printing, book binding, 
and varieties of publications not then known to the parties. However, the terms of 
a licensing agreement cannot often furnish a clue to the solution of the problems 
raised by a new use. By definition the new use was not known when the instru- 
ment was drawn, and unless general terms are employed in the agreement the new 
use cannot have been within the contemplation of the parties. To attribute a mean- 
ing, unknown and unknowable to the parties, to the words they wrote in an agree- 
ment is indeed to revert to animism and to act as though ink and paper could bring 
about results independent of the purpose of the parties. For this reason it should 
be recognized that the problem presented is not whether the new use was or was 


*! 332 Fed. 609 (S. D. N. Y. 1916). 
2 Id. at 613. 
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not caught up in the chance use of language; the problem is not one of con- 
struction at all because (except in those instances in which general language is 
employed to express a different intention) the new use could not have been a subject 
of contract. 

The question for decision then becomes: should the licensor or assignor, having 
issued one license, be free to exercise or license to a third person a new and com- 
peting use. The question is no longer one of express contract. It is a question 
whether a court in the exercise of equitable discretion should exact new obligations 
and impose new duties. 

The use of motion picture film, produced under a motion picture license, for 
television would raise such a question if the license failed, contrary to customary 
practice, to state that the licensee had the unrestricted right to use the film in any 
manner whatever.** While the use of the word television came into literary prop- 
erty documents as early as 1915, it was not in common use until after 1930; and no 
doubt many motion picture licenses were issued without any thought of television 
use. Eliminating those licensing instruments which solve the problem by express 
language, the question raised is whether the holder of motion picture rights in a 
work should be permitted to exhibit the motion picture over television. It might 
suffice to say that because the television use had not been licensed it was re- 
tained. However, the economic consequences of a negative answer would be more 
cogent. The one factor—admittedly a powerful one—which earns for the holder 
of the motion picture rights a position better than that of a stranger is the fact that 
he has produced a motion picture of the work. If the television use is held to have 
been retained by the author, and if a license for telecasting a motion picture of the 
work were cffered generally, then in any competition for such a license the holder 
of the motion picture license and of the photoplay would hold the bargaining posi- 
tion which the quality and success of the previously produced motion picture photo- 
play had earned; if a successful production, the author would prefer that it rather 
than another be exhibited; even if it be a tolerably profitable production, it would 
have the advantage of being completed and presumably would be at least as well 
done as most current television productions. In place of the inflexibility of a legal 
presumption and its limited alternatives of ownership or non-ownership of television 
rights, there would be substituted the economic force of the situation with all of the 
gradations made possible by negotiation. It is no argument that the holder of the 
motion picture license would have to pay additionally for the television use; such 
a use is a source of revenue which is a windfall to both author and licensee, and no 
injustice appears in requiring that it be shared. 

A question arises from the common practice of recording “live” television per- 
formances on film. Would this conflict with an earlier motion picture license of the 
work? This writer would consider the question in terms of its economic conse- 
quences. If the kine or T.V.R. were prepared and used solely for record purposes, 
and not exhibited except as incidental to maintaining a record, the question be- 


** See Iturbi v. ABC-TV, reportcd in Daily Variety, Dec. 3, 1953. 











Oxp Licenses AND New Uses 201 


comes academic, because film in the vault earns nothing and cannot interfere with 
the motion picture license. However, if the film were later telecast, the question 
resolves itself into the one discussed above; whether, in the narrow hypoethetical 
circumstances stated, the earlier motion picture license includes the right to telecast 
the film. 

The foregoing ignores the implied negative covenant argument, but only for 
the purpose of considering that argument more fully. 

The important practical consequence of the implied negative covenant decision 
was to prevent competition from another use of the same work. The holder of 
dramatic rights of a novel was, by the injunction, protected from the competition of 
a subsequent motion picture based on the same novel. 

The instances in which injunction has been granted deserve closer examination. 
The implied negative covenant doctrine has not been applied where there has been 
a transfer of the work or copyright (or an assignment of all rights); the doctrine 
has been applied only in those cases in which an exclusive license for a specified use 
has been issued. This distinction seems important. In the license cases it may be 
inferred that the parties contemplated that other uses, at least to the extent then 
known, would be exercised by the author or by others. Accordingly, it is reasonable 
to conclude that the licensee could not expect that he would exercise his license 
without competition from other uses of the same work, at least to the extent then 
known. And if this is true, the implied negative covenant, as applied, appears un- 
sound because it aims at preventing such competition. To illustrate: if certain stage 
rights in a play were licensed in 1900, it is reasonable to conclude that the licensor 
must have anticipated competition from other stage rights as well as from published 
versions of the work. But the Supreme Court held in Manners v. Morosco that a 
motion picture version of the play could be produced only if the licensee of the 
stage rights were given a license to produce a motion picture. 

If the foregoing is true, there still remains for consideration the question whether 
the “new use” is so close to the use previously licensed as to make it inequitable to 
permit the author to benefit from the new use to the detriment of his licensee. (It 
is worth repeating that at this point in the discussion this writer has eliminated 
from consideration those instances in which the license previously issued can logically 
be held to have embraced the “new use.”) It seems strange doctrine to forbid the 
exercise of a new use solely on the ground that it would compete with an earlier 
license essentially different in nature. Whether a television use of a work is 
essentially different from a photoplay of the work or is so nearly the same as to 
justify an injunction is a question on which reasonable minds deliberating from the 
armchair might differ. It is submitted that comparisons based on technical factors 
would miss the fundamental problem. In the common case the motion picture 
license was issued and received with economic ends in view; and the controversy 
between the licensee of motion picture rights and the subsequent licensee of television 
rights is presumptively an economic one. Traditional principles of equity are prob- 
ably sufficient for a solution of the problem in such a case. The applicant for an in- 
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junction, that is, the holder of the motion picture rights, would be required to show a 
substantial impairment of the benefits reasonably contemplated from the motion 
picture license. This is to say that the reasons heretofore stated by the courts as 
the basis for the implied negative covenant should be dealt with, not as rules of 
law justifying injunction simply by resort to a maxim, but as questions of fact. In 
any case in which a contention is made that the projected television use would undo 
the benefit reasonably expected by the parties when a motion picture license was 
granted, issues should be framed and evidence received to determine whether the 
particular television use would indeed derogate from the author’s license of the 
motion picture use, and thus impair the benefit rightly expected from the motion 
picture license. Such a license previously granted may have exhausted its economic 
life, even though the term of the license had not yet expired. The motion picture 
photoplay previously produced may have become dated and unsalable, and re-issue 
would earn no profit. A new version of the same film, even if permissible under 
the motion picture license, may be too costly and thus unsound, and may not even 
be contemplated. These and countless other factors may well compel the con- 
clusion that, under traditional equitable principles, no injunction should issue; that 
damages may be an adequate remedy; or even that merely nominal damages would 
be justified. 

What has already been said is pertinent equally to the question whether a telecast 
of a live television performance would conflict with a prior motion picture license. 
Arguments based on superficial similarity, that is, that the audience in each case 
views a moving image on a screen, and arguments based on the happy choice of 
phraseology prior to the existence of television, would not solve the problem on a 
basis which is meaningful for the litigants. Without excluding the weight of other 
factors, the question whether a negative covenant ought to be implied should, it is 
submitted, be considered in the light of economic issues framed and evidence re- 
ceived. 

It is a commonplace that television is regarded by many as a threat to some 
aspects at least of the motion picture industry, from production of the film to opera- 
tion of theatres for exhibition. This attitude will surely be felt in the courtroom. 
Just as the advent of motion pictures brought forth the negative covenant doctrine 
for the purpose of helping the living drama to survive, under the influence of such 
an attitude the words in title and use documents will polarize, and it is reasonable 
to expect that meanings will be found which the parties did not put into the docu- 
ments. Furthermore, lawyers and judges will look for principles by which to 
ameliorate the disturbances and losses thought to be caused by the “new use.” 
Nothing in this article should be construed as critical of such efforts. It would be 
unfortunate only if such influences were erroneously rationalized as problems in 
construing old documents, and it would be doubly unfortunate if the genuine eco- 
nomic issues at stake in such litigation were suppressed under misapplied equitable 
principles, instead of being stated openly, examined by the use of evidence, and 
applied or rejected as justice required. 








THE RIGHT OF PUBLICITY 


MELviLLeE B. NimMeEr* 


Louis Brandeis and Samuel Warren in their essay “The Right to Privacy” 


duced what is perhaps the most famous and certainly the most influential law 
review article ever written. In the words of Roscoe Pound, it did “nothing less than 
add a chapter to our law.”? It was primarily due to the persuasiveness of this article 
that first Georgia® and then 14 other states* came to recognize a common law right of 
privacy. Furthermore, when the New York Court of Appeals rejected the Brandeis- 
Warren arguments and refused to recognize a common law right of privacy,° the 
New York Legislature instituted legislation® which in some ways has extended the 
scope of privacy actions even beyond that envisaged by Brandeis and Warren. More- 
over, two states have since adopted privacy statutes substantially similar to the 
New York statute.” 

But although the concept of privacy which Brandeis and Warren evolved fulfilled 
the demands of Beacon Street in 1890, it may seriously be doubted that the applica- 
tion of this concept satisfactorily meets the needs of Broadway and Hollywood in 
1954. Brandeis and Warren were concerned with the preservation of privacy against 
a press “overstepping in every direction the obvious bounds of propriety and of 
decency,” and in which “to satisfy a prurient taste the details of sexual relations are 
spread broadcast in the columns of the daily papers.”* Without in any way implying 
that the right of privacy is less important today than when first suggested by 
Brandeis and Warren, it is suggested that the doctrine, first developed to protect 
the sensibilities of nineteenth century Brahmin Boston, is not adequate to meet the 
demands of the second half of the twentieth century, particularly with respect to the 
advertising, motion picture, television, and radio industries. Well known person- 
alities connected with these industries do not seek the “solitude and privacy”® which 
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Brandeis and Warren sought to protect. Indeed, privacy is the one thing they do 
“not want, or need.”!® Their concern is rather with publicity, which may be re- 
garded as the reverse side of the coin of privacy. However, although the well known 
personality does not wish to hide his light under a bushel of privacy, neither does he 
wish to have his name, photograph, and likeness reproduced and publicized without 
his consent or without remuneration to him. With the tremendous strides in com- 
munications, advertising, and entertainment techniques, the public personality has 
found that the use of his name, photograph, and likeness has taken on a pecuniary 
value undreamed of at the turn of the century. Often, however, this important 
value (which will be referred to in this article as publicity value) cannot be legally 
protected either under a privacy theory or under any other traditional legal theory. 
Recently a few cases have begun to indicate that publicity values are emerging as a 
legally cognizable right protectible without resort to the more traditional legal 
theories. This tendency reached its culmination in Haelan Laboratories, Inc. v. 
Topps Chewing Gum, Inc." where the Court of Appeals for the Second Circuit in 
an opinion written by Judge Jerome Frank expressly recognized a “right of pub- 
licity.” This article will attempt to outline the inadequacy of traditional legal 
theories in protecting publicity values, and will then discuss the probable substance 
of and limitations on the right of publicity, followed by an examination of the extent 
of judicial recognition thus far accorded to this new right. 


INADEQUACY OF PRIVACY 


Those persons and enterprises in the entertainment and allied industries wishing 
to control but not prohibit the use by others of their own or their employees’ names 
and portraits will find, for the reasons indicated below, that the right of privacy is 
generally an unsatisfactory means of assuring such control. 

Waiver by Celebrities. It is generally the person who has achieved the somewhat 
ephemeral status of “celebrity” who must cope with the unauthorized use by others 
of his name and portrait, since the fact of his fame makes such use commercially 
attractive to others. Yet, when such a person seeks to invoke the right of privacy 
to protect himself from such unauthorized use, he finds that by the very fact of his 
being a celebrity “he has dedicated his life to the public and thereby waived his 
right to privacy.”"* Some courts find this waiver to be absolute so that even aspects 
of the celebrity’s private life which he has never made public no longer command 
the protection of the law of privacy.4* Most courts, however, have adopted the 
more limited waiver which Brandeis and Warren suggested when they wrote: “to 


*° Gautier v. Pro-Football, 304 N. Y. 354, 361, 107 N. E. 2d 485, 489 (1952). 

** 202 F. 2d 866 (2d Cir. 1953). 

** Leon R. Yankwich, Chief Judge, United States District Court for the Southern District of California, 
in his article, The Right of Privacy, 27 Norre Dame Law. 499 (1952). 

*® Donahue v. Warner Bros. Pictures, District Court of the Third Judicial District, State of Utah, No. 
87,714 (1952). This case had been transferred from the federal courts after the Court of Appeals for 
the Tenth Circuit, in 194 F. 2d 6 (10th Cir. 1952), reversed the summary judgment entered for the 
defendant, in the federal district court. See Peay v. Curtis Publishing Co., 78 F. Supp. 305 (D. D. C. 
1948); and Reed v. Real Detective Publishing Co., 162 P. 2d 133 (Sup. Ct. Ariz. 1945). 
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whatever degree and in whatever connection a man’s life has ceased to be private 
. . . to that extent the protection is to be withdrawn.”"* Thus the fact that an 
actor has waived his right of privacy with respect to his professional life, does not 
mean that he has no right of privacy in connection with his private life. This 
doctrine permits the celebrity to maintain the privacy of his non-professional life, 
but it does not protect him from the appropriation by others of the valuable use of 
his name and portrait, showing him in the capacity or role which he has made 
famous. Thus it was held in O’Brien v. Pabst Sales Co.’ that the plaintiff could 
not invoke the right of privacy to prevent the defendant from using his photograph 
in football uniform on a calendar because the plaintiff, having been the most pub- 
licized football player of the year 1938-1939, had thereby surrendered his right of 
privacy. Again, in Martin v. F. 1. ¥. Theatre Co.,"® the plaintiff, an actress, brought 
an action for invasion of privacy on the ground that the defendant had without 
plaintiff's permission placed a photograph of her on the front of defendant's burlesque 
theatre, although plaintiff was not appearing in the theatre. The court found for 
defendant on the ground that the plaintiff as an actress had previously surrendered 
her right of privacy.’7 Similarly in Paramount Pictures, Inc. v. Leader Press, Inc2* 
it was held that motion picture stars in the employ of the plaintiff had waived their 
right to privacy so that the defendant could with impunity make and sell posters 
bearing the names and portraits of the Paramount stars. 

Some courts have taken a more limited approach to the doctrine of waiver 
by celebrities. These courts hold that the mere fact that the plaintiff is a celebrity will 
not affect his right of privacy, but that if a person consents to appear or perform be- 
fore a limited audience (e.g., a live audience in the immediate presence of the per- 
former), then such person cannot complain of an invasion of privacy if by means 
of motion pictures, still pictures or live television persons other than the limited 
audience also view the performance or appearance. However, even this limited 
waiver can be highly injurious to a professional performer. Thus, in Gautier v. 
Pro-Football, Inc.® the plaintiff, having consented to perform before an audience 
of thirty-five thousand persons during the half time of a professional football game, 
was held to have waived his privacy with respect to the persons who might view this 
performance by television. Certainly one cannot quarrel with the court’s conclusion 
that plaintiff by performing in the football stadium had consented to the loss of his 
“privacy,” but to conclude that the plaintiff had thereby waived any right to control 
and profit from the reproduction of his image on television seems to be unnecessarily 

** Warren and Brandeis, supra note 8, at 215. 124 F. 2d 167 (5th Cir. 1941). 

*® 10 Ohio Ops. 338 (1938). 

*7 A similar factual situation occurred in Loftus v. Greenwich Lithographing Co., 192 App. Div. 251, 
182 N. Y. S. 428 (ist Dep’t 1920), where plaintiff's right of privacy under the New York statute was 
upheld. The issue of waiver apparently was not raised. Cf. Sinclair v. Postal Telegraph and Cable 
Co., 72 N. Y. S. 2d 841 (1935); Semler v. Ultem Publications, 170 Misc. 551, 9 N. Y. S. 2d 319 
(N. Y. City Ct. 1938); Lane v. F. W. Woolworth Co., 171 Misc. 66, 11 N. Y. S. 2d 199 (Sup. Ct. 


1939); and Young v. Greneker Studios, 175 Misc. 1027, 26 N. Y. S. 2d 357 (Sup. Ct. 1941). 
8 54 F. Supp. 1004 (W. D. Okla. 1938), reversed on other grounds, 106 F. 2d 229 (10th Cir. 1939). 


304 N. Y. 354, 107 N. E. 2d 485 (1952). 
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harsh. Similarly, in Chavez v. Hollywood American Legion Post No. 43,7° a Cali- 
fornia court denied a prize fighter a preliminary injunction to restrain a broadcasting 
station from televising a prize fight in which he was participating. The court in an 
oral opinion stated that a prize fighter who participates in a public boxing match 
waives his right of privacy as to that fight.2* The California Supreme Court in 
Gill v. Hearst Publishing Co." invoked this same doctrine in connection with a 
still photograph made of the plaintiffs in a public market. The court stated that 
“the photograph did not disclose anything which until then had been private, but 
rather only extended knowledge of the particular incident to a somewhat larger 
public than had actually witnessed it at the time of occurrence.”** However, the 
court nevertheless indicated that if plaintiffs could establish that defendant consented 
to a use of the photograph in a manner which would be offensive to persons of 
ordinary sensibilities, then a cause of action for invasion of privacy would be stated.”* 
Thus, apparently in California the fact that plaintiff consents to appear before a 
limited audience does not waive the right of privacy as to a more extensive audience 
where the exhibition is made in an offensive manner.?° 

Although the doctrine of waiver in privacy cases is not always*® nor uniformly?’ 
applied, it nevertheless presents a very real obstacle to the protection by a well known 
personality of the publicity values which often constitute an important part of his 


assets. 
Offensive Use. It is reported that Brandeis and Warren first became interested 


in the problem of privacy and decided to write their article as a direct result of a 
Boston newspaper’s practice of reporting in lurid detail the activities of Samuel 
Warren and his wife.”* Thus, the doctrine of privacy was evolved as a means of 


2°16 U. S. L. Weex 2362 (U. S. Feb. 3, 1948). 

#2 See also Peterson v. KMTR Radio Corp., 18 U. S. L. Week 2044 (U. S. July 26, 1949). It 
should be noted, however, that the Gautier, Chavez, and Peterson cases all involved employment relation- 
ships. It might well be argued that in the absence of an express reservation by the employee, he should 
be deemed to have granted to his employer the right to exhibit the performance for which he is 
employed in any medium which the employer may choose. 

#8 40 Cal. 2d 224, 253 P. 2d 441 (1953). #3 40 Cal. 2d at 230, 253 P. 2d at 445. 

** Accord, Gill v. Curtis Publishing Co., 38 Cal. 2d 273, 239 P. 2d 630 (1952). 

*°It may be argued that the doctrine of waiver in California is introduced merely as a makeweight 
and that if the use of the plaintiff's name or portrait is made in a manner offensive to ordinary sensi- 
bilities a right of privacy action will lie regardless of whether or not the plaintiff is a celebrity or has 
consented to appear before a limited audience. Thus, in Cohen v. Marx, 94 Cal. App. 2d 704, 211 
P. 2d 320 (1949), Groucho Marx on his radio program referred to the plaintiff in what was probably 
a non-offensive manner. The court found for the defendant and invoked the doctrine of waiver, 
stating that “plaintiff, by entering the prize ring, seeking publicity, and becoming widely known as a 
prize fighter under the name of ‘canvasback Cohen,’ waived his right to privacy... .” On the other 
hand, in Kirby v. Hal Roach Studios, 53 Cal. App. 2d 207, 127 P. 2d 577 (1942), defendant used 
plaintiff's name in an offensive manner and although plaintiff was an actress the court expressly held 
that she had not waived her right of privacy so as to permit an invasion of her privacy. 

*° For an example of an almost complete rejection of the waiver theory, see Pavesich v. New England 
Life Ins. Co., 122 Ga. 190, 50 S. E. 68 (1904). 

** Within New York state there would appear to be a lack of consistency in applying the doctrine 
of waiver. Thus, compare Jansen v. Hilo Packing Co., 202 Misc. 900, 118 N. Y. S. 2d 162 (Sup. Ct. 
1952); Oma v. Hillman Periodical Inc., 281 App. Div. 240, 118 N. Y. S. 2d 720 (1st Dep’t 1953); and 
Redmond v. Columbia Pictures Corp., 277 N. Y. 707, 14 N. E. 2d 636 (1938). 

*® Mason, BranveEis, A Free Man’s Lire 70 (1946). 
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preventing offensive (as distinguished from non-offensive) publicity. To this day 
most courts recognize the rule of the Restatement of Torts that in a privacy action 
“liability exists only if the defendant’s conduct was such that he should have realized 
that it would be offensive to persons of ordinary sensibilities. It is only where the 
instrusion has gone beyond the limits of decency that liability accrues.”*® 

In attempting to control and profit from the use of publicity values connected 
with the use of his name, photograph, and likeness, the well known personality will 
usually find it difficult to invoke such protection under the right of privacy for the 
reason that usually such publicity cannot be considered such as “would be offensive 
to persons of ordinary sensibilities” or as an intrusion “beyond the limits of de- 
cency.” Situations may of course occur where exploitation of a plaintiff's publicity 
values will prove humiliating or embarrassing to him,*° but in most situations one 
who has achieved such prominence as to give a publicity value to the use of his 
name, photograph, and likeness cannot honestly claim that he is humiliated or 
offended by their use before the public. The fact that he wishes to be paid for 
such use does not indicate that use without payment is so offensive as to give a 
right of action in privacy. Gill v. Hearst Publishing Co." clearly indicates that 
in California a right of privacy will not lie unless the use of the plaintiff's photo- 
graph was made in a manner which would prove offensive to persons of ordinary 
sensibilities.** Most other jurisdictions will likewise find no right of privacy 
action unless the plaintiff can establish a use offensive to one’s sensibilities** and the 
sensibilities which will be protected are “ordinary sensibilities and not . . . super- 
sensitiveness or agoraphobia.”** 

There are some jurisdictions which do not require that the use of the plaintiff's 
name, photograph or likeness be made in an offensive manner in order to consti- 
tute a cause of action in privacy. Florida is one such jurisdiction,® and the New 
York privacy statute is regarded generally as creating at least a technical cause of 
action despite the fact that the use of the plaintiff's name or portrait is not done 
in an offensive manner.*® Recently, however, the opinion in Gautier v. Pro-Football 
rendered by the Appellate Division of the New York Supreme Court*? indicated that 


2° RESTATEMENT, Torts §867, comment d (1939). See also Yankwich, The Right of Privacy, 27 
Notre DAME Law. 499, 506 (1952). 

°° For example, in Sinclair v. Postal Telegraph and Cable Co., 72 N. Y. S. 2d 841 (1935), the de- 
fendant used a photograph of the plaintiff (an actor) which had been taken in connection with a 
motion picture photoplay in which plaintiff appeared. Defendant's use of the photo made it appear that 
plaintiff was notifying his ‘enthusiastic admirers” by telegraph that he was about to appear in a motion 
picture at a given theatre. Plaintiff brought an action under the New York privacy act arguing that 
defendant's use of his photograph was humiliating to plaintiff in that it put him in an undignified 
light, in the same manner as an attorney would appear if he telegraphed his friends requesting that they 
attend a court room where he was about to participate in a case. Plaintiff recovered. 

8? 40 Cal. 2d 224, 253 P. 2d 441 (1953). 

*2 Accord, Gill v. Curtis Publishing Co., 38 Cal. 2d 273, 239 P. 2d 630 (1952). 

*® See, e.g., Maysville Transit Co. v. Ort, 296 Ky. 524, 177 S. W. 2d 369 (1943); Vassar College v. 
Loose-Wiles Biscuit Co., 197 Fed. 982 (W. D. Mo. 1912). 

** Davis v. General Finance & Thrift Corp., 80 Ga. App. 708, 711, 57 S. E. 2d 225, 227 (1950). 

*° Cason v. Baskin, 155 Fla. 198, 20 So. 2d 243 (1944). 

*° See Miller v. Madison Square Garden, 176 Misc. 714, 28 N. Y. S. 2d 811 (Sup. Ct. 1941). 

*7 278 App. Div. 431, 438, 106 N. Y. S. 2d 553, 560 (1st Dep't 1951), aff'd, 304 N. Y. 354, 107 
N. E.. 2d 485. (1982). 
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even in New York “the recovery is grounded on the mental strain and distress, on 
the humiliation, on the disturbance of the peace of mind suffered by the individual 
affected.” 

Even in those jurisdictions where it is held that a cause of action in privacy is 
stated despite the fact that use of the plaintiff's name, photograph or likeness was 
done in a non-offensive manner, the person wishing to be paid for the publicity 
value of such use will find himself effectively circumvented by the rule of damages.** 
Thus, in Cason v. Baskin,®® the defendant Marjorie Kinnan Rawlings in her book 
Cross Creek depicted the plaintiff, using plaintiff's real first name. The court held 
that plaintiff had stated a cause of action in privacy but because “there was no mental 
anguish—no loss of friends—no loss of respect to the community—no loss of char- 
acter or reputation,” the court refused to award plaintiff any damages. Thus even 
if a plaintiff can establish a cause of action in privacy for non-offensive use of his 
publicity values, he will not succeed in recovering any damages if he cannot show an 
offensive use. Again, in Miller v. Madison Square Garden* plaintiff, a well known 
performer, known as “Bronco Charlie,” brought an action alleging invasion of his 
privacy under the New York statute because of the unauthorized use of his name 
and photograph by defendant on its official program sold to patrons in connection 
with the six day bicycle races. At the trial, plaintiff frankly admitted that the use 
of his name and picture by defendant did not subject him to any ridicule or cause 
him any humiliation whatever. The court held that there was a technical violation 
of the New York privacy statute but since the use of plaintiff's name and picture was 
non-offensive to him, plaintiff received nominal damages in the sum of six cents. 
Plaintiff might well have taken the position that the use of the name and picture of 
a famous performer on defendant’s program was worth a great deal more to de- 
fendant than six cents. In Fisher v. Rosenberg* plaintiff was a professional dancer 
who, while dancing with Irene Castle, had his photograph taken in two dancing 
poses. Defendant used these pictures in newspaper advertisements of defendant's 
shoes. Plaintiff sued under the New York privacy statute and was awarded $300 
damages. However, the court stated: “Plaintiff is entitled to compensatory damages 
only for injured feelings.”** The court concluded that the use of plaintiff's picture 
in connection with the sale of shoes was humiliating to plaintiff, but noted that if 
the publication of the picture had been made “in connection with his profession” 
then the publicity attached to the picture would inure to his benefit and therefore 
plaintiff would not be entitled to any recovery under the privacy statute. Thus here 
again the court indicates a refusal to protect publicity values apart from an offensive 
use thereof. When the express question has arisen as to whether or not there is a 
right in a privacy action to recovery for the defendant's unjust enrichment, the 

** See O'Brien v. Pabst Sales Co., 124 F. 2d 167 (5th Cir. 1941). 

°° 159 Fla. 31, 30 So. 2d 635 (1947). 

“° 176 Misc. 714, 28 N. Y. S. 2d 811 (Sup. Ct. 1941). 


“175 Misc. 370, 23 N. Y. S. 2d 677 (Sup. Ct. 1940). 
“? 175 Misc. at 371, 23 N. Y. S. 2d at 679. 
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courts have usually indicated that no such measure of recovery will be permitted.** 
In New York, however, there is at least one case—Bunnell v. Keystone Varnish Co.** 
—in which it was held that plaintiff may recover for defendant’s unjust enrichment 
under the privacy statute. This decision, however, may be said to be doubtful in 
view of the fact that the court’s only authority for this holding was a case not in 
point.*° Furthermore, Justice Desmond’s concurring opinion in Gautier v. Pro- 
Football Inc.** indicates that the Court of Appeals might not agree with the Bunnell 
holding. Justice Desmond, speaking of the New York privacy statute, stated that 
it was “enacted to fill a gap in existing law” and that it “should not be held to apply 
to a violation of a contract right to be compensated for public or semi-public theatri- 


” 


cal, or similar, exhibitions. .. . 

Therefore since a defendant may well exploit for his own gain the publicity values 
of a plaintiff without presenting such publicity in an offensive manner, it follows 
that in such instances a plaintiff will usually be unable to protect his publicity values 
under a privacy theory. 

Non-assignable. In most jurisdictions it is well established that a right of privacy 
is a personal right rather than a property right** and consequently is not assignable.** 
The publicity value of a prominent person’s name and portrait is greatly restricted 
if this value cannot be assigned to others. Moreover, persons willing to pay for 
such publicity values will usually demand that in return for payment they obtain an 
exclusive right.” Yet since the right of privacy is non-assignable, any agreement 
purporting to grant the right to use the grantor’s name and portrait (as in con- 
nection with a commercial endorsement or tie-up) is construed as constituting merely 
a release as to the purchaser and as not granting the purchaser any right which he 
can enforce as against a third party.°® Thus, if a prominent motion picture actress 
should grant to a bathing suit manufacturer the right to use her name and portrait 
in connection with its product and if subsequently a competitive manufacturer should 
use the same actress’s name and portrait in connection with its product, the first 
manufacturer cannot claim any right of action on a privacy theory against its com- 
petitor since the first manufacturer cannot claim to “own” the actress’s right of 
privacy. Assuming the second manufacturer acted with the consent of the actress, 
it is possible that the first manufacturer would have a cause of action for breach 
of contract against the actress, but this would present a remedy in damages only 
and in some instances even recovery of damages might be doubtful. Therefore, if a 


“8 Cason v. Baskin, 155 Fla. 198, 20 So. 2d 243 (1944). See Peterson v. KMTR Radio Corp., 18 
U. S. L. Week 2044 (U. S. July 26, 1949). 

“* 254 App. Div. 885, 5 N. Y. S. 2d 415 (2d Dep’t 1938). 

“© The case cited was Franklin v. Columbia Pictures Corp., 246 App. Div. 35, 284 N. Y. S. 96 (1st 
Dep't 1935). 

*° 304 N. Y. 354, 361, 107 N. E. 2d 485, 489 (1952). 

“7 Mau v. Rio Grande Oil, 28 F. Supp. 845 (N. D. Calif. 1939); Metter v. Examiner, 35 Cal. App. 
2d 304, 95 P. 2d 491 (1939). 

“® Hanna Manufacturing Co. v. Hillerich & Bradsby, 78 F. 2d 763 (sth Cir. 1935); Note, 45 YALE 
L. J. 520 (1936); see Haelan Laboratories v. Topps Chewing Gum, 202 F. 2d 866 (2d Cir. 1953). 

*° See Rogers v. Republic Productions, 104 F. Supp. 328, 341 (S. D. Calif. 1952). 

°° Cf. Haelan Laboratories v. Topps Chewing Gum, 202 F. 2d 866 (2d Cir. 1953). 
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prominent person is found merely to have a personal right of privacy and not a 
property right of publicity, the important publicity values which he has developed 
are greatly circumscribed and thereby reduced in value. 

Limited to Human Beings. It is common knowledge that animals often develop 
important publicity values. Thus, it is obvious that the use of the name and por- 
trait of the motion picture dog Lassie in connection with dog food would constitute 
a valuable asset. Yet an unauthorized use of this name could not be prevented 
under a right of privacy theory, since it has been expressly held that the right of 
‘privacy “does not cover the case of a dog or a photograph of a dog.”*? Not only 
animals but business enterprises as well are unprotected under the right of privacy,” 
and this applies to both partnerships®* and corporations.** Yet as in the case of 
animals so also with business enterprises, the economic realities are such that the use 
of a business name may have a considerable publicity value. Thus, the name of a 
major motion picture studio (and perhaps a portrait of its physical plant) could 
prove a valuable asset if used in connection with format of a television program 
dealing with Hollywood, or if used in connection with the advertising of a com- 
mercial product. Yet no objection to such use could be made under a privacy theory. 


INADEQUACY OF UNFAIR CoMPETITION 


If the well known personality finds that misappropriation of his publicity values 
cannot be effectively prevented under a privacy theory, he will usually find no greater 
relief under the traditional theory of unfair competition. 

Competition Requirement. The absence of competition between the plaintiff 
and defendant is in a number of jurisdictions an effective defense to an unfair 
competition action.®* In such jurisdictions, it is obvious that publicity values are 
not effectively protected, since a person’s publicity values may be profitably exploited 
in non-competitive fields. Thus, a chewing gum company which includes in its 
packages pictures of prominent baseball players could hardly be characterized as in 
competition with the players. Even with respect to business or other enterprises (as 
distinguished from personalities) which, as has been indicated supra,°® cannot in- 
voke the right of privacy, the defense of no competition will effectively prevent a 
successful unfair competition action for misappropriation of the enterprise’s publicity 
values. Thus, in Vassar College v. Loose-Wiles Biscuit Co,°" the defendant 

** Lawrence v. Yila, 184 Misc. 807, 55 N. Y. S. 2d 343 (Sup. Ct. 1945). 

*? Shubert v. Columbia Pictures Corp., 189 Misc. 734, 72 N. Y. S. 2d 851 (Sup. Ct. 1947); Gautier 
v. Pro-Football, 278 App. Div. 531, 106 N. Y. S. 2d 553 (1st Dep’t 1951), aff'd, 304 N. Y. 354, 107 
N. E. 2d 485 (1952); Maysville Transit Co. v. Ort, 296 Ky. 524, 177 S. W. 2d 364 (1943). 

°° Rosenwasser v. Ogoglia, 172 App. Div. 107, 158 N. Y. S. 56 (2d Dep’t 1916). 

** Vassar College v. Loose-Wiles Biscuit Co., 197 Fed. 982 (W. D. Mo. 1912). See also Jaccard v. 
R. H. Macy & Co., 176 Misc. 88, 26 N. Y. S. 2d 829 (Sup. Ct. 1941), aff'd, 265 App. Div. 15, 37 
N. Y. S. 2d 570 (1st Dep’t 1942). 

°° E.g., Women’s Mutual Benefit Society v. Catholic Society Feminine, 304 Mass. 349, 23 N. E. 2d 
886 (1939); Acme Screen Co. v. Pebbles, 159 Okla. 116, 14 P. 2d 366 (1932); Scutt v. Bassett, 86 Cal. 
App. 2d 373, 194 P. 2d 781 (1948). See Riggs Optical Co. v. Riggs, 132 Neb. 26, 270 N. W. 667 


(1937). 
5° See p. 210. 
*7 197 Fed. 982 (W. D. Mo. 1912). 
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manufactured chocolates which it sold in a package labeled “Vassar Chocolates,” 
and upon which there appeared a seal closely resembling the seal of the plaintiff 
college and a picture of a young lady wearing a mortarboard. The court rendered 
judgment for the defendant, holding that no unfair competition could be established 
since the parties were not in competition. Yet, it can hardly be doubted that the 
defendant was trading on the publicity values established by the plaintiff. A recent 
case, Loeb v. Turner,®® in recognizing the defense of no competition, plainly illus- 
trates the inadequacy of unfair competition in protecting publicity values. In this 
case plaintiff, operator of a radio station in Phoenix, Arizona, had acquired from 
the owner of an auto racetrack, also in Phoenix, the exclusive right to broadcast the 
races. Plaintiff's transmitter covered a radius of forty miles, and within this radius 
defendant stationed an agent who listened to plaintiff's broadcast and thus was 
enabled to phone defendant (who owned a radio station in Dallas, Texas) and to 
relate the course of the race as it occurred. Defendant then “recreated” the race 
several minutes thereafter in a broadcast over his station. The court found for 
the defendant in plaintiff's action for unfair competition, for the reason that the 
parties were not in competition since plaintiff's radio station covered a radius of only 
forty miles and defendant’s station was 1000 miles away. Taken within the narrow 
confines of the traditional view of unfair competition, this case may be said to be 
correct or at least conceptually consistent. It is suggested, however, that were the 
plaintiff regarded as having been granted an exclusive property right in the race- 
track’s radio publicity values, a result more consonant with the economic realities 
and the demands of justice would have been achieved. Under such a view, since 
plaintiff had an exclusive right (as was indicated in his contract), the fact that he 
chose to exercise this right only within a forty mile radius of the track would not 
divest him of the right beyond this radius. 

Smith v. Suratt™ presents another example of the inadequate protection afforded 
publicity values under a theory of unfair competition. In that case plaintiff was 
the director of an expedition which planned to fly over the North Pole. Part of the 
cost of the expedition was to be obtained from the sale of moving pictures of the 
expedition to be photographed by Pathe News Service under an arrangement with 
the expedition. Defendant, a representative of International News Service, planned 
to photograph the expedition without plaintiff's consent and to sell the photographs 
prior to the time Pathe could market its officially approved pictures. Plaintiff sought 
an injunction to prevent defendant from proceeding as above described, to which 
defendant entered a demurrer. The court sustained defendant’s demurrer, finding 
that no cause of action for unfair competition had been stated since the expedition 
was not engaged in a business, but was rather “a heroic adventure.” Here again it 
would seem that a realistic recognition of the very considerable publicity values 
inherent in the expedition should have warranted protection of these values against 

5° 257 S. W. 2d 800 (Tex. Civ. App. 1953). Cf. Twentieth Century Sporting Club v. Transradio 


Press Service, 165 Misc. 71, 300 N. Y. S. 159 (Sup. Ct. 1937). 
°° Alaska Rep. 416 (1926). 
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unauthorized appropriation, regardless of whether or not the appropriators were 
business competitors of those responsible for the publicity values. 

Passing Off Requirement. It is generally recognized that “the essence of unfair 
competition consists in the palming off of the goods or business of one person 
as that of another.”** 

This requirement of passing off (or palming off), which is probably more uni- 
versally recognized than the requirement of competition discussed supra, serves to 
limit further the protection available for publicity values under the theory of unfair 
competition. Publicity values of a person or firm may be profitably appropriated 
and exploited without the necessity of any imputation that such person or firm is 
connected with the exploitation undertaken by the appropriator. That is to say, 
publicity values may be usefully appropriated without the necessity of passing off, 
and therefore without violating the traditional theory of unfair competition. Thus 
in Paramount Pictures, Inc. v. Leader Press®* the defendant manufactured and sold 
to theatre exhibitors advertising accessories (posters, etc.) relating to plaintiff's 
motion pictures; these accessories were valuable and salable by reason of their con- 
taining and exploiting the publicity values inherent in both plaintiff's motion pic- 
tures and in the actors employed by plaintiff. The Court of Appeals for the Tenth 
Circuit found that the above practice did not constitute unfair competition since 
there was no passing off of the advertising accessories of the defendant as those of 
the plaintiff. 

The commercial “tie up,” as distinguished from the commercial endorsement,” 
presents another instance in which publicity values may be appropriated without 
the necessity of passing off. Advertisements, almost regardless of their nature, will 
increase their reader appeal by including the name and portrait of a prominent 
personality or a well known enterprise, although there is no “passing off” that such 
personality or enterprise produces or endorses the product being advertised. 

No Assignment in Gross. The pecuniary worth of publicity values will be 
greatly diminished if not totally destroyed if these values cannot be effectively sold. 
Yet, under the theory of unfair competition, an assignee cannot acquire the right 
to use a name except as an incident to his purchase of the business and good will in 
connection with which the name has been used.®° Therefore, if the potential pur- 
chaser of publicity values must rely upon the law of unfair competition to protect 
his investment, he will be unwilling to purchase publicity values unconnected 
with a business. This in effect means that the sale of publicity values will usually be 


®° Even the right of publicity, however, should be subject to the defense of public interest, and it is 
possible that this defense would have been appropriate in the Suratt case. See page 216, infra. 

** American Broadcasting Co. v. Wahl Co., 36 F. Supp. 167, 168 (S. D. N. Y. 1940). The leading 
case on this point is Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118 (1905). 

** 106 F. 2d 229 (10th Cir. 1939). 

°* However, the court found for the plaintiff on the theories of disparagement and inducing breach 
of a contract. 

“* The commercial “tie-up” presents the name and portrait of an actor or other celebrity within the 
context of an advertisement without necessarily indicating that the actor endorses the product advertised. 

*5 Fisk v. Fisk, 3 F. 2d 7 (8th Cir. 1924). 
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effectively blocked, since the potential seller of publicity values generally has estab- 
lished such value not in connection with his own business but rather through the 
rendering of personal services for another; he will therefore be unable to sell the 
business in connection with which his name has achieved fame. Furthermore, even 
if the potential seller has achieved fame through his own business, if he can only 
sell his publicity values as an incident to the sale of his business, he will ordinarily 
prefer not to enter such a transaction. 

Unfair Competition Extended. \n recent years there has been a marked tendency 
in a number of jurisdictions to take a broader view of the scope of unfair compe- 
tion. Many courts have rejected the defense of lack of competition between the 
parties.°° Some other courts no longer require a showing of passing off in order 
to establish an action in unfair competition.*’ However, even in those jurisdictions 
which have permitted recovery in the absence of either competition or passing off, 
the doctrine would generally not appear to be so far extended as to permit recovery 
where both competition and passing off are absent. Thus, in /nternational News 
Service v. Associated Press,*® a case usually cited by those courts which have ex- 
tended the doctrine of unfair competition, I.N.S. appropriated news gathered by the 
Associated Press, and although there was no pasing off in that I.N.S. did not repre- 
sent the appropriated news as emanating from Associated Press, there was, of course, 
the element of competition between the two major news services."® Other instances 
may be found in which relief was granted under an unfair competition theory upon 
a showing of passing off although the parties were not in competition.”? The 
language contained in Metropolitan Opera Ass'n v. Wagner-Nichols Recorder 
Corp.,"' however, goes so far as to indicate that relief might be granted although 
both competition and passing off were not established. This is dicta, however, since 
the court found as a matter of fact the existence of both competition and passing 
off."* The danger of protecting publicity values on an unfair competition theory 

°° Finchley, Inc. v. Finchly Co., 40 F. 2d 736 (D. Md. 1929); Horlick’s Malted Milk Corp, v. Hor- 
luch’s, Inc., 43 F. 2d 767 (W. D. Wash. 1930); Kotabs, Inc. v. Kotex Co., 50 F. 2d 810 (3d Cir. 1931); 
Standard Oil Co. of New Mexico v. Standard Oil Co. of California, 56 F. 2d 973 (1oth Cir. 1932); 
Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corp., 105 F. 2d 908 (2d Cir. 1939). 

*7 International News Service v. Associated Press, 248 U. S. 215 (1918); Montegut v. Hickson, 178 
App. Div. 94, 164 N. Y. S. 858 (1st Dep’t 1917). See In re Northern Pigment Co., 61 F. 2d 447 
(C.C.P.A. 1934). 

$8 548 U. S. 215 (1918). 

°° Mutual Broadcasting System v. Muzak, 117 Misc. 489, 30 N. Y. S. 2d 419 (Sup. Ct. 1941) pre- 
sented another instance wherein, although passing off could not be established, relief was nevertheless 
granted on the basis of competition between the parties. See Hanna Mfg. Co. v. Hillerich and Bradsby, 
78 F. 2d 763 (5th Cir. 1935). 

7° See Madison Square Garden Corp. v. Universal Pictures Co., 255 App. Div. 459, 7 N. Y. S. 2d 
845 (1st Dep’t 1938). 

™ ror N. Y. S. 2d 483 (Sup. Ct. 1950). 

"8 In this case the defendant recorded radio broadcasts of the Metropolitan Opera and made phono- 
graph records therefrom which it sold to the public. Defendant advertised and sold the records as 
records of broadcast Metropolitan Opera performances. The court found that competition existed due 
to the fact that Columbia Records, Inc. joined the Metropolitan Association as a plaintiff in the case 
(Columbia having contracted for the phonograph rights in the Metropolitan performances), Further- 
more, the court found that the element of passing off existed since an inference could be drawn that 


the activities of the defendant misled the public into believing that the recordings were made with 
the cooperation of the Metropolitan Opera Association. 
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in the absence of both competition and passing off is indicated by further language 
found in the Metropolitan case. The court stated that the law of unfair compe- 
tion rests on the principle that “property rights of commercial value are to be and 
will be protected from any form of unfair invasion or infringement and from any 
form of commercial immorality, and a court of equity will penetrate and restrain 
every guise resorted to by the wrongdoer. The courts have thus recognized that 
in the complex pattern of modern business relationships, persons in theoretically 
non-competitive fields may, by unethical business practices, inflict as severe and 
reprehensible injuries upon others as can direct competitors.”** It will be seen from 
the above passage that under this view (7e., discarding the requirements of com- 
petition and passing off) the scope of unfair competition covers “any form of com- 
mercial immorality,” and “unethical business practices.” If this loose standard were 
in fact applied by the courts, the already uncertain field of unfair competition would 
be reduced to a chaos of complete uncertainty, since what lawyer or business man 
could predict with any degree of certainty where the courts would find that properly 
aggressive business practices leave off and “commercial immorality” and “unethical 
business practices” begin? ‘True, publicity values might be protected under such 
a broad theory, but in doing so the courts would be adopting a standard which by 
its uncertainty could prove highly detrimental to orderly commercial intercourse. 
It is suggested that publicity values can be adequately protected under the right 
of publicity discussed infra, without going to the extremes indicated above. 


INADEQUACY OF OTHER THEORIES 


Publicity values may to a limited extent be protected by contract,’* but such pro- 
tection extends, of course, only to the parties to such contracts. The inadequacy of 
the contract theory in protecting publicity values is illustrated in Corliss v. E. W. 
Walker Co.,” in which plaintiff's deceased husband had his portrait taken by a 
photographer who agreed by contract not to furnish prints of the photograph to 
anyone other than plaintiff and plaintiff's husband. Thereafter the defendant pur- 
chased a print of the photograph from the photographer and inserted it in a 
biographical sketch of the deceased husband. The plaintiff sought to obtain an 
injunction against the use of the photograph, and the court granted the defendant's 
motion to dissolve the injunction on the ground that defendant was not a party to 
the contract between the plaintiff's husband and the photographer, and therefore 
defendant was not bound thereby.”® However, if the plaintiff can establish a con- 
tract restricting use of the publicity values and if defendant although not a party 
to the contract can be shown to have induced breach of the contract, then relief may 
be obtained.” Thus if A purchases the right to use B’s publicity values under a 
contract in which B agrees not to grant the right to use such publicity values to 


™ 101 N. Y. S. 2d 483, 492 (Sup. Ct. 1950). 

™ See Wood v. Lucy, Lady Duff Gordon, 222 N. Y. 88, 118 N. E. 214 (1917). 

™ 64 Fed. 280 (C. C. D. Mass. 1894). 

™ See also Lawrence v. Ylla, 184 Misc. 807, 55 N. Y. S. 2d 343 (Sup. Ct. 1945). 
™ Paramount Pictures v. Leader Press, 106 F. 2d 229 (10th Cir. 1939). 
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anyone else, and if thereafter C induces B to grant to him the same publicity values 
and thereby causes B to breach his contract with A, C will be liable to A for the tort 
of inducing breach of contract. However, if C having thus acquired the publicity 
rights from B in turn assigns these rights to D, D in using such publicity rights 
will not be liable to A for the tort of inducing breach of contract since D merely 
benefited from the breach of the contract but did not induce it,’* and D will not be 
liable for breach of contract since he was not a party to the contract between A and 
B. Thus even in the limited situations where appropriation of publicity values in- 
volves a breach of contract, a person who is not a party to the contract and who has 
not induced its breach may not be prevented from using the publicity values on 
either a contract theory or a theory of inducing breach of contract. 

If the use of the plaintiff's publicity values is made in a manner so as to consti- 
tute defamation, trade libel or disparagement then, of course, liability will ensue. 
Thus, in Paramount Pictures, Inc. v. Leader Press,"® although the court found that 
defendant’s practice of producing advertising accessories embodying the publicity 
value of plaintiff's pictures and stars constituted neither an invasion of privacy nor un- 
fair competition, still relief was granted on the theory of disparagement because of 
the fact that defendant’s advertising accessories depicted plaintiff's stars in an un- 
attractive manner. However, for the reasons discussed in connection with the right 
of privacy, publicity values are not adequately protected if relief can only be granted 
when the use of the values is made in an offensive manner, since generally an 
appropriation of publicity values does not involve a disparagement of the values thus 
appropriated, or of the persons identified with such values.*° 


SUBSTANCE OF AND LIMITATIONS ON THE RIGHT oF PuBLICcITY 


The substance and direction of the right of publicity has to some extent been 
indicated by adjudicated cases which will be discussed later.** Before examining 
the somewhat fragmentary outline embodied in existing case law, it might be well 
first to attempt some perspective as to the fundamental elements necessary to a 
workable and socially useful right of publicity. From such a perspective, the mean- 
ing and continuity of existing case law will be more apparent. 

The substance of the right of publicity must be largely determined by two 
considerations: first, the economic reality of pecuniary values inherent in publicity 
and, second, the inadequacy of traditional legal theories in protecting such publicity 
values. It is an unquestioned fact that the use of a prominent person’s name, photo- 
graph or likeness (1.¢., his publicity values) in advertising a product or in attracting 
an audience is of great pecuniary value. This is attested to by the now pervasive 
trade practice of paying well known personalities considerable sums for the right 


** Haelan Laboratories v Topps Chewing Gum, 202 F. 2d 866 (2d Cir, 1953). 

7° 106 F. 2d 229 (roth Cir. 1939). 

*° This section is not intended to exhaust other possible theories under which publicity values may 
be protected in particular circumstances. For instance, a copyright theory may be invoked if defendant 
uses a photograph in which plaintiff can claim a common law or statutory copyright. 

** See page 218, infra. 
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thus to use such publicity values.** It is also unquestionably true that in most in- 
stances a person achieves publicity values of substantial pecuniary worth only after 
he has expended considerable time, effort, skill, and even money. It would seem to 
be a first principle of Anglo-American jurisprudence, an axiom of the most funda- 
mental nature, that every person is entitled to the fruit of his labors unless there are 
important countervailing public policy considerations. Yet, because of the inadequacy 
of traditional legal theories discussed sapra, persons who have long and laboriously 
nurtured the fruit of publicity values may be deprived of them, unless judicial 
recognition is given to what is here referred to as the right of publicity—that 
is, the right of each person to control and profit from the publicity values which 
he has created or purchased. 

The nature of the inadequacy of the traditional legal theories dictates in large 
measure the substance of the right of publicity. The right of publicity must be 
recognized as a property (not a personal) right, and as such capable of assignment 
and subsequent enforcement by the assignee. Furthermore, appropriation of pub- 
licity values should be actionable regardless of whether the defendant has used the 
publicity in a manner offensive to the sensibilities of the plaintiff. Usually the use 
will be non-offensive, since such a use is more valuable to the defendant as well as 
to the plaintiff. Likewise, the measure of damages should be computed in terms 
of the value of the publicity appropriated by defendant rather than, as in privacy, in 
terms of the injury sustained by the plaintiff. There must be no waiver of the right 
by reason of the plaintiff being a well known personality. Indeed, the right usually 
becomes important only when the plaintiff (or potential plaintiff) has achieved in 
some degree a celebrated status. Moreover, since animals, inanimate objects, and 
business and other institutions all may be endowed with publicity values, the human 
owners of these non-human entities should have a right of publicity (although no 
right of privacy) in such property, and this right should exist (unlike unfair compe- 
tition) regardless of whether the defendant is in competition with the plaintiff, and 
regardless of whether he is passing off his own products as those of the plaintiff. 

It is not possible to set forth here in any detail the necessary limitations on the 
right of publicity which only the unhurried occurrence of actual cases will clearly 
establish. Yet some few suggestions can be made. In privacy cases there is a 
tendency by some courts to confuse or at least fail to distinguish between the de- 
fense of waiver by a well known personality and the defense of “news” or public 
interest.** Although, as indicated supra, the defense of waiver by celebrities should 
not be recognized in a publicity action, the defense of public interest should be no 
less effective in a publicity action than in a privacy action. Where use of a person’s 
name, photograph, or likeness is made in the dissemination of news or in a manner 


82 See Haelan Laboratories v. Topps Chewing Gum, 202 F. 2d 866 (2d Cir. 1953); O’Brien v. Pabst 
Sales Co., 124 F. 2d 167 (5th Cir. 1941). 

** E.g., Gautier vy. Pro-Football, 304 N. Y. 354, 107 N. E. 2d 485 (1952); Smith v. Suratt, 7 
Alaska 416 (1926). 
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required by the public interest, that person should not be able to complain of the 
infringement of his right of publicity. 

The question will be raised as to whether there is an infringement of the right 
of publicity when defendant appropriates the plaintiff's publicity values and uses 
them, but not for purposes of trade or advertising. It may be argued that since 
publicity values are useful mainly in connection with trade and advertising, this 
presents a convenient place to draw the line between wrongful infringement of 
the right of publicity and proper exercise of freedom of expression. However, in 
view of the holding in Gautier v. Pro-Football®* that only that portion of a tele- 
vision broadcast containing the “commercial” may be said to be for purposes of trade 
or advertising,® if the right of publicity were restricted to uses for purposes of trade 
or advertising, there might be no protection against appropriation of publicity values 
on television programs.** Probably it would be wiser not to inject any arbitrary 
limitation on the scope of the right of publicity, relying instead on the limitation 
imposed by the rule of damages. In most instances, the use of publicity values for 
purposes other than for trade or advertising will be of no great value to the de- 
fendant and consequently will result in small or nominal damages for the plaintiff. 
It may also be suggested that the right of publicity should be limited to those per- 
sons having achieved the status of a “celebrity,” as it is only such persons who 
possess publicity values which require protection from appropriation.*’ Here too, 
however, it would probably be preferable not to impose an arbitrary limit on the 
right but rather to rely upon the rule of damages. It is impractical to attempt to 
draw a line as to which persons have achieved the status of celebrity and which 
have not; it should rather be held that every person has the property right of pub- 
licity, but that the damages which a person may claim for infringement of the 
right will depend upon the value of the publicity appropriated which in turn will 
depend in great measure upon the degree of fame attained by the plaintiff. Thus, 
the right of publicity accorded to each individual “may have much or little, or 
only a nominal value,”** but the right should be available to everyone. 

It may also be argued that the right of publicity should be limited to protection 
against appropriation of one’s portrait but should not protect against appropriation 
of one’s name. However, the use of a name may in itself carry considerable 

84 304 N. Y. 354, 107 N. E. 2d 485 (1952). 

°° Note, however, that the program telecast in the Gautier case was a sports event, with plaintiff's 
animal act appearing only during the half time. 

*° This raises the possibility of piracy by kinescope. That is, traditional legal theories discussed 
supra may not effectively prevent the unauthorized recording and use of a film made from a live television 
broadcast where, as in a sports program, the material contained in the broadcast would not command 
common law copyright protection. See Loeb v. Turner, 257 S. W. 2d 800 (Tex. Civ. App. 1953); 
National Exhibition Co. v. Teleflash, 24 F. Supp. 488 (S. D. N. Y. 1936); Smith v. Suratt, 7 Alaska 
416 (1926). But cf. Twentieth Century Sporting Club v. Transradio Press Service, 165 Misc. 71, 300 


N. Y. S. 159 (Sup. Ct. 1937); Mutual Broadcasting System v. Muzak Corp., 177 Misc. 489, 30 N. Y. S. 
2d 419 (Sup. Ct. 1941). 

** Cf. Shubert v. Columbia Pictures Corp., 189 Misc. 734, 72 N. Y. S. 2d 851 (Sup. Ct. 1947). 

*° O'Brien v. Pabst Sales Co., 124 F. 2d 167 (5th Cir. 1941) dissenting opinion. 

*? Haelan Laboratories v, Topps Chewing Gum, 202 F. 2d 866 (2d Cir. 1953) indicates that the 
right of publicity may be limited to the protection of the publicity value of one’s photograph. 
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publicity value, and there would seem to be no reason to exclude such appropriation 
from the protection of the right of publicity. 
RECOGNITION OF THE RIGHT OF PUBLICITY 


It would be premature to state that the right of publicity has as yet received 
any substantial degree of judicial recognition. Yet, even before Judge Jerome Frank’s 
recent express application of the right in Haelan Laboratories v. Topps Chewing 
Gum Inc.,°° a number of cases®* have indicated a judicial willingness to extend pro- 
tection to publicity values which would not be protectible under the traditional legal 
theories discussed supra. 

Before examining the cases which have extended protection to publicity values, 
it might be noted that even where such protection has not been forthcoming there 
has been an increasing recognition of the pecuniary value of modern publicity and 
of the need for evolving some appropriate legal protection. Thus in Paramount 
Pictures, Inc. v. Leader Press” the court recognized that “proper and adequate 
publicity and advertising is indispenable to the stars and featured players appearing 
in motion pictures as well as to the pictures themselves . . . and that such attractive 
and adequate advertising as the medium of attracting the public to its motion 
pictures is of great value to plaintiff [Paramount].” Because of the particular facts 
of this case, however, the court was able to protect plaintiff's publicity values on trade 
libel and inducing breach of contract theories, thereby avoiding the necessity of in- 
voking the right of publicity. 

In Gautier v. Pro-Football Inc.,”* for reason indicated supra,* plaintiff was denied 
protection under the New York privacy statute. However, Justice Desmond in a 
concurring opinion®® recognized the inadequacy of protecting publicity values under 
a privacy theory, stating: “Privacy is the one thing he (plaintiff) did not want or 
need in his occupation. His real complaint, and perhaps a justified one, but one 
we cannot redress in this suit brought under the New York Right of Privacy statutes, 
is that he was not paid for the telecasting of his show . . . Enacted to fill a gap 
in existing law .. . these statutes have always been narrowly construed, and what 
plaintiff is asking for is the broadest kind of application.”*® 

Although until the Haelan case no court has named the right to the protection 
and control of publicity values the “right of publicity,”*’ in a number of previous 


°° Supra. 

*2In addition to the cases discussed infra, see Waring v. WDAS, 327 Pa. 433, 194 Atl. 631 (1937), 
and Waring v. Dunlea, 25 F. Supp. 338 (E. D. N. C. 1939) wherein a performer's interpretation of a 
musical composition was regarded as a protectible property right. This is at least akin to the right 
of publicity. Cf. RCA v. Whiteman, 114 F, 2d 85 (2d Cir. 1940). 

*? 106 F. 2d 229, 230 (10th Cir. 1939). °3 304 N. Y. 354, 107 N. E. 2d 485 (1952). 

**See page 205, supra. 

*® 304 N. Y. 354, 361, 107 N. E. 2d 485, 489-490 (1952). 

°° Although Justice Desmond appears to be referring to the possibility that plaintiff might find 
redress in a breach of contract action (due to an AGVA form agreement which restricted the televising 
of plaintiff's performance), it would seem that plaintiff’s “real complaint” to which Justice Desmond 
refers would be no less worthy of redress even in the absence of restrictive contractual provisions. 

*? However, compare Pavesich v. New England Life Ins. Co., 122 Ga. 190, 196, 50 S. E. 68, 69 
(1904), wherein “the right of publicity” is spoken of as the correlative of the right of privacy. 
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cases this right has either been tacitly recognized or even expressly invoked without 
use of the name. In Uproar Co. v. N.B.C.,** it was held that the name “Graham,” 
when used in reference to the popular radio announcer Graham McNamee, had “ac- 
quired through the efforts of McNamee and the National Broadcasting Co., a very 
substantial value, especially valuable for advertising purposes; and this definite com- 
mercial value exists apart from the services as radio announcer. Rights of a pe- 
cuniary nature have been created which partake of the elements of property rights, 
and which will receive the protection of equity.” The court thus recognized a prop- 
erty right in the name “Graham,” which it held could be validly assigned to N.B.C. 
so as to give the broadcasting company the right to prevent the use of the name 
by others. 

In Madison Square Garden Corp. v. Universal Pictures Co.,” the defendant pro- 
duced a motion picture which purported to show professional ice hockey games 
played in New York City in the Stanley Cup Series. The locale of the games in 
the motion picture was not expressly represented as being Madison Square Garden, 
but since the Stanley Cup Series was generally known to occur only in Madison 
Square Garden the court found that defendant’s picture produced a false impression 
upon the part of the public that the picture contained scenes made in plaintiff's 
arena. The picture also contained actual newsreel scenes of plaintiff's ice hockey 
team, the Rangers, taken during an actual game, but these scenes were taken outside 
of New York City and therefore did not show the Garden. Although the plaintiff 
brought an action for unfair competition, the language of the court’s opinion indi- 
cates that in finding for the plaintiff the court recognized publicity values as a prop- 
erty right. The court stated: 


We think, too, that the complaint sufficiently alleges a misappropriation of plaintiff's 
property rights. Plaintiff had built up a valuable business licensing the use of genuine 
photographs taken in the Garden in feature moving pictures, and from that business had 
derived substantial revenue. That business had been created by the expenditure on plain- 
tiff’s part of large sums of money and of effort and skill in the management of its 
enterprise . . .[quoting from Fisher y. Star Co., 231 N. Y. 414, 428, 132 N. E. 133, 137 
(1921) ] “any civil right not unlawful in itself nor against public policy that has acquired 
a pecuniary value, becomes a property right that is entitled to protection as such.” 


However, the court in the Madison Square Garden case seems to regard publicity 
values as a protectible property right under the expanded theory of unfair compe- 
tition. It is, of course, of no serious concern to a plaintiff that his action for pro- 
tection of publicity values is regarded as within the scope of unfair competition so 


long as the relief sought is granted. However, as discussed supra,’ it is suggested 


that if the Madison Square Garden court had found as it did purely on a theory 
of misappropriation of publicity values, the case would have been more helpful as a 
°° 8 F. Supp. 358, 361 (D. Mass. 1934). 
°° 255 App. Div. 459, 7 N. Y. S. 2d 845 (1st Dep't 1938). 


709 255 App. Div. at 464, 7 N. Y. S. 2d at 850-851. 
12 See page 213, stipra. 
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guide to future conduct since it would, on the one hand, have indicated that mis- 
appropriation of publicity values will be proscribed even when the publicity values 
are not of the exact same nature as those in the adjudicated case, and, on the other 
hand, by not invoking the already muddied concept of unfair competition the danger 
of further extending this doctrine into uncertain and unpredictable areas would be 
avoided. In those cases in which the court finds liability under both an unfair com- 
petition theory and a publicity theory the two theories should be carefully dis- 
tinguished so that the impression is not given that the right of publicity is but 
a particular aspect of unfair competition. This better practice was followed in 
Pittsburgh Athletic Co. v. KQV'® wherein defendant at a vantage point outside 
of plaintiff's baseball stadium broadcast play-by-play reports of plaintiff's baseball 
games. Plaintiff had previously granted the exclusive right to broadcast the games 
to a third party. The court found the defendant liable both for unfair competition 
and for violation of plaintiff's property rights."°* On the latter point the court held 
that the plaintiff had a property right to capitalize on the news value of its games 
by selling exclusive broadcasting rights, thus recognizing a property right approxi- 
mating the right of publicity, without expressly designating it as such. 

Perhaps the most persuasive argument for the right of publicity appears in 
O’Brien v. Pabst Sales Co. In that case the plaintiff, the most publicized football 
player of the year 1938-39, posed for football publicity pictures taken by the pub- 
licity department of his university. He agreed that such pictures might be dis- 
tributed to “newspapers, magazines, sports journals and the public generally.” De- 
fendant purchased a copy of plaintiff's picture and published it on a calendar next 
to the words “Pabst Blue Ribbon Football Calender, 1939.” The court refused to 
find for plaintiff on a privacy theory for reasons indicated supra..°° However, the 
court expressly refused to rule on the question of whether the plaintiff would be 
entitled to recover on quantum meruit (which would amount to a recovery under 
a right of publicity) because the plaintiff did not advance this argument. Circuit 
Judge Holmes in his dissenting opinion was not deterred by this procedural point, 
and concluded that plaintiff should recover not for invasion of his right of privacy 
but in quantum meruit for infringement of his property right to use his name 
and picture for commercial purposes. Judge Holmes, in a well reasoned opinion, 
stated: “The great property rights created by the demands of modern methods of 
advertising are of comparatively recent origin . . . but the common law of Texas is 
subject to growth and adaptation. ... No one can doubt that commercial ad- 
vertisers customarily pay for the right to use the name and likeness of a person 
who has become famous. The evidence in this case shows that appellant refused 


” 


an offer by a New York beer company of $400 for an endorsement of its beer. . . . 

10254 F. Supp. 490 (W. D. Pa. 1938). 

*°8 Cf. National Exhibition Co. v. Teleflash, 24 F. Supp. 488 (S. D. N. Y. 1936) where on similar 
facts it was held that defendant was not liable for unfair competition and the question of property 
(or publicity) right was not discussed. 

204 t24 F. 2d 167 (5th Cir. 1941). 7°° See page 205 and notes 15 and 38 supra. 
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Judge Holmes concluded that the decision in this case means that “if one is pop- 
ular and permits publicity to be given to one’s talent and accomplishment in any 
art or sport, commercial advertisers may seize upon such popularity to increase their 
sales of any lawful article without compensation of any kind for such commercial 
use of one’s name and fame. This is contrary to usage and custom among ad- 
vertisers in the marts of trade. They are undoubtedly in the habit of buying the 
right to use one’s name or picture to create demand and good will for their mer- 
chandise. It is the peculiar excellence of the common law that, by general usage, it 
is shaped and moulded into new and useful forms.” 

It would seem to be entirely possible that this perceptive Holmes dissent (as with 
the dissenting opinions of another Holmes on another court) will eventually be 
adopted by the majority, particularly since in the O’Brien case the majority opinion 
was careful to point out that “nothing in the majority opinion purports to deal with 
or express an opinion on the matter dealt with in the dissenting opinion” because 
“that was not the case pleaded and attempted to be brought.”?°* 

There are certain cases which speak neither of the “right of publicity” nor of a 
“property right” in matters which contain publicity values, but which by their 
results indicate a tacit recogntion of the right of publicity.1°* One such case is 
Lawrence v. Yila‘*® wherein the plaintiff contracted for A to photograph plaintiff's 
dog. Thereafter A sold prints of the photograph to B who used the prints in 
advertisements which he published in the newspapers of C and D. Plaintiff brought 
an action against A, B, C, and D. The court held that the plaintiff could not re- 
cover under a right of privacy theory since that right “does not cover the case of a 
dog or a photograph of a dog.” The court further found that only A was liable 
to plaintiff under a contract theory since the other defendants were not in privity of 
contract with plaintiff. Yet, the court enjoined defendants B, C, and D from fur- 
ther use of the photograph, although admittedly such use constituted neither an in- 
vasion of privacy nor a breach of contract. This case can, perhaps, best be ex- 
plained as a tacit application of the right of publicity. 

Finally, with Haelan Laboratories Inc. v. Topps Chewing Gum Inc. 
of a person (or his assignee) to protect the publicity value of his photograph was 
expressly recognized and designated the “right of publicity.” The facts of this 
case, in so far as they involve the right of publicity, were as follows: The plaintiff 
and defendant were competitors in that both were manufacturers of candy or chew- 
ing gum confections, Plaintiff contracted with certain prominent baseball players 
for the exclusive right to use their photographs in connection with the sale of 


4 the right 


106 124 F. 3d 167, 170-171 (5th Cir. 1941). 

*°7Tt may be that even if the plaintiff had pursued both a privacy theory and a publicity theory, the 
two theories would have been found to be inconsistent. See Cason v. Baskin, 155 Fla. 198, 20 So. 2d 
243 (1944). Note that the O’Brien case is a federal diversity case and therefore subject to the limita- 
tions discussed at page 222, infra. 

*°8 See Wood v. Lucy, Lady Duff Gordon, 222 N. Y. 88, 118 N. E. 214 (1917). 

108 184 Misc. 807, 55 N. Y. S. 2d 343 (Sup. Ct. 1945). 

1° 202 F. 2d 866 (2d Cir. 1953). See subsequent history in 112 F. Supp. 904 (E. D. N. Y. 1953). 
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plaintiff's products. Thereafter one Russel contracted with the same players for 
the same purpose. Russel subsequently assigned his rights to the defendant who 
proceeded to use photographs of the players in connection with his product. In 
the ensuing litigation, the defendant argued plaintiff could not recover either under 
a privacy theory since the right of privacy is personal and non-assignable, nor for 
inducing breach of contract since it was Russel, not the defendant, who induced the 


breach.’ The court impliedly recognized the validity of these defenses, but went 


on to state :?!? 


We think that, in addition to and independent of that right of privacy (which in New York 
derives from statute), a man has a right in the publicity value of his photograph, i.e., the 
right to grant the exclusive privilege of publishing his picture, and that such a grant may 
be validly made “in gross” i.e., without any accompanying transfer of a business or anything 
else.... This right may be called a “right of publicity.” For it is common knowledge 
that many prominent persons (especially actors and ball-players), far from having their 
feelings bruised through public exposure of their likenesses, would feel sorely deprived if 
they no longer received money for authorizing advertisements, popularizing their coun- 
tenances. This right of publicity would usually yield no money unless it could be 
made the subject of an exclusive grant which barred any other advertiser from using 


their pictures. 


Thus in the Haelan case the highly respected Second Circuit of the Federal Courts 
of Appeals granted to the right of publicity a recognition and status of a qualita- 
tively higher order than had been accorded in any previous case. The court clearly 
held that the right of publicity, unlike the right of privacy, is a property right 
which may be validly assigned and it at least implied that the privacy defenses of 
waiver by celebrities and of no liability for non-offensive uses are not applicable in 
a right of publicity action. Yet, by the very nature of our judicial process, a new 
principle of law can never be completely embodied in any one decision. The Haelan 
case in the final analysis is limited to its own facts, and therefore leaves unexplored 
certain important phases of the right of publicity. It remains for future cases finally 
to determine that the measure of damages in a publicity action shall be for the value 
of the use of the appropriated publicity rather than for the injury to the plaintiff's 
sensibilities. Likewise, the right to recover for misappropriation of publicity values 
inherent in animals, inanimate objects, and business and other institutions (regard- 
less of competition and passing off) remains to be established. Furthermore, the 
effect of the Haelan case as a precedent is questionable since the Court of Appeals 
had jurisdiction on grounds of diversity of citizenship and therefore the resulting 
decision represents the federal court’s interpretation and application of New York 
law,"* which is of course not binding in other jurisdictions. In fact, although 
persuasive, it is not even binding on the New York courts. Despite its limitations, 


™* Defendant had directly contracted with certain other players who had previously contracted with 
plaintiff. As to these players, the court found defendant liable for inducing breach of contract. 

4 202 F. 2d 866, 868 (2d Cir. 1953). 

48 Erie Railroad v. Tompkins, 304 U. S. 64 (1938). 
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the Haelan case represents a major step in the inexorable process of reconciling law 
and contemporary problems. 

This raises the final question of the right of our courts, in the absence of legis- 
lation, to enforce a right not previously recognized. Here we may return to the 
essay by Brandeis and Warren discussed at the beginning of this article. The argu- 
ment was there advanced that “the beautiful capacity for growth which character- 
izes the common law” would with respect to the right of privacy “enable the judges 
to afford the requisite protection, without the interposition of the legislature.”'™ 
That this proved true is attested by judicial opinions in fifteen jurisdictions. There 
is no less reason to believe that the common law can likewise meet the publicity 
problems created by modern methods of advertising and communications without 
doing violence to our concept of an independent but limited judiciary. But whether 
the right of publicity is finally and fully realized by statute or through growth and 
adaptation of common law principles, eventual recognition of the right seems assured 
both from the trend of decisions already rendered, and from the more fundamental 
fact of community needs. 


™¢ Warren and Brandeis, supra note 8, at 195. 





COPYRIGHT PROTECTION OF ARCHITECTURAL 
PLANS, DRAWINGS, AND DESIGNS 


ArtHur S. Katz* 


“The final cause of law is the welfare of society. The rule that misses its aim cannot 
permanently justify its existence . . . Logic and history and custom have their place. 
We will shape the law to conform to them when we may; but only within bounds. The 
end which the law serves will dominate them all.” 

Carpozo, THe Nature oF THE JupIctIAL Process 66 (1921). 

“Perhaps the most significant advance in the modern science of law is the change 
from the analytical to the functional attitude.” 

Dean Pound, quoted in Carpozo, THe Nature oF THE JupiciaL Process 73 (1921). 


How much protection is available to the creator of architectural plans, drawings, 
and designs under copyright principles? Is this protection similar in scope to that 
granted such producers of intellectual property as authors, artists, and composers? 
It is the purpose of this article to answer these questions. 


Tue Concept oF CopyriGHT 


An appreciation of the scope of protection available to the architect under copy- 
right principles can best be accomplished by first examining the nature of copyright. 
Drone, the dean of American text writers on matters of intellectual property, has 
defined copyright as follows:' 


Copyright is the exclusive right of the owner to multiply and to dispose of copies of an 
intellectual production. It is the sole right to the copy or to copy it. The word is used in- 
differently to signify the statutory and the common-law right of the owner in a literary or 
musical composition or work of art. As there are essential differences between the two 
rights, one is sometimes called copyright after publication, or statutory copyright; and 
the other copyright before publication, or common-law copyright. Copyright is also used 
synonymously with literary property . . . This is not strictly correct. ... 


The right granted is quite limited. For example, an author of a book is given 
the exclusive right to exploit his work by making copies of it. The law prevents 
others from copying his work since he has the sole copy-right. However, as will 
be demonstrated, the author’s copyright does not bar others from using the ideas 
or thoughts contained in his work. It is solely the expression or arrangement which 
is protected from copying.” 


* A.B. 1948, Brooklyn College; LL.B. 1950, New York University School of Law. Member of the 
New York and California bars. Department Head, Copyright & Television Department, Columbia Pictures 
Corporation, Hollywood, Calif. Counsel to architectural firms. West coast editor, Bulletin of the Copy- 
right Society of the United States of America. Member, Los Angeles Copyright Society. Author of 
various articles on copyright law and constitutional law. 

* Eaton S. Drone, A TREATISE ON THE Law oF PRopERTY IN INTELLECTUAL PropucTIONs IN GREAT 
BRITAIN AND THE Unirep States 100-101 (1879) [cited hereinafter as DRONE ON CopyRIGHT]. 

* For a discussion of these principles, see pages 239-241, infra, and notes and cases there cited. 
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The term “copyright” is a misnomer. There are many intellectual productions 
which are imperfectly exploited, from the pecuniary point—and as works of art, 
when rendered solely as printed copies. For instance, musical and dramatic works 
are primarily intended to be performed. A painter’s or sculptor’s design for a work 
of art is intended to be executed or completed. Dollar-wise or culturally, the non- 
executed design would have little value. Consequently, the law recognizes the exist- 
ence of “play-rights,” “performance rights,” and “execution rights” in appropriate 
intellectual productions.’ And it protects these rights. Notoriously no respecter 
of persons, the law is also rude with semantics. Under the cloak of copyright, it 
shields play-rights, performance rights, and execution rights as well.* 

Broad though it is, the Anglo-American concept of copyright should also be 
seen in its proper perspective. The law of copyright must be recognized as filling 
but a limited area in the field of intellectual property. Under Anglo-American law, 
an author can rarely, in the absence of contract, protest the misuse or mutilation 
of his copyrighted work.® The protection granted a creator under copyright prin- 
ciples is limited to pecuniary matters. Protection of a creator’s non-patrimonial in- 
terest in his work, that is, protection against an invasion of his right of personality 
by an indiscriminate use of his work, is not found in Anglo-American copyright law. 
However, these non-patrimonial interests are adequately safeguarded in most coun- 
tries by exercise of the moral right doctrine, Je droit moral® Further, certain un- 
ethical commercial abuses of intellectual productions are not cognizable under copy- 
right principles.’ 

To restrict the creator of an intellectual production solely to the limited protection 
afforded by the law of copyright is to leave him ill armed to combat the host of 
parasites who would feed gratuitously on his creation. 

Although the body of copyright law is too small to cover the intellectual prop- 
erty field, it has, nevertheless, expanded in other ways: It has grown two separate 
heads. One head is labeled common-law copyright; the other, statutory copyright. 
As Drone has stated :* 


. . there are important differences between the statutory and common-law right. The 
former exists only in works which have been published within the meaning of the 
statute; and the latter, only in works which have not been so published. In the former 
case, ownership is limited to a term of years; in the latter, it is perpetual. The two rights 
do not coexist in the same composition; when the statutory right begins, the common-law 


* For a discussion of these rights, see pages 239, 247, infra, and notes and cases there cited. 

*To say nothing of a host of other rights, such as those of translation, dramatization, adaptation, 
etc. See 17 U. S. C. §1 (Supp. 1952). 

® Compare Curwood v. Affiliated Distributors, Inc., 283 Fed. 219 (S. D. N. Y. 1922) and Drummond 
v. Altemus, 60 Fed. 338 (C. C. E. D. Pa. 1894) with Clemens v. Belford, Clark & Co., 14 Fed. 728 
(C. C. N. D. Ill. 1883). 

*See Katz, The Doctrine of Moral Right and American Copyright Law—A Proposal, 24 So. CauiF. 
L. Rev. 375 (1951), FourrH Copyright Law Symposium 78 (ASCAP 1952); Roeder, The Doctrine of 
Moral Right: A Study in the Law of Artists, Authors, and Creators, 53 Harv. L. Rev. 554 (1940); Granz 
v. Harris, 198 F. 2d 585, 590, 591 (2d Cir. 1952). 

*See page 249, note 153 and cases and authorities cited in the Appendix, infra. 

* DRONE ON CoPyRIGHT 100. 
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right ends. Both may be defeated by publication. Thus, when a work is published in 
print, the owner’s common-law rights are lost; and, unless the publication be in accordance 
with the requirements of the statute, the statutory right is not secured. 


An examination of Anglo-American legal history explains this duality of copy- 
right. The first English copyright statute (8 Anne, c. 19) was passed in 1709. It 
was designed to aid authors of published works by giving them the right to have 
penal sanctions applied to infringers. The Court of King’s Bench interpreted this 
statute in 1769 in Millar v. Taylor.’ It held that the act was declaratory of the 
common law, that it was a penal statute which gave an additional remedy to an 
author in his fight against literary piracy, and that it was not intended to divest 
the author of his perpetual common law right in his property, whether published 
or unpublished.” 

In 1774 the statute was again subjected to scrutiny. The case of Donaldson v. 
Becket'' came before the House of Lords upon an appeal from a decree by the 
Lord Chancellor which had made perpetual the injunction granted in Millar v. 
Taylor. It was the defendant’s argument that “The Statute of Anne was not declara- 
tory of the common law, but introductive of a new law, to give learned men a 
property they had not before.”’* By a count of six to five, the eleven judges hearing 
the argument of the case voted to reverse Millar v. Taylor. They held that the 
statute did take away an author’s common law right in his published work." 

The law in the United States is in accord with Donaldson v. Becket. The statute 
of 8 Anne, c. 19, not being a part of the common law, was never applicable to 
the United States. Nevertheless, the United States Supreme Court in Wheaton v. 
Peters** cited the above decision as its authority for holding that the first federal 
copyright law, the Copyright Act of 1790,'° destroyed common law rights in pub- 
lished works. Thus, in both the United States and the United Kingdom, copy- 
right in published works was early deemed to be a creature of statute. 

Since the passage of the Copyright Act of rg11,’° there has been no common 
law copyright in the United Kingdom, all intellectual productions, published or 
unpublished, being protected only by statutory fiat. In this country, contrarily, the 
difference between common law and statutory copyright remains. 


* 4 Burr. 2303, 98 Eng. Rep. 201 (K. B. 1769). 

* For a detailed examination of this decision see Drone on CopyricHtT 28 et seq.; see also Katz, 
supra note 6, at 382-384. 

2 4 Burr. 2408, 98 Eng. Rep. 257, 2 Bro. P. C. 129, 1 Eng. Rep. 837 (1774). 

*? Donaldson v. Becket is reported in at least two versions. The portion quoted appears in 2 Bro. 
P. C. 129, at 140. 

** For a detailed examination of this decision see DRoNE ON CopyriGHT 37 ef seq.; see also Katz, supra 
note 6, at 384-385. 

*8 Pet. 591 (U. S. 1834). 

*® Prior to the passage of this act by the Second Session of the First Congress on May 31, 1790, 1 STAT. 
124, twelve of the original thirteen states (Delaware being the exception) had passed copyright 
laws. With the adoption of the Federal Constitution these states statutes were, of course, superseded by 
federal legislation. For the text of these statutes see CopyricHT Laws oF THE UNITED STATES OF AMERICA 
1-24 (Copyright Office 1952). 

4°) & 2 Geo. 5, c. 46, §§1, 31. 
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Statutory copyright is a federal right created by authority of the United States 
Constitution.17 The current copyright law’® has preserved a creator’s rights, under 
common law and equitable principles, in his unpublished work.’® Since there is no 
federal common law,” the state courts are the appropriate forums in which to 
resolve common law copyright questions.”* Although one might wish that certain 
state courts displayed a keener understanding of the concept of copyright, there 
appears to be little basis to the assertion that common law copyright” is either non- 
existent in most states or erratically adjudicated from state to state. Common law 
copyright questions have not been raised in every state; nevertheless, no decision or 
piece of legislation has been reported where a state or territory in the Union has 
denied the existence of common law copyright.* 

We have noted, thus far, the following basic differences which distinguish com- 


mon law copyright from statutory copyright:* 


(a) Common law copyright exists solely in unpublished works; statutory copyright (with 
certain specific exceptions) exists only in published works. 
(b) Common law copyright protection is automatically accorded all unpublished works 


17 “The Congress shall have power . . . to promote the Progress of Science and useful Arts, by securing 
for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Dis- 
coveries.”” U. S. Consr., Art. I, §8. 

28 Act of March 4, 1909, 35 STAT. 1075 (1909) [which act, as amended, is codified as 17 U. S. ©. 
(Supp. 1952)]. 

7917 U. S.C. §2 (Supp, 1952): 

“Rights of Author or Proprietor of Unpublished Work.—Nothing in this title shall be con- 
strued to annul or limit the right of the author or proprietor of an unpublished work, at 
common law or in equity, to prevent the copying, publication, or use of such unpublished 
work without his consent, and to obtain damages therefor.” 

2° Erie R. R. v. Tompkins, 304 U. S. 64 (1938). 

*? However, if the amount in controversy exceeds $3,000 exclusive of interest and costs, and there 
is diversity of citizenship, suit may also be brought in a federal court. 

Conversely, where litigation concerns a breach of contract or the abuse of a relationship connected 
with a statutory copyrighted work, the state courts have jurisdiction. Condon v. Associated Hospital 
Service, 287 N. Y. 411, 414, 40 N. E. 2d 230 (1942). 

*2 The writer uses the terms “common law” and “common law copyright” to signify that broad, 
unwritten and judge-made body of English law based on usage and timeless custom which is dis- 
tinguished from legislative enactments. With the exception of portions held repugnant to American 
religious, social or political mores, this body of law has been carried over into American state and 
federal jurisprudence. See Western Union Telegraph Co. v. Call Pub. Co., 181 U. S. 92 (1901). The 
writer does not use these terms to represent the unwritten and judge-made law of the United States. 

** According to a report prepared by Leonard Zissu, Esq., for presentation at the 1953 American 
Bar Association meeting in Boston, Mass. ‘‘. . . no statutes or judicial decisions of any states or territories 
of the U. S. A. have yet been produced to support the contention that common law protection in un- 
published works or its equivalent in noncommon law states or territories does not presently exist, Indeed, 
the statutes and judicial decisions which do exist uniformly indicate a general policy among the states 


and territories to furnish such protection . . . no state or territory has legislatively denied or abrogated 
such protection and only six jurisdictions have no legislation thereon whatsoever (Arizona, Arkansas, 
Colorado, Delaware, Missouri, Tennessee and Puerto Rico).” [Mr. Zissu was quoting from a report 


by Wilma Stine.] 

The courts of New York State, for instance, follow common law copyright precepts, although there 
is no statutory declaration of them. O6certel v. Wood, 40 How. Prac. 10 (N. Y. 1877); Chamberlain v. 
Feldman, 300 N. Y. 135, 89 N. E. 2d 863 (1949). 

The State of California, on the other hand, has codified the concept of common law copyright. See 
Cav. Civ. Cope §§980, et seq. 

2* See however, note 22, supra. 
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from the moment of their creation. The mere act of publication will not automatically 
grant statutory protection to a work; there must be, in addition, strict compliance 
with the statutory formalities. 

(c) Common law copyright protection is perpetual; statutory copyright is for a term of 
years. 

(d) Common law copyright is regulated by the several states; statutory copyright is solely 
a matter for the Federal Government. 


There are two other basic differences between the two branches of copyright. 
These are differences which appreciably affect the practical question of determining 
how and when an intellectual production is infringed. 

Common law copyright is a negative sort of protection. It grants nothing to 
the creator of intellectual property which he did not previously possess. Instead, it 
aids him in preserving inviolate his unpublished work. In essence, the common 
law protects his right of secrecy, his right to control the first publication of his 
work.5 After an authorized publication, common law protection ceases.”® 

Statutory copyright may be described as granting positive protection. Under its 
principles, intellectual productions may be exploited free from the threat of mis- 
appropriation. The courts have agreed that statutory copyright has given the 
creator of published intellectual works a new property right.2* In consideration 
of the receipt and enjoyment of this grant of new protection, the state has required 
that the creator give something in return. The guid pro quo is the right given to 
others to make a “fair use” of the material protected by statutory copyright.” _Knowl- 


*° As superbly stated by Lord Mansfield in Millar v. Taylor, 4 Burr 2303, 2398, 98 Eng. Rep. 201, 
252 (K. B. 1769): 

“From what source, then, is the common law drawn, which is admitted to be so clear, 
in respect of the copy before publication? 

“From this argument—because it is just, that an author should reap the pecuniary 
profits of his own ingenuity and labour. It is just, that another should not use his name, 
without his consent. It is fit he should judge when to publish, or whether he will 
ever publish. It is fit he should not only choose the time, but the manner of publication; 
how many; what volume; what print. It is fit, he should choose to whose care he will 
trust the accuracy and correctness of the impression; in whose honesty he will confide, 
not to foist in additions: with other reasonings of the same effect. 

“|. . But the same reasons hold, after the author has published. We can reap no pe- 
cuniary profit, if, the next moment after the work comes out, it may be pirated upon 
worse paper and in worse print, and in a cheaper volume. 

“. .. The author may not only be deprived of any profit, but lose the expence he has 
been at. He is no more master of the use of his own name. He has no control over the 
correctness of his own work. He cannot prevent additions. He cannot retract errors. He 
cannot amend; or cancel a faulty edition. Any one may print, pirate and perpetuate the 
imperfections, to the disgrace and against the will of the author; may propagate sentiments 
under his name, which he disapproves, repents and is ashamed of. He can exercise no 
discretion as to the manner in which, or the persons by whom his work shall be published.” 
(Italics supplied.) 

7°“The owner's common-law rights are not lost by a publication which is made without his 
authority. In that case, the act is not his, and he cannot rightly be held responsible for what is done 
without his knowledge or consent. But long acquiescence may amount to abandonment.” Drone on 
CopyRIGHT 121. 

*7 Donaldson v. Becket, 4 Burr. 2408, 98 Eng. Rep. 257, 2 Bro. P. C. 129, 1 Eng. Rep. 837 (1774); 
Wheaton v. Peters, 8 Pet. 591 (U. S. 1834). 

*° “The aim of the law is to encourage learning by allowing a fair use to be made of a copyrighted 
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edge, obviously, is most valuable when shared. Of course, abuse of this “conditional 
privilege” to draw material from the storehouse of another will constitute an “unfair 
use,” a “misappropriation of intellectual property,” and hence, an infringement. One 
of the most difficult questions in statutory copyright is to determine when a taking 
is “fair” and permissible, or “unfair” and an infringement. The legal test is simple: 
where the matter taken is a substantial or material part of the protected work, there 
is an infringement. Its application is difficult. This test will be discussed in detail 
in a later portion of this article.” 

In as much as common law copyright is not a new right given by the state, there 
is no requirement for a guid pro quo. Accordingly, the doctrine of “fair use” is 
not found in common law copyright. The law has been clearly stated by the 
Supreme Court of California:*° 


... common-law rights in unpublished works are of a wider and more exclusive nature 
than the rights conferred by statutory copyright in published works (court’s italics), The 
common law prohibits any kind of unauthorized interference with, or use of, an unpub- 
lished work on the ground of an exclusive property right . . . A statutory copyright per- 
mits a “fair use” of the copyright publication without deeming it an infringement. 


(Italics supplied.) 


Whether the right to protest any unauthorized use of an unpublished work is 
a property right,** or a right of personality,®* the fact remains that the improper 
taking of only a scintilla of unpublished material is a wrong for which the law 
gives a remedy. It is questioned whether the doctrine of de minimis non curat lex 
is here applicable since the wrong is not so much the taking of property as it is the 
violation of the author’s right of secrecy. 

With this discussion of the basic differences between common law and statutory 
copyright we have concluded our analysis of the concept of copyright. We shall 
now proceed to examine the nature and scope of the protection available under 
common law copyright to architectural plans, drawings, and designs. 


Common Law CopyricHT 


The architect*® expresses his thoughts and reveals his artistic personality in his 
“writings.”** In this respect, he is similar to all other creators of intellectual prop- 





work, but at the same time to prevent the subsequent author from saving himself labor by appropriating 

without consideration the fruits of another’s skill and industry.” Drone on CopyricHt 398. .See also 

Drone at 386, 387. Lawrence v. Dana, 15 Fed. Cas. No. 8,136 at 26, 60-61 (C. C. D. Mass, 1869). 
2°See pages 242, 243, infra, and cases and notes there cited. 

*° Stanley v. Columbia Broadcasting System, 35 Cal. 2d 653, 661, 221 P. 2d 73, 78 (1950). 

*1 Gee v. Pritchard, 2 Swanston 402, 36 Eng. Rep. 670 (Ch. 1818); Baker v. Libbie, 210 Mass. 599, 
97 N. E. 109 (1912). 

*2 See Katz, supra note 6, at 375, 390, 399-402. 

*8 Wherever the term “architect” appears in this article it should be recognized as referring to 
“designers” as well. 

*The courts have long given a liberal interpretation to the term “writings” as contained in the 
constitutional provision authorizing copyright protection. For the pertinent text of this provision see 
note 17, supra. The leading decision on the point is Burrow-Giles Lithographic Co. v. Sarony, 111 
U. S. 53 (1884). See also Title 17 U. S. C. §4 which declares that works which are copyrightable 
under the act “include all the writings of an author.” 
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erties. Unlike the writer of books, the architect is not limited to words. In addition 
to words, he uses, among other things, technical signs and symbols and graphic 
representations to communicate his ideas. The architect might be compared to the 
composer of music. The architect’s signs, symbols, and graphic representations are 
to the builder what a composer’s notes and performance instructions are to the 
musician. 

The writer has chosen to group all of the architects’s writings under the collective 
caption of “plans, drawings, and designs.” Architects, generally, use the word 
“drawings” to cover all written expressions of their art. However, the word has 
acquired too narrow an interpretation in the average person’s vocabulary to warrant 
its use as a complete description of an architect’s writings. Nor is the term “design” 
an apt means of describing all of an architect’s writings. Like a carefully phrased 
campaign promise, it means different things to different people. For the purposes 
of this article, a design is not only a two dimensional drawing or sketch of an 
architectural work in the round, or a three dimensional model of such work. It 
is also any eye-pleasing drawing, detail, pattern, form, or arrangement of materials 
which is primarily intended to have an artistic or ornamental effect. The artistic 
use of wood strips, or “trim” on the exterior of a house to enhance its charm 
is an example of the latter use of the term “design.”*® 

In addition to drawings and designs, an architect uses the “plan,” a two di- 
mensional medium, to express his ideas for the erection of three dimensional struc- 
tures. For structures such as houses, the most basic plan is the “floor or ground 
plan.” This is a graphic or schematic drawing which delineates the form, size, room 
arrangement, and construction features of one floor of a structure as if seen from 
overhead, ceiling or roof removed. The floor plan gives a horizontal structural 
description. To describe vertical planes, such as walls, windows, doors or facades, 
“elevations” are employed. These may be “framing elevations” which reveal the 
construction details, or “skeleton” of a structure, or they may represent the com- 
pleted vertical planes with their “skin” on. And, of course, there are interior and 
exterior elevations. 

The modes of expression or writing available to the architect are many. Yet 
the law is clear that his unpublished work, be it denominated plan, drawing or 
design, is protected under common law copyright principles from any unauthorized 


*® Designs, in the latter sense, may be protectible under either the copyright or patent laws, or 
under both. Copyright protection is not dependent upon the intended use of the object upon which 
the copyrighted design is placed. Rosenthal v. Stein, 98 U. S. P. Q. 180, 205 F.2d 633 (goth Cir. 
1953). Contra: Stein v. Expert Lamp Co., 96 F. Supp. 97 (N. D. Ill. 1951), aff'd 188 F. 2d 611 (7th 
Cir. 1951), cert. denied, 342 U. S. 829 (1951). See 17 U. S. C. §5(g) (Supp. 1952); see also Regula- 
tions of the Copyright Office in 37 Cope or Feperat Recurations c. II, §202.8 (1948). See also 35 
U. S. C. §171 (Supp. 1952). 

For the difference between design patents and patents for other inventions, see the “Kewpie doll” 
case, Wilson v. Haber Bros., Inc., 275 Fed. 346, 347 (2d Cir. 1921). 
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use." The wrong-doer will be enjoined®*’ and, in some cases, held liable for 


damages.*® 

Of course, the work must be original*® as well as unpublished, that is, ¢ must 
be the result of independent labor and not of copying.“° However, the work need 
not be the first of its kind.*’ Although the concept of “newness” or novelty is a 
prerequisite in the law of patents,*? it has no place in the fields of common law 
or statutory copyright.** 

Novelty is a concept incapable of clear-cut definition. Novelty does have some 
measurable basis where its scope is limited in territory and time.*® To require an 
author, who has created something original, to warrant and prove that it is also 
novel, that it has never been done before anywhere at any time, is to confront him 
with an obstacle too difficult to overcome. History has recorded numerous incidents 
where two gifted men, working unaware of the other’s efforts, have arrived, almost 
simultaneously, at the same results or discoveries. Yet if absolute novelty must 
be proven before either could restrain the unauthorized publication of his work, 
neither would receive protection. It should be sufficient that the work of each 
author is new to him, that is, that it is original with him, and not copied from the 
work of another.*® 


*° DRONE ON CopyRIGHT, 101, 102. See also page 229 and note 30, supra. 

®7 See cases cited in note 31 supra. 

*® Jefferys v. Boosey, 4 H. L. Cas. 815, 962, 10 Eng. Rep. 681 (1854); Caliga v. Inter Ocean News- 
paper, 215 U. S. 182 (1909). For a discussion of the measure of damages see Taft v. Smith, Gray & 
Co., 134 N. Y. Supp. ro11 (App. Term. Sup. Ct. 1912). 

so“. , . originality is alone the test of validity [of a copyright],” Learned Hand, J., in Fisher v. 
Dillingham, 298 Fed. 145, 149-152 (S. D. N. Y. 1924); Drone on Copyricut, 198, 199. See Yankwich, 
Originality in the Law of Intellectual Property, 11 F. R. D. 457 (1951). 

See also pages 240-242 infra, and cases and notes there cited. 

*° DRonE ON CopyRIGHT, 208. 

*t “No one doubts that two directories, independently made, are each entitled to copyright, regard- 
less of their similarity, even though it amount to identity. Each being the result of original work, the 
second will be protected, quite regardless of its lack of novelty." Learned Hand, J., in Fisher v. 
Dillingham, 298 Fed. 145, 150, 151 (S. D. N. Y. 1924). 

*? See 35 U. S. C. §§101, 102 (Supp. 1952). 

*® DRoNE ON CopyRIGHT, 199, 200. 

“* “Unlike the subject matter of a patent, copyrighted material need not be new, but only original.” 
Clark, C. J., in Ricker v, General Electric Co., 162 F. 2d 141 (2d Cir. 1947); Chamberlin v. Uris Sales 
Corp., 150 F. 2d 512 (2d Cir. 1945); Fisher v. Dillingham, 298 Fed. 145 (S. D. N. Y. 1924). 

For a further discussion of the concept of novelty in works protected by statutory copyright see page 
240 infra, and cases and notes there cited. 

*® See 35 U. S. C. §102 (1952) where an invention is deemed to be new, and within the purview 
of the United States Patent Law, if, among other things, the invention (1) has not been known or used 
by others in this country, or patented or described in a printed publication in this or any country prior 
to its invention by the applicant, or (2) has not been patented or described in a printed publication in 
this or any country for more than one year prior to the invention’s United States patent application. 

*° Melville B. Nimmer, Esq., in his ground breaking article, The Law of Ideas, 27 So. Cauir. L. Rev. 
11g (1954), points up the confusion engendered by many courts by their misuse of the terms originality 
and novelty. 

Confusion must result as to the true nature of copyright where the courts interject the element of 
novelty as an aid to establishing the originality of a work in those cases where both the plaintiff's and 
defendant's properties use similar stock incidents and characters. It is submitted that when courts speak 
of the requirement of “a new conception or novel arrangement” they mean only that an author's 
work must be sufficiently different in expression or development as to indicate that it is original 
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An original unpublished “naked idea” is not protectible at common law.“ The 
undeveloped idea that a house should be built in a circular form to permit all the 
rooms to receive sunshine at some time in the day is an example. At this stage, the 
idea is nothing but a thought—ephemeral, intangible, impermanent. To be pro- 
tected at common law, the unpublished original work must be expressed in a con- 
crete or tangible manner. This does not mean that the author's thought must be 
set forth in some kind of writing, and that each premise must be completely de- 
veloped. The requirement of concreteness for intellectual productions would appear 
to be satisfied where the creator’s thoughts are contained in such non-abstract form 
as would permit the impress of his mark of ownership.*® 

Should the unpublished work be “not capable of distinguishable proprietary 
marks”*® because of its vagueness of expression, it would be proper to deem it non- 
concrete. It would be non-protectible because non-possessible, and non-possessible 
because it lacked indicia certa. As an able English jurist has stated :°° 


The subject of property is the order of words in the author’s composition; not the words 
themselves, they being analogous to the elements of matter, which are not appropriated 
unless combined, nor the ideas expressed by those words, they existing in the mind alone, 
which is not capable of appropriation. 


As indicated, the architect employs a specialized form of writing. He expresses 
himself, primarily, by the use of technical signs, symbols, and graphic representations. 
Substitute these terms for the term “words” in the above quotation, and one will 
note its applicability to an architect’s intellectual productions. 

Protecting the unpublished works of an architect would be a relatively simple 
matter were the law clear as to what acts constituted publication. Counsel could 
advise, “do this—avoid doing that,” and all would be well—the common law copy- 
right would be preserved against any unauthorized reproduction. But, alas, the law 
is not clear. The theory of publication is simple enough, but its correct application 
to a particular Set of facts is another matter. 

The writer has been able to find but three reported cases in the United States 





and not copied from the protected work of another or from public domain material to which the plaintiff 
had access. A case in point is: Simonton v. Gordon, 297 Fed. 625 (S. D. N. Y. 1924). 

“It follows that the less developed the characters, the less they can be copyrighted; that is the 
penalty an author must bear for marking them too indistinctly” (italics supplied), Learned Hand, C. J., 
in Nichols v. Universal Pictures Corp., 45 F. 2d 119, 121 (2d Cir. 1930). 

“7 However, an unpublished “naked idea” which has been revealed through a breach of trust or 
confidence is protectible under common law principles. Here the protection is not the affirmative kind 
afforded property. It is negative in nature; the wrong-doer is prevented from profiting from his tortious 
acts. For a discussion of this point see page 228 supra and cases and authorities cited in the Appendix at 
Pages 251-252, infra. See also CopINGER AND SKONE JAMES ON THE LAW oF CopyRiGHT 38, 39 (8th ed. 
1948) [this authoritative English text is cited hereinafter as CopINGER ON CoPyRIGHT]. 

** “The best rule both of reason and justice seems to be, to assign to everything capable of ownership 
a legal and determinate owner.” (Italics supplied.) MAUGHAM, A TREATISE ON THE Laws OF LITERARY 
Property 4 (1828). See also the fine survey of Anglo-American decisions in Pannone, Property Rights 
in an Idea and the Requirement of Concreteness, 33 Boston U. L. Rev. 396 (1953). 

*° Millar v. Taylor, 4 Burr. 2303, 2365, 2366, 98 Eng. Rep. 201 (K. B. 1769). But a work is pro- 
tectible if it does have ‘a capacity to be distinguished,” id. at 2340. 

°° Erle, J., in Jefferys v. Boosey, 4 H. L. Cas. 815, 867, 10 Eng. Rep. 681, 702 (1854). 
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discussing what constitutes a publication of architectural plans, drawings, and de- 
signs. All of them are lower court decisions. A New York Appellate Division 
case™ held that the filing of unpublished plans in a municipal building department 
which required such filing before construction could be approved, was such a pub- 
lication of the plans as to destroy the architect’s common law rights in them. A 
Missouri Appellate court®® and a Philadelphia City court®® have held that the 
building of a structure from hitherto unpublished plans, and its exposure to public 
gaze, was also such a publication as destroyed the common law copyright in the 
plans. 

It is submitted that these cases are wrong in principle and destructive in practice 
of an architect's intellectual property. Should these three lower court cases be 
deemed to represent the true state of the law, an architect may never properly 
exploit his unpublished intellectual productions. The two acts which the nature 
of an architect’s calling require him to perform, in order to earn his living, are 
turned, by these three decisions, into the very means of depriving him of the right 
to profit from his own labor at the exact moment such profit is realizable.™ 

From the business point of view, these decisions are unjust. And, as concerns 
the law, they are unsound. This contention is supported by an examination of the 
authorities on the concept of “publication.” 

“Publication,” as a legal term, is possessed of many definitions. It means one 
thing in the law of wills, another thing in the law of defamation, and yet another 
in the law of copyright. The act of publication communicates the contents of a 
work to others, generally by the circulation of copies. However, the copyright law 
distinguishes between communications which divest one of his common law rights 
in his work, and communications which do not. The former act is deemed a 
general publication, the latter, a limited publication. “The use of the word ‘publica- 
tion’ in these two senses is unfortunate, and has led to much confusion.” 

By definition, a general publication is:°* 


. .. such a disclosure, communication, circulation, exhibition, or distribution of the subject 


5! Wright v. Eisle, 86 App. Div. 356, 83 N. Y. Supp. 887 (2d Dep’t 1903). For the writer’s views 
as to the wisdom of this decision see note 54 and page 235, infra. 

®2 Kurfiss v. Cowherd, 233 Mo. App. 397, 121 S. W. 2d 282 (1938). See note 53, infra. 

®8 Gendell v. Orr, 13 Phila. 191 (1879). The writer did not find the reasoning of this case or of 
Kurfiss v. Cowherd, supra note 52, persuasive on the point that erection of a building is a publication 
of its technical writings. See page 236 infra, and notes thereto. 

®4Tf the filing of plans, drawings, and designs in governmental offices, or the erection of the structure 
they describe is held to throw these technical writings into the public domain, the architect is literally 
forced to divest himself of his exclusive property, contrary to his own desires. He cannot build unless 
he files; the moment he files he loses his common law rights. His writing then being free for the taking, 
he can rarely sell more than one copy of these writings, nor receive more than one royalty for their 
use. See also page 235 infra. 

*5 Townsend, J., in Werckmeister v. American Lithographic Co., 134 Fed. 321, 324 (2d Cir. 1904). 
To the same end, Hough, C. J., in Associated Press v. International News Service, 245 Fed. 244, 250, 
251 (2d Cir. 1917). 

°° Townsend, J., in Werckmeister v. American Lithographic Co., 134 Fed. 321, 326 (2d Cir. 1904). 
See National Institute v. Nutt, 28 F. 2d 132 (D. Conn. 1928), aff'd, 31 F. 2d 236 (2d Cir. 1929). See 
also cases cited in note 63 infra. 
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of copyright, tendered or given to one or more members of the general public, as implies 
an abandonment of the right of copyright or its dedication to the public. 


A limited publication is:** 


. one which communicates a knowledge of its contents under conditions expressly or 
impliedly precluding its dedication to the public. 


The above definitions are certainly succinct. But, as a matter of practice, how 
may one type of publication be distinguished from another? The nature of the 
work concerned has some bearing on the question.’ For example, the performance 
of a dramatic piece or a musical composition is never any kind of a publication 
thereof. Here the law admits of no doubt.*® However, the certainty one seeks 
in the law becomes less apparent when other intellectual productions are examined. 
For instance, it is not wholly clear whether the act of exhibition per se of a painting 
is a publication, and, if so, whether it is general or limited.®’ In so far as the 
technical writings of an architect are concerned, they are neither dramatic or 
musical works, nor intended solely for exhibition purposes. It is evident, therefore, 
that they are capable of being published, in the fullest legal sense of that term. 

But the nature of the intellectual production aside, what other factors determine 
whether a communication is a publication, and if so, whether it is general or lim- 
ited? Is the printing of copies a general publication? Does the amount of copies 
matter? May a work be published generally by the circulation of manuscript 
copies? 

It is submitted that the mechanical means employed to reproduce a work, or the 
number of copies made and distributed are not determinative of the question of 
general publication. The test is one of intention. The Supreme Court of the 
United States has declared :®* 


It is a fundamental rule that to constitute publication there must be such a dissemination 
of the work of art itself among the public as to justify the belief that it took place with 
the intention of rendering such work common property. [Italics supplied.] 


Clearly, an author is not to be lightly divested of his common law protection, 
and hence of his property, without clear indicia of his intentions. For the law to 


5? Townsend, J., in Werckmeister v. American Lithographic Co., 134 Fed. 321, 324 (2d Cir, 1904). 
See also Judge Yankwich’s scholarly treatment of the point in White v. Kimmell, 94 F. Supp. 502 
(S. D. Calif. 1950), rev’d on other grounds, 193 F. 2d 744 (gth Cir. 1952). 

°§ Universal Film Mfg. Co. v. Copperman, 212 Fed. 301 (S. D. N. Y. 1914), aff'd, 218 Fed. 577 
(2d Cir. 1914), cert. denied, 235 U. S. 704 (1914). 

°° Ferris v. Frohman, 223 U. S. 424 (1912) established this point in American law. The same 
rule obtains by statute in Great Britain, Copyright Act, 1911, 1 & 2 GEo. 5, c. 46, §1(3). 

®° See, e¢.g., WEIL, AMERICAN CopyriGHT Law 149-150 (1917). See also, Drone ON CopyricHT 
285-292. 

°+. . a work is published when it is communicated to the general public . . . the general unrestricted 
circulation of printed copies is such a publication, and the principle would seem to be the same when 
manuscript copies are circulated. But it is clear that a private circulation for a restricted purpose is not a 
[general] publication . . . notwithstanding that the copies so distributed are printed.” Drone on 
CopyRIGHT 115, 121, 290. 

°* Mr. Justice Day in American Tobacco Co. v, Werckmeister, 207 U. S. 284, 299-300 (1907). 
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find a general publication, the facts surrounding the publication must reveal a 
desire to abandon all rights in the work. A creator of intellectual productions who, 
by conduct, custom or contract, restricts the use or circulation of his work has made 
no general publication.» Thus, an architect who discloses his unpublished plans, 
drawings or designs to a prospective client, or series of clients, does not do so with 
the intention of abandoning his rights in his work. Such publication as he makes 
is clearly a limited one. 

Does an architect intend to make a general publication when, in conformity with 
the dictates of a building ordinance, he files his plans in a governmental office? 
Obviously not. The purpose of the filing requirement is to protect the public 
from unsafe construction—not to divest the architect of his property. Conversely, if 
the filing is intended as a condition precedent to the State’s action of granting a 
limited monopoly to the creator, as where a patent right is concerned, the filing is 
tantamount to a general publication.** This is wholly proper. Since the creator has 
obtained the exclusive right to exploit his work for a limited time, he is not harmed 
by having his production exposed to public examination. The filing of architectural 
plans for building permit purposes should be held, at most, to be a limited publica- 
tion. The architect files solely with the intention of receiving governmental approval 
of his plans. 

The requirement that plans must be filed and approved before a building permit 
is issued is a valid exercise of a municipality’s police powers. It is submitted, how- 
ever, that such an ordinance is patently unconstitutional where it is construed as 
working a general publication of an architect’s plans. In effect, such an ordinance 
takes an architect’s property without due process of law.®° 

The problem of determining whether the filing of plans in a governmental office 
is a general publication is avoided, of course, where the building ordinance clearly 
indicates a contrary intention. Thus, the Los Angeles City Building Code declares :*° 
“Plans and specifications on file with the Department . . . shall not be public records.” 

We turn now to the question whether the architect intends to make a general 


°S “The law recognizes a vital distinction between the public and the private circulation of copies. 
The owner may circulate copies of a work among a limited number of persons, with the understanding 
and on the condition that it is not to be made public. In such case no publication takes place, not- 
withstanding that the copies so distributed are printed.” Drone on CopyRiGHT 290. 

Perhaps the classic illustration of this principle is Thomas Jefferson’s “Notes on Virginia.” In answer 
to a query by a Frenchman, Jefferson wrote an accurate study of his state’s history, geography, and 
economy. Because of the great interest evidenced by European diplomatic circles in his account, he 
caused 200 copies to be privately printed and distributed to selected readers—all of whom were asked 
not to publish or otherwise disseminate the work. 

The concept of publication should not be so narrowly interpreted as to “limit a lawful business 
to a few degrees of longitude.” Hough, C. J., in Associated Press v. International News Service, 245 
Fed. 244, 250 (2d Cir. 1917). Accord, Board of Trade v. Tucker, 221 Fed. 305, 307 (2d Cir. 1915). 
[“. . . the posting of [trade] quotations . . . [to subscribers] on a blackboard .. . is not the sort of 
publication which will terminate complainant's property right in them”] Board of Trade v, McDearmott 
Commission Co., 143 Fed. 188 (C. C. W. D. Mo. 1906). 

** Korzybski v. Underwood, 36 F. 2d 727, 729 (2d Cir. 1929). 

*® See note 54 supra. See also Brown, Due Process of Law, Police Power and the Supreme Court, 
40 Harv. L. Rev. 943 (1927). 

** Section g1.0211(f) (1952). 
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publication of his plans by building the structure they describe. The answer must 
be in the negative. It is only by repeated uses of the same set of plans (or modifica- 
tions thereof) that the architect commences to profit from his intellectual production. 

But business intentions aside—is it legally sound to suppose that a completed 
structure is a publication of its plans? It is submitted that it is not. For a work 
to be published it must be reproduced, that is, there must be an issuance of copies 
to the general public.°7 A completed structure is no more a copy® of its underlying 
plans than a phonograph record is a copy of its underlying musical notations. An 
architectural plan is a technical writing. It is capable of being copied only by 
similar technical writings, that is, by other plans, etc. A structure is the result of 
plans, not a copy of them.®® It follows that building a structure and opening it to 
public gaze cannot be a publication of its plans.” 


*? The United States copyright law, 17 U. S. C. (Supp. 1952), does not define the term publication. 
(It does define “date of publication” in 17 U. S. C. §26). The concept that publication requires an 
issuance of copies of the work to the public is found in the United Kingdom's Copyright Act, 1911, 
1 & 2 Geo. 5, c. 46, §1(3). The provision of the English act is modeled after Article 4(4) of the 
Berne Convention, as revised at Rome, June 2, 1928. 

A publication presupposes the preservation, in tangible form, of the work concerned so that it is 
capable of being made available to others. It is for this reason that the performance of a play is not a 
publication of the play. This viewpoint, which the writer shares with others, is reinforced by an 
examination of Article VI of the Universal Copyright Convention: 

“ ‘Publication,’ as used in this Convention, means the reproduction in tangible form and 
the general distribution to the public of copies of a work from which it can be read or 
otherwise visually perceived.” 

[The Universal Copyright Convention was drafted at a UNESCO copyright conference held from 
August 18 to September 6, 1952 in Geneva, Switzerland. The United States was a signatory of the 
Convention. The State Department has expressed the desire that the Senate ratify the Convention. See 
Secretary of State Dulles’ letter accompanying President Eisenhower’s Executive M, issued June 10, 1953, 
sent to the Senate]. 

°* The copyright definition of the term “copy” bears this point out: 

“A copy is that which comes so near to the original as to give to every person seeing 
it the idea created by the original.” 

Bailey, J., in West vy. Francis, 5 B. & Ald. 743 (1822), cited with approval in White-Smith Music 
Pub. Co. v. Apollo Co., 209 U. S. 1 (1907). 

*° A two or three dimensional model or design for a work of art may be copied by a completed 
structure based on the model or design. One seeing the completed structure will be seeing a larger 
representation of the underlying model or design. See Jones Bros. Co. v. Underkoffler, 16 F. Supp. 729 
(M. D. Pa. 1936). But this is not the case where the information embodied in a plan is turned into a 
structure. 

It might be noted that Section 13 of the statutory copyright law (17 U. S. C. (Supp. 1952)) requires 
the proprietor of published works, including architectural technical writings, to deposit “two complete 
copies of the best edition thereof then published.” The Copyright Office has yet to announce that it has 
either required or received two completed structures as copies of published plans, drawings, and designs! 

7° The correct rule, it is submitted, was enunciated by Vann, J., in Tabor v. Hoffman, 118 N. Y. 
30, 31, 23 N. E. 12, 13 (1889) a case concerning a breach of trust. A repairman was entrusted with 
a set of construction patterns to aid him in repairing a pump. The repairman made a copy of these 
patterns for the defendant. The court held: 

“. . the patterns were a secret device that was not disclosed by the publication of the 
pump ... While the defendant could lawfully copy the pump, because it had been pub- 
lished to the world, he could not lawfully copy the patterns, because they had not been 
published, but were still, in every sense, the property of the plaintiff, who owned not only 
the material substance, but also the discovery which they embodied.” 

The construction of a work of architecture is not a publication thereof in most of the countries of 
the world. See e.g., the United Kingdom's Copyright Act, 1911, 1 & 2 Gro. 5, c. 46, §1(3); Article 
4(4) of the Berne Convention, as revised at Rome, June 2, 1928. ‘For the same reason the building 
will not be a publication of the plans.” CopincER ON CopyRIGHT 213, note (i). 
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For the reasons set forth above, the writer concludes that neither the filing of 
plans in a governmental office, nor the erection of the structure described in such 
plans constitutes a general publication of the plans. 

Nevertheless, the cases of Wright v. Eisle,"’ Gendell v. Orr,” and Kurfiss v. 
Cowherd,” until distinguished or reversed, represent the only known American case 
law on the subject. Counsel may avoid the disastrous commercial consequences of 
those decisions by advising the architect to affix the appropriate statutory notice of 
copyright in the proper place on each plan, drawing or design before it is filed for 
building permit purposes."* Should other courts hold that the above decisions truly 
represent the law, the acts of filing or construction will become general publications 
ending the period of common law copyright. However, since the “published” work 
will have already had affixed to it the required notice of copyright, the creator of 
the architectural plan, drawing or design will immediately be eligible to register a 
claim to statutory copyright. This point will be developed in the Statutory Copy- 
right section which follows.” 


STATUTORY COPYRIGHT PROTECTION 


An architectural creation is capable of protection at three stages: (a) as a two 
dimensional technical writing, that is, as a plan, drawing or design; (b) as a two 
dimensional artistic representation of the projected structure—or as a three di- 
mensional model of said structure; and (c) as a completed structure. 

All three stages are protected in most of the countries of the world, including 
the United Kingdom.”* Unhappily for the American architect, such is not the case 
in the United States. Architectural plans, drawings, and designs have been the 
subject of statutory protection in this country only since the passage of the Copy- 
right Act of 1909.’7 It is not yet clear, to what extent, if any, this statute protects 
the completed structure itself. This uncertainty stems from the language of the act. 
In addition to the basic right “to print, reprint, publish, copy and vend the copy- 
righted work,”’® the statute grants a collateral right “to complete, execute and finish 


™ 86 App. Div. 356, 83 N. Y. Supp. 887 (2d Dep’t 1903). 

7213 Phila. 191 (1879). 

78 533 Mo. App. 397, 121 S. W. 2d 282 (1938). 

™* The above procedure should also be followed where architectural writings are being filed for 
financing purposes as well. Indeed, the notice of copyright should be affixed should there be any possi- 
bility that the writings will be taken from the drafting rooms for any purposes. 

78 See pages 246-247 infra, and cases and notes there cited. See also Katz, Is Notcie of Copyright 
Necessary in Works Published Abroad?—A Query and a Quandary, Wasn. U. L. Q. 55 (Vol. 1953, No. 
1). 

7° See the fine discussion of the architectural provisions of the British statutes and the Berne Con- 
vention in CopINGER ON CopyRIGHT 209-215. 

7 Act of March 4, 1909, 35 Star. 1075 (1909) ef seq., which act, as amended, is currently the 
law and codified as 17 U. S. C. (Supp. 1952). Registration of the two-dimensional technical writings of 
an architect is now possible under §5(i) of this act. This section covers: “Drawings or plastic works 
of a scientific or technical charater.” See Regulations of the Copyright Office in 37 Cope Fep. Recs. 
c. II, §202.10 (1948). See also Copyricnt Laws oF THE UnirEep Starrs oF AMERICA (Copyright Office 
1952). 

39 UW. 6. C. $r(a). 
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it [the copyrighted work] if it be a model or design for a work of art.”"® However, 
there is no express provision in the current law, as there is in the English copyright 
act, which affords copyright protection to an architectural work such as a building or 
other stucture.*° 

The creator of a copyrighted model or design for a work of art has the exclusive 
right to execute and complete the contemplated structure or object. Architecture 
is one of: the arts. The Copyright Office has long accepted models or designs of 
architectural works such as dwelling places, mausoleums, and other structures for 
registration as models or designs for works of art.’ It would appear that an archi- 
tect may obtain the exclusive right to build the structure he has designed if he 
registers a claim to copyright in his model or design—as opposed to merely copy- 
righting his plans.* Indeed, a leading modern text writer has declared :** 


. .. no good reason seems to exist, under this section [1(b)], why adequate protection may 
not be obtained by architects if they copyright their models or designs. 


The right under Section 1(b) is apparently limited to completing the con- 
templated work only. Thus, if an architect designed a civic monument and copy- 
righted his design or model, he had the exclusive right “to complete, execute and 
finish it.” But having once constructed the monument, others could now freely 
copy it—provided they did not thereby copy those technical writings which the 
architect may have also copyrighted. 

To the architect who designs “one of a kind” structures, such as bridges, sky- 
scrapers, and luxurious custom-built houses, the protection afforded by Section 1(b) 
is adequate. This would not be the case where the architect was engaged in de- 
signing private dwellings for small rental units. Here repetition, with limited vari- 
ations, of the basic model or design is the means whereby the architect collects the 
bulk of his fees. Section 1(b), under the above interpretation, would protect him 
only in the completion of the first structure. Thereafter, such protection as was 
available would have to come from the copyrighting of his technical writings: his 
plans, drawings, and designs. 

Section 1(a), which grants to the copyright proprietor the exclusive right “to 
print, reprint, publish, copy and vend the copyrighted work,” extends its protection to 
architectural plans, drawings, and designs.** No other section of the copyright law 
is applicable to these technical writings. The section is designed solely to prevent 


17 U. S.C. §1(b) (Supp. 1952). These models or designs are registered under §5(g) of the current 
law. See Regulations of the Copyright Office in 37 Cope Fen. Recs. c, II, §202.8 (1948). 

The Act of July 8, 1870, §86, was apparently the first federal copyright act to protect ‘models or de- 
signs intended to be perfected as works of the fine arts.” The exclusive right was given to execute and 
finish them. 

®° Copyright Act, 1911, 1 & 2 Geo. 5, c. 46, §§1, 35(1). Meikle v. Maufe, 85 S. J. 378 (1941). 

**In a reply to a letter by the writer, Mr. Arthur Fisher, Register of Copyrights, indicated his Office 
has made many registrations of such models and designs. He, of course, rendered no opinion as to the 
judicial interpretation of the scope of such copyrights. 

** See Jones Bros. Co. v. Underkoffler, 16 F. Supp. 729 (M. D. Pa. 1936) (memorial). 

°° Wert, AMERICAN CopyricHT Law 83, 84 (1917). 

**See note 34 supra. 
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the protected work from being “copied,” that is, there may be no unauthorized 
printing, reprinting, publishing, copying or vending of the work. Any use of the 
intellectual production which does not constitute a copying is not an infringement of 
Section 1(a). 

The creators of such intellectual productions as books, periodicals and maps are 
adequately protected under Section 1(a). The moment a book, periodical or map 
is published, it can be fully exploited, culturally as well as commercially. These 
works need merely be sold to be of value to their creators, and to be read, to be of 
value to the user. Nothing more must be done. The prevention of copying gives 
the authors of these works all the protection they need. 

However, there are many intellectual productions which are neither economically 
nor intellectually complete when rendered solely as published copies. Music is not 
fully exploited merely by the printing of notes on paper. It springs into life only 
when these notes are played. A lecture may be enjoyed when published as a book; 
nevertheless, to be fully exploited, it is necessary that it be delivered before an audi- 
ence. Dramatic works (and these include motion pictures) may be read and dis- 
seminated as plays and scripts. However, they are of limited value unless they are 
performed. A representation of a contemplated piece of sculpture will not impart 
the true nature of the work until the representation is executed. By the same token, 
an architect’s plans, drawings, and designs are of little practical value until their 
information is turned into a structure. Clearly, something additional must be done 
with certain works to make them more valuable to the creator and the public. 

Section 1(a) is concerned solely with the “copy-right.” It is incapable of ade- 
quately protecting works which are primarily intended to be played, delivered, per- 
formed or executed. As a result, the creators of all these classes of works, with one 
notable exception, are given certain additional exclusive rights. Thus, in addition 
to his copy-right, the composer of copyrighted music enjoys the exclusive right to 
arrange and adapt his music,® and to control its public performance for profit®® 
and its recordation or mechanical reproduction.** 

Architectural plans, drawings, and designs are no more an end in themselves 
than is a piece of sheet music. They are primarily intended to be executed, to be 
turned into structures. The publishing and vending of copies is purely incidental. 
Nevertheless, under the current copyright law, the architect does not have the ex- 
clusive right to build the structures embodied in his technical writings. He is 
limited to such protection as is afforded him by his “copy-right” in these writings. 
Accordingly, we turn to a discussion of the “copy-right,” what it protects and the 
means whereby it is infringed. 

The copyright protection of a work under Section 1(a) does not extend to the 
words or ideas used.®* It embraces solely the arrangement of the words® or the ex- 


®5 17 U. S.C. §1(b) (Supp. 1952). 8 1d. §1(e). 57 Ibid. 

®® This point is too well established to require references to authorities. However, the reader is re- 
ferred to the careful statement of Judge Erle in Jefferys v. Boosey, 4 H. L. Cas. 815, 867, 10 Eng. Rep. 
681, 702 (1854) which is quoted on page 232 supra. 

8°“ copyright extends only to the arrangement of the words. A copyright does not give a 
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pression of the ideas.°® Copyright in a work does not prevent others from using 
the information it contains,®’ from employing the systems it explains®? or from con- 
structing the devices it describes.®* 

To be protected, a work need merely be original, that is, the product of one’s own 
labors. Novelty is no factor. These points have been noted previously.** It is 
thus conceivable that the material to which protection is extended may parallel or 
even be identical with matter long in the public domain. As Judge Learned Hand 


has remarked ;*5 


[the work in question] . . . must be deemed to be original, if by original one means that 
it was the spontaneous, unsuggested result of the author’s imagination. . .. this... 
squarely raises the question whether it be a defense to a copyright that the precise work 
has independently appeared before it and is in the public domain. 

Section 7 [now Section 8] ... provides that “‘no copyright shall subsist in the original 
text of any work which is in the public domain.” This is not new law, and means no 
more than that by taking such a text you may not get a copyright upon it.... It has no 
application whatever to a work which is of original composition, because such a work is 
not the “original” text of any work in the public domain, but a second and equally 
“original” text of a work never published before its copyright. 


The copyright law, unlike the patent law, has no doctrine of anticipation.*® 


Originality is the sole test of the validity of a copyright.** But the whole work need 
not be original. As Drone has pointed out:** 





monopoly in any incident in a play. Other authors have a right to exploit the facts, experiences, field 
of thought, and general ideas, provided they do not substantially copy a concrete form in which the 
circumstances and ideas have been developed, arranged, and put into shape.” (Italics supplied.) Manton, 
D. J., in Eichel v. Marcin, 241 Fed. 404, 408, 409 (S. D. N. Y. 1917); Holmes v. Hurst, 174 U. S. 
82 (1899). 

eo. . only in the ‘expression’ of a copyrighted work does any monopoly inhere; the ‘theme,’ the 
‘plot,’ the ‘ideas’ may always be freely borrowed.” Per curiam [L. Hand, A. N. Hand, Clark], Dellar v. 
Samuel Goldwyn, Inc., 150 F. 2d 612 (2d Cir. 1945). 

*1 Information of any kind, valuable though it might be, is not, as such, protected by copyright. As 
indicated in note 90, supra, only the “expression” of the information is protectible. 

As Judge Learned Hand has pointed out: “. . . it has never been very satisfactorily established, and 
probably never can be, at what point a plagiarism ceases to copy the expression of an author’s ideas and 
steals only the ideas themselves.” Fitch v. Young, 230 Fed. 743, 745-746 (S. D. N. Y. 1916). 

®? Baker v. Selden, 101 U. S. 99 (1879). See also, the “Bank Night” cases which concerned the 
attempt to protect motion picture advertising and promotion systems, Affiliated Enterprises, Inc, v. Gruber, 
86 F. 2d 958 (1st Cir. 1936); Affiliated Enterprises, Inc. v. Gantz, 86 F. 2d 596 (roth Cir. 1936). 

°® Muller v. Triborough Bridge Authority, 43 F. Supp. 298 (S. D. N. Y. 1942). Note that this 
decision states defendant could use plaintiff's copyrighted drawing in designing and constructing a bridge 
approach. However, the discussion is silent as to whether the drawing could be copied in the process. 
The decision should be read with this point in mind. 

Of course, where the copyright grants an exclusive execution right, as with models and designs 
for works of art, the right to construct the described device is barred by the copyright. See p. 238 
supra, and notes and cases there cited. 

*“See pages 231-232 supra, and cases and notes there cited. 

*5 Fisher v. Dillingham, 298 Fed. 145, 149 (S. D. N. Y. 1924). 

°° “Two map makers, collecting at first hand, would naturally make the same map and each would 
equally be entitled to copyright. In this respect copyright law differs from patent law, where a first 
use bars others from the same field.” Bowker, Copyricht—Its History anp Its Law 255 (1912). 

*’ Fisher v. Dillingham, 298 Fed. 145, 149-152 (S. D. N. Y. 1924). See Yankwich, Originality in 
the Law of Intellectual Property, 11 F. R. D. 457 (1951). 

°® DRONE ON COPYRIGHT 199-200. 











CopyriGHT PRoTECTION OF ARCHITECTURAL PLANs 241 


In many cases the author has created the substance as well as the form of the composition 
for which he claims copyright; and, though the sentiments and thoughts may not all be 
original, neither the whole nor a material integral part of the composition can be said to 
have previously existed. Popularly speaking, the work is wholly new and original. But 
the law does not require that a person, to be entitled to copyright, shall be the sole creator 
of the work for which protection is claimed. Labor bestowed by one person on the pro- 
duction of another, if no rights are thereby invaded, will often constitute a valid claim for 
copyright . . . Anyone, by making material changes, additions, corrections, improvements, 
notes, comments, etc., in the unprotected work of another, may create a valid claim for 
copyright in a new and revised edition. 


Too often courts severely limit the copyright protection of a work by “dissecting” 
it. First they subtract from the work (assuming it to be a literary work) such 
things as “old plot,” “stock characters,” “basic human emotions”—the common-place 
materials from which all stories are fashioned. The little that remains is then 
held to be protectible.°° It is submitted that this practice is improper. An intel- 
lectual production must be viewed en masse to determine its protectibility. Obvi- 
ously, every individual word in a literary work is in the public domain. A complete 
exercise of literary dissection would thus destroy all claims to copyright protection. 
It must be emphasized that copyright protection does not extend to words but only 
to their arrangement, nor to ideas or sentiments but solely to their expression, de- 
velopment or treatment. It is the impact the creator’s artistic personality has on 
common-place material which sets his work apart—which makes it peculiarly his 
own. It is this quality of “ownership” which the copyright protects.’” 


°° Dissection, in the sense as employed by the writer in the text above, is to be distinguished from 
its sometimes proper use to determine whether one work infringes another. See Arnstein v. Porter, 
154 F.2d 464 (2d Cir. 1946). See also Nimmer, Inroads on Copyright Protection, 64 Harv. L. Rev. 
1125 (1951), FourrH Copyricht Law Symposium 2 (ASCAP 1952). See also note 105, infra. 

3° The pitiful results of this dissection technique may be noted in the series of recent California 
Supreme Court decisions: Weitzenkorn v. Lesser, 97 U. S. P. Q. 545, 40 A. C. 813, 256 P. 2d 947 (Sup. 
Ct. Calif. April 29, 1953); Kurlan v. Columbia Broadcasting System Inc., 97 U. S. P. Q. 556, 256 P. 2d 
962, 40 A. C. 833 (Sup. Ct. Calif. April 29, 1953); Burtis v. Universal Pictures Co., Inc., 97 U. S. P. Q. 
567, 40 A. C. 857, 256 P. 2d 933 (Sup. Ct. Calif. April 29, 1953). See note 101 infra. 

72 “Others are free to copy the original. They are not free to copy the copy. ... The copy is 
the personal reaction of an individual upon nature. Personality always contains something unique. It 
expresses its singularity even in handwriting, and a very modest grade of art has in it something 
irreducible, which is one man’s alone. That something he may copyright unless there is a restriction in 
the words of the act.” Mr. Justice Holmes in Bleistein v. Donaldson Lithographing Co., 188 U. S. 
239, 249-250 (1903). (Italics supplied.) 

A recent review of a western novel, which is here set forth, is directly in point: 

“This department is always delighted to receive anything by Frank O'Rourke. There's 
really nothing new in the plot of his latest, “Gun Hand” (Ballantine, $2 cloth, 35¢ paper). 
John McCabe isn’t the first hero of Western fiction to prove himself strong when others are 
weak, efficient when others stumble. Other fictional towns, like Niobebe, have been under 
the thumb of a well-organized outlaw gang which loots the wagon trains, kills teamsters 
and runs crooked games as a sideline. Other men, like McCabe, have been forced to 
buckle on their guns when matters came to a showdown, and countless other men have 
found soft arms about their necks on the final page. The difference between “Gun Hand” 
and the run-of-the-mill Western is O'Rourke, who again shows the same skill in narra- 
tion, in character portrayal and in sustained action that earned ‘Concannon’ and ‘The 
Gun’ this column’s highest praise. A triple A, therefore, to O'Rourke and “Gun Hand.” 
It’s a pippin!” (Italics supplied.) Hoffman Birney, Roundup on the Western Range, 
N. Y. Times, Nov. 15, 1953, §7, pt. I, p. 36, col. 3. See also note 46 supra. 
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Lines, curves, angles, and squares are some of the “geometric words” used by an 
architect in his technical writings. These words of his are clearly in the public do- 
main. Every architectural plan, drawing, and design is an amalgam of lines, curves, 
angles, and squares. Subtracting them from a technical writing would leave the 
architect without any protectible property. This “syllogism” is neither logically nor 
legally correct. 

It is the arrangement of the lines, curves, angles, and squares which enables the 
architect to express his artistic personality. Admittedly, he is working with indi- 
vidual materials, each of which has been known since time immemorial. If the 
architect’s arrangements and modes of expression are original, are his alone, are not 
copied from the work of others or consciously appropriated from arrangements and 
modes of expression in the public domain, then his technical writings are eligible 
for copyright protection. His technical writings may be common-place in concep- 
tion, undistinguished in design, and unimaginative in make-up. His profession 
and the uninspired public may consider his work “unoriginal,” “old hat,” “nothing 
really new.” Nevertheless, this architect’s writings are copyrightable; “. . . the 
‘originality’ required [by copyright law] refers to the form of expression and not to 
novelty in the subject matter.”?° 

The technical writings of an architect are infringed when a substantial part of 
the protectible material has been copied. This is the same rule applicable to ‘all 
works protected under Section 1(a).’°* As indicated previously,’°* the doctrine of 
“fair-use” permits a limited or non-substantial amount of copying. What, then, is 
a substantial copying? This is more a question of quality than quantity. The test 
appears to be: If that portion of a work is taken upon which its commercial or 
artistic success depends, the taking will be deemed substantial, regardless of the 
small volume which the misappropriated portion bears to the total mass of the 
work.’ Thus, the copying of a single key musical phrase from a popular song 


+2 Frank, C. J., in Chamberlin v. Uris Sales Corp., 150 F. 2d 512, 513 (2d Cir. 1945). 

08 “The true test of piracy . . . is not whether a composition is copied in the same language or the 
exact words of the original, but whether in substance it is reproduced; not whether the whole, but 
whether a material part, is taken.” Drone on Copyricut 385. 

“Where [architectural] plans are alleged to be infringed by other plans or sketches, the question to be 
decided is similar to that arising in connection with other artistic works. . . .” CopiNGER ON CopyRIGHT 
214. 

See Ideal Aeroplane & Supply Co., Inc. v. Brooks, 18 F. Supp. 936 (E. D. N. Y. 1937) (preliminary 
injunction granted), 34 U. S. P. Q. 370 (E. D. N. Y. 1937) (infringement found at trial on merits) (the 
technical writing here concerned was a diagrammatic instruction sheet showing method of assembling a 
ship model). 

704 See pages 228-229 supra, and cases and notes there cited. 

*°* Extracts from three cases set forth below clearly enunciate the rule: 

“In order to constitute an infringement of the copyright of a book it is not necessary 
that the whole or even a large portion of the book shall have been copied. It is sufficient 
if a material and substantial part shall have been copied, even though it be but a small 
part of the whole.” Maris, J., in Henry Holt & Co., Inc. v. Liggett & Myers Tobacco Co., 
23 F. Supp. 302, 303 (E. D. Pa. 1938). 

“A part, however small, of a work which is appropriated is material where the result 
of the appropriation is the suggestion or impression of similarity or identity.” Lehman, 
J., in Fendler v. Morosco, 253 N. Y. 281, 292, 171 N. E. 56, 60 (1930). 
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was held to be a substantial taking.’ 

For a plaintiff to prevail in a copyright infringement suit, he must establish that 
the defendant copied from his work and that this copying was not a fair use and 
was, therefore, an infringement.’°* However, as Judge Learned Hand has indi- 


cated :1% 


One may infringe a patent by the innocent reproduction of the machine patented, but the 
law imposes no prohibition upon those who, without copying, independently arrive at 
the precise combination of words or notes which have been copyrighted. 


Where the subject matter of intellectual productions is by nature similar, as 
would be the case with ranch-house-style residences containing a set number of 
rooms, the resulting plans of two different architects could contain close resem- 
blances. The legal question is whether these resemblances have naturally resulted 
from a general use of common sources and materials open to both architects, or 
whether one architect used the work of the other as a model, copying from it rather 
than drawing from the common sources.’” 

In every case concerning infringement by copying, the courts look for some 
evidence of access, for some indication that the defendant had contact with, or 
knowledge or awareness of, the plaintiff's work. But access, after all, is only a piece 
of circumstantial evidence. Striking similarities and repetition of common errors are 
but two means of satisfying the proof of lack of access.’ 

The most obvious means of infringing a copyrighted architectural plan, drawing, 
and design is to copy directly from the original work itself. This may be accom- 
plished by a tracing, photograph or other mode of direct reproduction. 

Infringement by copying, however, may also be done indirectly." It may be 








“., . the defendant has not appropriated the entire copyrighted work, but he has ma- 
terially diminished the value of complainant’s work and appropriated its labors to an in- 
jurious extent. This constitutes infringement.” Hollister, D, J., in Meccano v. Wagner, 

234 Fed. 912, 922 (S. D. Ohio 1916). 

Whether the copying is of such nature as to be an infringement is a question of fact to be determined 
by /aymen and not by experts. Gross v. Seligman, 212 Fed. 930, 931-32 (2d Cir. 1914); Arnstein v. 
Porter, 154 F. 2d 464, 469 (2d Cir. 1946). 

79° Boosey v. Empire Music Co., Inc., 224 Fed. 646, 647 (S. D. N. Y. 1915) (phrase: “I hear you 
calling me” with accompanying music almost identical with that of plaintiff's). 

1°7 Arnstein v. Porter, 154 F. 2d 464, 468 (2d Cir. 1946). 

108 Fisher v. Dillingham, 298 Fed. 145, 147. (S. D. N. Y. 1924). 

10° Emerson v. Davies, 3 Story 768, 793, 8 Fed. Cas. No. 4.436, at 626 (C. C. D. Mass. 1845). 

11° “Substantial identity, or a striking resemblance, between the work complained of and that for 
which protection is claimed, creates a presumption of unlawful copying, which must be overcome by the 
defendant.” Drone on Copyricut 400; Lawrence v. Dana, 15 Fed. Cas. No. 8,136, 26, 60 (C. C. D. 
Mass. 1869). 

“Errors in typography and in matter appearing in appellant’s book first occurred in appellee’s. There 
were enough errors to repel any theory of accidental coincidence and to warrant a finding of intentional 
trespass upon appellee's property, Such a situation justified a further finding that appellant’s copying 
was not confined to copying appellee’s mistakes.” Baker, C. J., in Investment Service Co. v. Fitch 
Publishing Co., 291 Fed. ro10 (7th Cir. 1923). 

41 “Infringement may be by indirect as well as by direct copying. In the case of Cate v. Devon in 
1889, in the Chancery Court, the defense that the copying was not from the original copyright work but 
from a newspaper reprint, was rejected.” Bowker, Copyricht—Its History aNnp Its Law 254 (1912). 

See also Gross v. Seligman, 212 Fed. 930 (2d Cir. 1914) (The decision in this case was rendered 
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done from memory.’!? The infringer may once have seen the plans, and later 
commits their features to paper. The moment he does so, he has made an in- 
fringing copy of them.""* He will also infringe, although he may never have seen 
the original plans, if he makes a copy of them pursuant to the instructions of one 
who has. The same result obtains where he copies a plan from one who has copied 
the original.’"* Clearly, infringement by copying may occur unintentionally, This 
is so since the copyright law does not require an intent to copy, other than where 
a criminal action for willful infringement is being brought."*> Nevertheless, a show- 
ing of the intention to copy or “steal” is valuable in determining whether basic 
similarities constitute an infringement or are merely coincidental.’"® 

In the absence of proof of direct copying of architectural plans, drawings or 
designs, it is necessary to prove copying by other means. Here the analogy to the 
proving of infringement of copyrighted music is particularly apt. One infringes 
a music copyright by copying down the music he hears being performed—whether 
the performance is by a “live” orchestra or by a phonograph record.""* Neither the 
interpretive rendition of the orchestra, nor the phonograph record itself, is pro- 
tected under the copyright law.""® If there has been a substantial copying of the 





by Judge Lacombe, The writer considers it one of the best reasoned copyright cases he has ever 
read). 

48 Freudenthal v. Hebrew Publishing Co., 44 F. Supp. 754 (S. D. N. Y. 1942). 

*18 The wrong lies in making an unauthorized copy of a work in which the “right to copy” is vested 
in another. This elementary concept is often overlooked. It was duly noted, however, in Foreign 
& Domestic Music Corp. v. Licht, 196 F. 2d 627 (2d Cir. 1952). 

“ The fact that the one making the copy may not realize he is committing a wrong in following the 
advice of another is no bar to his legal liability. To hold otherwise would prevent ‘the copyright 
proprietor from effectively protecting his property. See note 115, infra. 

“It has been held that one who copies from a plagiarist is himself necessarily a plagiarist, however, 
innocent he may be (American Press Assoc, v. Daily Story Publishing Co., 120 Fed. Rep. 766 (C. C. A. 7) 

. The wrong is copying; that is, using the author’s work as a source. A copy of a copy does indeed do 
just that... .” Per curiam, Barry v. Hughes, 103 F. 2d 427 (2d Cir. 1939) (L. Hand, Clark, Patterson). 

%45 “To constitute piracy, it is not necessary that there shall have been on the part of the wrong-doer 
an intention to pirate. His motives in taking the whole or a part of the copyrighted work may have 
been . . . commendable . . . In applying the law, the thing done and its effect, and not the intention 
with which it is done, are the controlling considerations.” Drone on CopyriGHT 401, 402. See also 
Lawrence v. Dana, 15 Fed. Cas. No. 8,136, 26, 60 (C. C. D. Mass. 1869). 

The statutory copyright provisions on willful infringement are contained in 17 U. S. C. §§104, 115 
(Supp. a 

v0 «|. Where it can be readily shown that there has been material copying, it matters not with 
what intent the copying was done; but where it is difficult to ascertain the extent of the copying . 
the animus furandi may aid in the solution of the question.” Drone on CopyricHT 402. 

Accord: Harold Lloyd Corp. v. Witwer, 65 F. 2d 1 (oth Cir. 1933); Meccano v. Wagner, 234 Fed. 
g12 (S. D. Ohio 1916). 

“7 Cf., Fisher v. Dillingham, 298 Fed. 145 (S.D.N.Y. 1924). 

See page 239 supra, for those rights, in addition to his “copy-right,” which are enjoyed by the owner 
of copyrighted music. 

™* A phonograph record is not a copy of a musical work since it has been held to be a part of an 
instrument reproducing sound; as such it is not copyrightable. White-Smith Music Co, v. Apollo Co., 
209 U. S. 1 (1907). 

Interpretive renditions are not protected by statutory copyright. Further, any common law rights 
which a performer might have in his rendition cease upon the release of the recorded performance to 
the public. R.C.A. Manufacturing Co. v. Whiteman, 114 F. 2d 86 (2d Cir. 1940). Contra: Waring v. 
WDAS Broadcasting Co., 327 Pa. 433, 194 Atl. 631 (1937). 
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music, an infringement occurs, notwithstanding that the thing or object from which 
the music is copied is itself not capable of copyright protection." The same result 
follows where architectural writings are concerned. 

Perhaps the most usual method of copying architectural plans, drawings, and 
designs is that where the infringer actually copies from the completed edifice and 
not directly from the copyrighted technical writings themselves. The structure, it is 
clear, is not eligible for copyright protection. Nevertheless, if one paces off distances, 
measures angles, takes photographs, makes sketches and notes, and, from these varied 
acts, proceeds to put the information thus garnered on to paper in the form of a plan, 
drawing or design, an infringement by copying has occurred.’ 

By its very nature, no modern structure designed for human use or habitation 
may be built without reference to the technical writings of an architect. Further- 
more, no building permits may be granted unless approved plans, drawings, and 
designs have been filed in the appropriate governmental offices. Nor can financing 
be arranged with private or governmental lenders unless these same writings are 
examined and approved. Where architectural plans, drawings, and designs are 
found to be infringed, the court will order the destruction of all infringing copies.’** 
A permanent injunction will also issue against further copying of these copyrighted 
writings.’*? It will thus be possible effectively to halt the building activities of the 
infringer. He will have no infringing copies available for building permit or loan 
purposes, and none for use on the job. The infringer is not denied the right to use 
the information or ideas expressed in the original technical writings. He is merely 
enjoined from copying the copyrighted technical writings, and is made to give up 
all offending copies. 

An architect’s rights under statutory copyright are limited. He does not have 
the exclusive right to execute his technical writings. He most probably has the 
right to complete, execute, and finish the structure which is based upon his copy- 
righted model or design.’**_ In all other cases, other persons may build the structures 

1° This is not an improper extension of the concept of copyright. Copying a recording by making 
a pressing of it is not a violation of the “copy-right” in the music—although it is certainly an act of 
unfair competition. (It may, under certain circumstances, be a violation of the “recording right” in the 
music, sce page 239 and notes 86, 87 supra.) However, making a copy of the musical notes themselves 
is a violation of the copyright. See page 244 and notes 113, 114 supra. 

*2° The test of infringement is whether the questioned work is “recognizable by an ordinary observer 
as having been taken from the copyrighted source. Such is an infringement.” Manton, C. J., in Fleischer 
Studios v. Ralph A. Freundlich, 73 F. 2d 276, 278 (2d Cir. 1934). 

“Infringement may be through quite a different medium from the original, . . .”. Bowker, Copy- 
RIGHT—ITs History anp Irs Law 254 (1912). Lawrence v. Dana, 15 Fed. Cas. No. 8,136, 26, 59-60 
(C. C. D. Mass. 1869). Thus, disguising the source from which the infringer took his material does 
not defeat plaintiff's copyright. King Features Syndicate v. Fleischer, 299 Fed. 533, 535 (2d Cir. 1924). 

The structure itself may be copied provided the plans are not thereby also copied, see note 70 
supra, and page 246 infra. 

There need be no literal copying for an infringement to occur, “. . . else a plagiarist would escape 
by immaterial variations.” L. Hand, C. J., in Nichols v. Universal Pictures Corp., 45 F. 2d 119, 121 
(2d Cir. 1930). See note 103, supra. For the effect on the charge of copyright infringement of 
material variations, see page 246 and note 124 infra. 

72117 U. S.C. §101(d) (Supp. 1952). 722 Id. §101(a). 

728 See pages 237-239 supra, and notes thereto. 


“ 
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he has designed. However, they must build these structures without copying his 
copyrighted plans, drawings, and designs. This is the sole effective measure of 
protection available to the architect. 

Enforcement of an architect’s copy-right creates no threat of monopoly. If 
persons wish to build from his technical writings, let them buy their copies from 
him. If they wish to profit from his ideas, techniques, and theories in drafting their 
own technical writings, let them, provided their resultant writings are so materially 
altered as to constitute non-infringing “new works.”!** 

For an architect to obtain such protection as is available to him under statutory 
copyright law, he must carefully comply with its many technical requirements. 
Thus, he must publish his plans, drawings, and designs with a valid notice of 
copyright.!*5 To be valid the notice must be in the proper form,'** must be applied 
in the proper place,’*’ and must appear on every authorized reproduction of these 
writings.’** Publication with a valid notice of copyright merely preserves the work’s 
eligibility for copyright. A claim of copyright must still be registered.’*® Promptly 
after publication of his work, the claimant must deposit “two complete copies of 
the best edition thereof” in the Copyright Office in order to “perfect” his copyright.’®° 
Until copies are deposited, no suit for infringement can be maintained.’ 

For the convenience of the Copyright Office, Section 5 of the copyright law 
classifies works for copyright registration purposes.’** Architectural plans, draw- 
ings, and designs are contained within subdivision (i),'** while models and designs 
for architectural structures fall into subdivision (g).’** Works within these sub- 
divisions are permitted a number of variations in the form of the copyright notice.’*° 
However, the safest notice, and by far the simplest, is cast in this form: Copyright 


by John Doe. 
Although common law copyright concerns itself solely with unpublished works, 


*** Under copyright principles the protected matter may not be copied. Making immaterial changes 
in the arrangement of the protected work or in its mode of expression, will not cloak an infringement. 
However, one may take the copyrighted work and materially alter it so that a “new work” is evolved. 
This second work is new in the sense that it is different in arrangement, expression, and treatment from 
its source. It is not its copy. The new work is itself capable of copyright protection, 

“... even assuming the book to have suggested the Chinese den feature to the writer of the [motion 
picture] scenario, he has brought about such a material alteration in the constituent parts of the series 
of events, and in the sequence of the events in the series, as to escape the charge of plagiarism with 
respect thereto.” Knox, J., in Curwood v. Affiliated Distributors, 283 Fed. 223, 228 (S. D. N. Y. 1922). 
(Italics supplied.) 

18517 U. S.C. §10 (Supp. 1952). 126 Td. §19. 

187 71d. §20. 128 17. §10. 7g, $31. 

18° Td, §§13, 14. For a discussion of this point and of the copyright formalities noted above, see 
Katz, Is Notice of Copyright Necessary in Works Published Abroad?—A Query and a Quandary, Wasu. 
U. L. Q. 55 (Vol. 1953, No. 1). 

81 17 U. S. C. §13. See Washingtonian Pub. Co. v. Pearson, 306 U. S. 30 (1939). 

#217 U. S.C. §5 (Supp. 1952). It was within this section that the architect’s technical writings are 
first expressly mentioned in United States copyright law. See page 237 supra, and note 77 thereto. Sce 
also the House of Representative’s Committee Report on Bill Enacting Copyright Act of 1909, set forth 
in Hower, THe Copyricut Law 253, 264 (3d ed. 1952). 

*88 712. §5(i). Drawings or plastic works of a scientific or technical character. See note 77 supra. 

*4Td. §5(g). Works of art; models or designs for works of art. See note 35 supra. 

*8° Td. §19. These concern means of abbreviating the notice. 
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United States statutory copyright protects all published works and certain unpub- 
lished works as well—provided these comply with its requirements. This latter 
class includes works which are not “realizable” or fully exploited unless something 
additional is done with them. Within this grouping are such intellectual pro- 
ductions as musical and dramatic works, works of art, and the technical writings 
of the architect. Section 12 of the copyright law describes these unpublished cre- 
ations as “works not reproduced for sale.”** 

An architect does not generally intend to sell his technical writings outright as 
published copies. Instead, he receives royalties for the use of these writings and 
other fees for his accompanying professional services. Accordingly, these unpub- 
lished writings are registerable under the above section of the copyright law. Only 
one copy of these unpublished writings need be deposited.’*? Unpublished works 
are not required to bear a notice of copyright.4** Nevertheless, since the law is un- 
certain as to which acts constitute a general publication, it is certainly the wisest course 
to apply the notice of copyright, as required by published works, in the proper place 
on each of the architect’s technical writings before these writings leave the drafting 


room. 
It should be noted that the term of statutory copyright for both published and 


unpublished works is twenty-eight years, with a second, or renewal term, for an 
additional twenty-eight years.'*® 

A victorious architect in an infringement action is entitled to receive a number 
of benefits. This includes, among other things, an injunction,’*® monetary re- 
covery,'*! destruction of the infringing material,'*? court costs,‘** and, in some cases, 


attorney’s fees.’** 

A brief discussion of those copyright law provisions concerning the monetary 
recovery, costs, and attorney’s fees is in order. 

Section 101(b) of the copyright law contains an unusual provision concerning 


18614, §12. See also pages 224, 225, 239, supra, for a discussion of the artistic and commercial 
nature of these unpublished works. 

arr Te: 94x34; 13; Ta. 

™® See id. §§10-14. See also Howell, op. cit. supra note 132 at 107, 108 for a discussion of this 
point. 

18° Id, §24. The renewal copyright is a new grant of copyright. White-Smith Music Pub. Co, v. 
Goff, 187 Fed. 247 (1st Cir. 1911). With certain express exceptions only the author of a work may 
renew it. If he is dead when a work is eligible for renewal, the statute lists those persons who may then 
renew. Fox Film Corp. v. Knowles, 261 U. S. 326 (1923). As to the assignment of the renewal right 
see Fred Fisher Music Co. v. Witmark, 318 U. S. 643 (1943). 

Where unpublished works are concerned, the measurement of the 28 years runs from the date the 
work is deposited for copyright. Marx v. United States, 96 F. 2d 204 (9th Cir. 1938). 

4917 U. S.C. §101(a) (Supp. 1952). The writer is here talking of a permanent injunction. If by 
the time suit is brought the infringement has ceased and there is little chance that it will recur, an in- 
junction might not issue. Compare, Sheldon v. Moredall Realty Corp., 95 F. 2d 48 (2d Cir. 1938), with 
M. Witmark & Sons v. Calloway, 22 F. 2d 412 (D. Tenn. 1927). 

4217 U.S. C. §101(b) (Supp. 1952). See note 145 infra, for text of this section. 

™2 1d. §101(d). Under §101(c) articles alleged to infringe the copyright may also be impounded 
during the suit. 

437d. §116. 

**4 Ibid. See also page 249 and note 152 infra. 
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damages and profits.’*° This provision declares that upon proof of an infringement 
the plaintiff shall recover such damages as he has suffered by the infringement 
and “all the profits” made by the infringer from such infringement. In order to 
recover the foregoing amounts, the plaintiff must prove profits by proving “sales 
only.” Conversely, the defendant has to prove “every element of cost which he 
claims.” 

The law recognizes that the above procedure is complicated. Therefore, 
it is further stated that “in lieu of actual damages and profits” the court may 
assess “such damages as .. . shall appear to be just.” In assessing such dam- 
ages, the court, “in its discretion,” may allow certain stated amounts. In the 
case of architectural plans, drawings, and designs, and of models and designs for 
a work of art (all of which fall within Section 5 of the copyright law), the court 
may assess $1.00 for each infringing copy made, sold or found in the defendant's 
possession. However, where a case falls within the provisions of the “in lieu” 
clause, no award of damages may be less than $250.00 or more than $5,000.00. 

Some cases will illustrate these points. Where either actual damages or actual 
profits may be ascertained, the “in lieu” clause will not apply.*® Where neither can 


© The involved nature of the section warrants its reproduction: 

“Damages and Profits; Amount; Other Remedies—To pay to the copyright proprietor 
such damages as the copyright proprietor may have suffered due to the infringement, as well 
as all the profits which the infringer shall have made from such infringement, and in 
proving profits the plaintiff shall be required to prove sales only, and the defendant shall 
be required to prove every element of cost which he claims, or in lieu of actual damages 
and profits, such damages as to the court shall appear to be just, and in assessing such dam- 
ages the court may, in its discretion, allow the amounts as hereinafter stated, but in case 
of a newspaper reproduction of a copyrighted photograph, such damages shall not exceed 
the sum of $200 nor be less than the sum of $50, and in the case of the infringement 
of an undramatized or nondramatic work by means of motion pictures, where the in- 
fringer shall show that he was not aware that he was infringing, and that such infringe- 
ment could not have been reasonably foreseen, such damages shall not exceed the sum 
of $100; and in the case of an infringement of a copyrighted dramatic or dramatic 
musical work by a maker of motion pictures and his agencies for distribution thereof 
exhibitors, where such infringer shows that he was not aware that he was infringing a 
copyrighted work, and that such infringements could not reasonably have been foreseen, 
the entire sum of such damages recoverable by the copyright proprietor from such in- 
fringing maker and his agencies for the distribution to exhibitors of such infringing 
motion picture shall not exceed the sum of $5,000 nor be less than $250, and such damages 
shall in no other case exceed the sum of $5,000 nor be less than the sum of $250, and 
shall not be regarded as a penalty. But the foregoing exceptions shall not deprive the 
copyright proprietor of any other remedy given him under this law, nor shall the limitation 
as to the amount of recovery apply to infringements occurring after the actual notice to 
a defendant, either by service of process in a suit or other written notice served upon him. 

“First. In the case of a painting, statue, or sculpture, $10 for every infringing copy 
made or sold by or found in the possession of the infringer or his agents or employees; 

“Second. In the case of any work enumerated in section 5 of this title, except a 
painting, statue, or sculpture, $1 for every infringing copy made or sold by or found 
in the possession of the infringer or his agents or employees; 

“Third. In the case of a lecture, sermon, or address, $50 for every infringing delivery; 

“Fourth. In the case of a dramatic or dramatico-musical or a choral or orchestral 
composition, $100 for the first and $50 for every subsequent infringing performance; 
in the case of other musical compositions $10 for every infringing performance.” (Italics 
supplied.) 

24@ Sheldon v. Metro-Goldwyn Pictures Corp., 106 F. 2d 45 (2d Cir. 1939) (damages); Davilla v. 
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be established, the court may then award statutory damages.'** Thus, where there 
is but one infringing copy made of an architect’s technical writings, the court 
cannot award $1.00—it must award at least $250.00.'*8 The $1.00 figure is important 
only where there are two hundred and fifty or more infringing copies. In that 
event, by awarding merely $1.00 for each infringing copy, the plaintiff would still 
receive $250.00. However, even here the court could award statutory damages up 
to $5,000.00 to cover all the infringing copies.’ The court’s discretion, of course, is 
affected by the equities in the case. It must be noted that the minimum or 
maximum provisions of Section 101(b) are not applicable should the defendant con- 
tinue to infringe after he has received “actual notice . . . either by service of process 
in a suit or other written notice served upon him.”?°° 

Under Section 116 of the copyright law, the court will allow full costs and “may 
award to the prevailing party a reasonable attorney’s fee as part of the costs.”"*"_ The 
award of attorney’s fees is often substantial in light of the judgments obtained. In 
a recent case a judgment for $5,000.00 was coupled with an attorney’s fee of 
$2,000.00.'** This is cited to indicate that a potential plaintiff as well as prospective 
infringer might think twice before incurring the risks of copyright litigation. 

This article opened with a series of questions. The writer trusts he has answered 
them correctly. Architectural plans, drawings, and designs are not sui generis as 
intellectual productions. The protection granted these technical writings under 
common law and statutory copyright principles is similar in scope to that accorded 
the intellectual productions of authors, artists, and composers. This protection is 
adequate. It is not complete. A fuller measure of relief may be possible by drawing 
upon other fields of law—upon those of contracts, torts, and unfair competition, to 
name a few.** 





Brunswick-Balke Collender, 94 F. 2d 567 (2d Cir. 1938) (profits). For the measurement of lost profits 
see Gross v. Van Dyk Gravure Co., 230 Fed, 412, 414 (2d Cir. 1916); Taft v. Smith, Gray & Co., 76 
Misc. 283, 134 N. Y. Supp. ro11 (Sup. Ct. 1912) (unpublished work protected under common law 
copyright). 

47 Douglas v. Cunningham, 294 U. S. 209 (1935); Toksvig v. Bruce Publishing Co., 181 F. 2d 664 
(7th Cir. 1950). 

148 Cravens vy. Retail Credit Men’s Ass'n, 26 F. 2d 833 (M. D. Tenn. 1924). 

149 Krafft v. Cohen, 32 F. Supp. 821 (E. D. Pa. 1940), rev’d on other grounds, 117 F. 2d 579 
(3d Cir. 1941) (also spelled Kraft). 

18° Turner v. Crowley, 252 Fed. 749 (9th Cir. 1918). 

151 1 U. S. C. §116 (Supp. 1952). 

182 Contemporary Arts v. F. W. Woolworth Co., 93 F. Supp. 739 (D. C. Mass. 1950), aff'd, 193 
F. 2d 162 (1st Cir. 1951). 

758 The law of copyright does not claim to be the alpha and omega of protection for intellectual 
productions. Thus, many acts, which are actionable wrongs in other fields of law, escape censure when 
examined solely under copyright principles, The cases and text writers in the Appendix to this article 
reveal some of those collateral legal principles upon which further protection may be predicated. 





250 Law anp CONTEMPORARY PROBLEMS 
APPENDIX 


Non-Copyricut PRrincIPLEs FOR THE PRoTECTION OF ARCHITECTURAL PLANs, 
Drawincs, AND DesiIcNns 


I 


Unfair competition as a result of a “passing or palming off” has long been the 
object of judicial censure. “B, in banking on A’s fine reputation passes off his 
own (B's) work as that of A.” This is the classic example. Perhaps the more 
usual method today is that where “B misappropriates A’s work and passes it off as his 
own (B’s).” This concept of passing off was recognized by Justice Holmes in Inter- 
national News Service v. Associated Press, 248 U. S. 215, 247 (1918). As pointed out 
by Judge Caffey in Jerome v. Twentieth Century-Fox Film Corp., 58 F. Supp. 13, 
15 (S. D. N. Y. 1944) “. .. misappropriation probably is the key to modern unfair 
competition theory.” The cases set forth below illustrates this premise. 

Unjust Enrichment 

1. International News Service v. Associated Press, 248 U. S. 215 (1918) (De- 
fendant’s misappropriation of plaintiff's labor, skill, and organization in the collection 
of news held unjust enrichment). See also the well reasoned lower court decisions: 
Associated Press v. International News Service, 240 Fed. 983 (S. D. N. Y. 1917); 245 
Fed. 244 (2d Cir. 1917). 

2. Metropolitan Opera Ass’n v. Wagner-Nichols Recorder Corp., 101 N. Y. S. 2d 
483 (1950), aff'd, 107 N. Y. S. 2d 795 (1st Dep’t 1951) (recording radio broadcast of 
_ opera performance). 

3. Fonotipia, Ltd. v. Bradley, 171 Fed. 951 (C. C. E. D. N. Y.-1g09) (copying of 
phonograph records). 

4. Victor Talking Machine Co. v. Armstrong, 132 Fed. 711 (C. C. S. D. N. Y. 
1904) (copying of process in manufacturing of records). 

5. Meccano v. Wagner, 234 Fed g12 (S. D. Ohio 1916), rev'd in part, 246 Fed. 
653 (6th Cir. 1918) (impro, *r appr riation of business methods and system). 

6. That the wrong where ...... copyrightable material is appropriated is the taking 
of the plaintiff's labor, skill, and organization is clearly noted when Hebrew Pub- 
lishing Co. v. Scharfstein, 288 N. Y. 374, 43 N. E. 2d 449 (1942) is compared with 
Dutton v. Cupples & Leon, 117 App. Div. 172, 102 N. Y. S. 309 (1st Dep't 1907) 
(copying of book). 

II 

Protection is also available where intellectual productions are obtained by breach 
of contract, breach of trust or other tortious conduct of the defendant. Here the 
law moves to punish the wrongful act of the defendant rather than consciously to 
protect the “property” of the plaintiff. “...an injunction may issue even though the 
copied features are in the public domain and the copying would be permissible were 
it not for the breach of trust or of contract or the fraud. 1 Nims, THe Law or Un- 
FAIR COMPETITION AND TravE Marks 385 (4th ed. 1947). 
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Breach of Contract 
(express, implied in fact, implied in law) 

1. Board of Trade v. Christie Grain and Stock Co., 198 U. S. 236 (1904) (breach 
of contract not to make certain information public). 

2. High v. Trade Union Courier Pub. Corp., 69 N. Y. S. 2d 526, aff’d., 89 N. Y. S. 
2d 527 (1949); Cole v. Lord, Inc., 262 App. Div. 116, 28 N. Y. S. 2d 404 (1st Dep’t 
1941) (disclosure of ideas protected by contract). 

3. Nimmer, The Law of Ideas, 27 So. Cauir. L. Rev. 119 (1954). 

Breach of Trust 

1. Du Pont de Nemours Powder Co. v. Masland, 244 U. S. 100 (1917) (“The 
property may be denied but the confidence cannot be,” Justice Holmes, id. at 102). 

2. Tabor v. Hoffman, 118 N. Y. 30, 23 N. E. 12 (1889) (pump patterns entrusted 
to repairman). 

3. Margolis v. National Bellas Hess Co., 139 Misc. 738, 249 N. Y. S. 175 (Sup. 
Ct. 1931), aff'd, 235 App. Div. 839, 257 N. Y. S. g12 (1st Dep’t 1932) (copying of 
design submitted on approval; see particularly the listing by Shientag, J., of grounds 
for protection on page 741 of the trial report). 

4. Booth v. Stutz Motor Car Co., 56 F. 2d 962 (7th Cir. 1932) (drawings and 
blueprints submitted in confidence to manufacturer). 

5. “... the right to restrain the publication of a work upon the ground that to do 
so would be a breach of trust or confidence is, it is submitted, a larger right than 
the proprietary [statutory] right of copyright. There can be no copyright in ideas 
or information, and it is no infringement of copyright to adopt the ideas of another 
or to publish information received from another, provided there is no copying of 
the language in which these ideas have, or that information has, been previously 
embodied; but if the ideas or information have been acquired under such circum- 
stances that it would be a breach of faith to publish them, the courts will grant an 
injunction against any person who does so” (italics supplied). Coprncer on Copy- 
RIGHT 38-39. 

Surreptitious Appropriation 

The cases which follow illustrate the point that the tortious or inequitable conduct 
of the defendant in taking non-protectible articles deprives him of the right to use 
these articles even though they be free to all others. 

1. Montegut v. Hickson, Inc. 178 App. Div. 94, 164 N. Y. S. 858 (1st Dep’t 1917) 
(dress designs). 

2. Shellmar Products Co. v. Allen-Qualley Co., 87 F. 2d 104 (7th Cir. 1937) (wrap 
for candy bars). 

Ill 

A work not otherwise protectible under the copyright or patent laws will be 
protected against misappropriation of its non-functional features. Cheney Bros. 
v. Doris Silk Corp., 35 F. 2d 279 (2d Cir. 1929), cert. denied, 281 U. S. 728 (1930). 
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Functional and Non-Functional Features Distinguished 
1. Functional features are those essential to construction of the item concerned 
so that it functions successfully and may be manufactured at a reduced cost. See 3 
CALLMANN, THE Law or UNFAIR CoMPETITION AND TRADE Marks 1253 (2d ed. 1950) ; 
_1 Nims, THe Law or Unrair Competition AND TRADE Marks 370 (4th ed. 1947); 
Kellogg Co. v. National Biscuit Co., 305 U. S. 111 (1938). 
2. Non-functional features “are either ornamental, or distinctive, or both. . . .’ 
(Italics supplied.) 3 CALLMANN 1259. See also 1 Nims 370. 


Nature of Protection 


A. Functional Features: 

1. The functional features of an article not otherwise protected may be copied. 
3, CALLMANN 1254; 1 NIMs 370. 

2. But this copying must not confuse the public with regard to the origin of the 
goods. 3 CALLMANN 1254; 1 Nims 370. 

3. “Such confusion does not necessarily entitle the original user to enjoin the 
use of such features, but it does give him the right to demand that a competitor 
adequately distinguish his product.” 1 Nims 371. If this is impossible, “. . . the 
confusion must be accepted... .” 3 CALLMANN 1257. See also Flagg Mfg. Co. v. 
Holway, 178 Mass. 83, 59 N. E. 667 (1901); Shredded Wheat Co. v. Humphrey 
Cornell Co., 250 Fed. 960 (2d Cir. 1918). 


B. Non-Functional Features: 

1. The copying of non-functional features of an article not otherwise protected 
may constitute unfair competition. 3 CALLMANN 1254; 1 Nims 370, 378. 

2. Some courts grant recovery (a) where it is shown non-functional features have 
been copied on the premise the public will be deceived. The majority of courts (b) 
will protect only those non-functional features which have acquired secondary mean- 
ing. 

The leading case illustrating point (a) above, is Rushmore v. Manhattan Screw 
& Stamping Works, 163 Fed. 939 (2d Cir. 1908). 

The leading case illustrating point (b) above, is Crescent Tool Co. v. Kilborn 
& Bishop Co., 247 Fed. 299 (2d Cir. 1917). 

California follows the rule set forth in the Rushmore case. Grant v. California 
Bench Co., 76 Cal. App. 2d 706, 173 P. 2d 817 (1946). 


IV 


Protection Under the Lanham Act 
The Lanham Trade Mark Act was enacted into law on July 5, 1946. 15 U.S. C. 
§§1051-1127, 60 Stat. 427. One of its ostensible purposes was to counteract the 
effects of Erie R. R. v. Tompkins, 304 U. S. 64 (1938) which declared that there 
was no federal common law. Sections 1126(b)(h)(i) and 1127 make acts of unfair 
competition affecting interstate and foreign commerce matters which come exclusive- 
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ly within the orbit of the federal courts. It is apparently the intent of the act that 
citizens and residents of the United States shall now have the same protection 
against questionable business activities as the United States grants the nationals of 
those countries adhering to (a) the Paris Convention of March 20, 1883 for the Pro- 
tection of Industrial Property, as amended at London, June 2, 1934, and (b) the Pan- 
American Convention of February 20, 1929 (Washington, D. C.). 

Article 10 bis of the London Convention and Articles 20 and 21 of the Pan- 
American Convention offer a broader interpretation of acts of unfair competition 
than that generally followed in the United States. Whether this broader interpreta- 
tion is applicable to disputes solely between citizens or residents of the United 
States is unfortunately not yet resolved. The cases and text writers set forth below 
are among those who maintain that the broader basis is applicable. 

1. Stauffer v. Exley, 184 F. 2d 962 (gth Cir. 1950). 

2. Pagliero v. Wallace China Co., 198 F. 2d 339 (oth Cir. 1952). 

3. Steele v. Bulova Watch Co., 344 U. S. 280 (1952). 

4. 4 CALLMANN, THe Law or Unrair Competirion AND TRADE Marks 2208 (2d 
ed. 1950). 

5. DapHne Ropert, COMMENTARY ON THE LANHAM TRavE-Mark Act, at pp. 265, 
284-286 of 15 U.S. C. A. (following §1024). 


V 


Patent Law Protection 


See 35 U.S. C. §1 et seq., 66 Stat. 792 (Supp. 1952). See particularly sections 
ror and 102 which set forth the basis for patentability, and section 171 which concerns 
design patents. 


VI 
Protection of Ideas 
See Nimmer, The Law of Ideas, 27 So. Cautr. L. Rev. 119 (1954). 


VII 


Protection Under the Moral Right Doctrine 
See Katz, The Doctrine of Moral Right and American Copyright Law—A 
Proposal, 24 So. Cauir. L. Rev. 375 (1951), FourrH CopyricHt Law Symposium 78 
(ASCAP 1952); Roeder, The Doctrine of Moral Right: A Study in the Law of 
Artists, Authors, and Creators, 53 Harv. L. Rev. 554 (1940); Granz v. Harris, 198 
F, 2d 585, 590, 591 (2d Cir. 1952). 











LITERARY AND ARTISTIC PROPERTY 
(INCLUDING COPYRIGHT) AS SECURITY: 
PROBLEMS FACING THE LENDER 


Leon Kapian* 


In order to keep this article within manageable limits both as to scope and length, 
the writer makes the following assumptions and “ground rules.” 

So far as possible, the problems discussed will be limited to those which arise by 
reason of the character of the security involved; a lender who relies upon literary 
and artistic property as security will be confronted with many of the same problems 
which face lenders in general or lenders secured by ordinary tangible property, but 
this paper will concentrate upon the unique or at least special difficulties which face 
lenders who depend upon the particular security herein discussed. It is assumed that 
the relationship of the parties is simply borrower and lender, and that the security 
consists solely of literary or artistic properties. The efficacy of devices to transform 
the transaction into one other than a loan is not of concern. This paper will not 
deal with loans secured by literary or artistic material which has become part of 
other collateral; to some extent, for example, a lender secured by a motion picture 
or an assignment of royalties of a published literary work must consider certain of 
the problems presented below; nevertheless, there is excluded from consideration 
situations in which tangible or other collateral constitutes the basic security. 

Since this article deals primarily with security problems, it will not attempt to draw 
distinctions between literary property on the one hand and artistic property on the 
other. “Artistic properties” consist of such material as musical compositions, maps, 
works of art and reproductions of works of art, drawings, photographs, pictorial il- 
lustrations, designs, sketches, and dance routines. It is believed that from a security 
aspect the important difference is between copyrighted material on the one hand 
and uncopyrighted material on the other, and that the distinction between literary 
and artistic property is not of real significance. 

When discussing copyrighted material, it will be assumed that the copyright 
proprietor has made the necessary applications to the Register of Copyrights of the 
United States, has affixed the necessary notices, and has otherwise fulfilled the re- 
quirements necessary to secure a valid United States copyright. Except where other- 
wise noted, discussions of the problems relating to the hypothecation of copyright 
will refer to the hypothecation of the entire copyright by the copyright proprietor. 

Historically, literary and artistic properties had little economic significance and 
were of dubious value as collateral. Consequently cases involving hypothecations 
of this type of material are not numerous. There is still no established source of 


* A.B. 1930, LL.B. 1932, University of Southern California; member of the California bar. 
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loans for this type of security, but with the development of the entertainment busi- 
ness and in particular the coming of age of the motion picture and television in- 
dustries, transactions in which literary material is the basis of a loan are becoming 
more frequent. These transactions are now arising out of negotiations in which 
a company desiring to produce a motion picture, a television production or a play, 
requires funds in its early stages of production for preparatory work and has no 
collateral to offer at that stage except its literary rights. ; 

Finally, this article limits itself to a consideration of those problems which con- 
front a lender making a loan after receiving competent legal advice; problems which 
arise through faulty draftsmanship or which could have been avoided in the first 
instance by the selection of the proper instruments, compliance with required for- 
malities or the inclusion in the instruments of various safe-guarding provisions, will 
not be dealt with here. 

CopyRiGHTED MaTERIAL 
A. Unpublished Works 


Section 4 of the Copyright Act extends the privilege of copyright protection to 
“all the writings of an author.”’ Any artistic or literary work which meets this 
definition may be copyrighted under Section 10 of the Act by publication with 
notice of copyright affixed to each copy of the work published or offered for sale in 
the United States.? Section 12 of the Act extends the privilege of copyright pro- 
tection to works, copies of which are “not reproduced for sale,” 1.e., so-called un- 
published works.* But artistic and literary works which may be copyrighted as un- 
published works include only the works enumerated in Section 12: lectures or similar 
productions; dramatic, musical or dramatico-musical compositions; motion picture 
photoplays; photographs; motion pictures other than photoplays; works of art; plastic 
works; and drawings.’ 

The sections of the Copyright Act which deal with the mortgaging and assign- 
ment of copyrights’ make no distinction between copyrights upon published and 
those upon unpublished works. It would seem, therefore, that a copyright upon an 
unpublished work may be transferred or hypothecated under the Copyright Act in 
the same manner and to the same extent as a copyright upon a published work. 

One problem must be kept in mind when drafting a mortgage of a copyright 

117 U. S.C. §4 (Supp. 1952). 

? Id. §10. 

* Id. §12. 

“Horace G. Batt, THe Law or Copyricut AND Literary Property 98 (1944). Section 5 of the 
Copyright Act (17 U. S. C. §5) (Supp. 1952) specifies 13 different classes of works for copyright registra- 
tion purposes. Five classes are not eligible for copyright as unpublished works under Section 12 since 
they are not enumerated in that section: books; periodicals; maps; reproductions of works of art; and 
prints and pictorial illustrations. Section 5 provides that the classification of works made therein shall 
not be held to limit the subject matter of copyright as defined in Section 4 of the Act. Accordingly, 
it would follow that other kinds of artistic and literary works, not included within the classes enumerated 
in Section 5, but which meet the definition of “writings of an author” and which are not expressly 


enumerated in Section 12, also are not eligible for copyright as unpublished works. 
®17 U. S. C. §§28 and 30 (Supp. 1952). 
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upon an unpublished work. Such a copyright may lose its validity upon publication 
of the work.’ If the work is published in compliance with the rules governing the 
securing of a copyright upon publication, continued copyright protection is assured; 
if it is published without such compliance, the works falls into the public domain.’ 

What can the mortgagee do to prevent the copyright proprietor-mortgagor from 
publishing the work without notice of copyright and thereby destroying the copy- 
right? As a minimum precaution, the mortgage itself should contain a clear and 
unequivocal covenant on the part of the mortgagor not to authorize or permit the 
publication of the work without the consent of the mortgagee, or, at least, without 
complying with the requirements of the Copyright Act for securing a copyright 
upon published work. The effectiveness of such a clause, is, however, doubtful. 

Section 10 provides that the first publication of a “work” with the “required” 
notice secures the copyright; but it implies that a failure to affix the notice upon each 
copy, later published “by authority of the copyright proprietor,” will “forfeit” the 
copyright. And so the cases have held.* In American Press Association v. Daily 
Story Publishing Company,’ the licensee of a copyrighted story published the story 
without affixing to the printed copies thereof the statutory notice of copyright, in 
breach of an express provision contained in the agreement with the copyright pro- 
prietor. The United States Court of Appeals for the Seventh Circuit held that pub- 
lication of the story did not work a forfeiture or destruction of the copyright, on the 
theory that performance by the licensee of its contractual obligation to affix the statu- 
tory notice to all copies of the story published by it was a condition upon its license, 
and that the licensee’s wrongful conduct in violating this obligation should not be 
visited upon the licensor. In such a case, it may properly be said that the publication 
of the work is not “by authority of the copyright proprietor.” But in Daly v. Wal- 
rath,'® it was held that an author can destroy his licensee’s common law rights by 
publication, regardless of the fact that this may render the author liable to his licensee 
for damages for breach of contract. 

It would appear that if the copyright mortgagor authorizes or gives his consent 
to the publication of the work, such publication is “by authority of the copyright 
proprietor,” and if the publication is made without the statutory notice, forfeiture 
of the copyright will result, notwithstanding a provision in the mortgage prohibiting 
such publication. Nevertheless, since there is no case authority directly in point, 
and since the copyright mortgagee would at least be left with a cause of action 
against his mortgagor for breach of contract, the mortgage should contain a pro- 
vision of the kind referred to above. 


* Patterson v. Century Productions, 93 F. 2d 489 (2d Cir. 1937). 

"Ibid. See also: Lumiere v. Pathe Exchange, 275 Fed. 428 (2d Cir. 1921); Rosedale v. News Syn- 
dicate, 39 F. Supp. 357 (S. D. N. Y. 1941). 

* E.g., Mifflin v. Dutton, 190 U. S. 265 (1903); Louis De Jonge v. Breuker & Kessler Co., 235 U. S. 
33 (1914); National Comics Publication v. Fawcett Publications, 191 F. 2d 594 (2d Cir. 1941). 

® 120 Fed. 766 (7th Cir. 1902). 

7° 40 App. Div. 220, 57 N. Y. Supp. 1125 (2d Dep't 1899). 
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B. General Comments 


The first and most important decision which faces the lender is the selection of 
the form of security instrument he will require of the borrower and the determina- 
tion of what substantive provisions he can properly include therein. The only 
sections of the Copyright Act which deal with the hypothecation of copyrights are 
Sections 28 and 30."' Section 28 provides that: 


Copyright secured under this title or previous copyright laws of the United States may be 
assigned, granted or mortgaged by an instrument in writing signed by the proprietor of 
the copyright, or may be bequeathed by will. 


Section 30 reads as follows: 


Every assignment of copyright shall be recorded in the Copyright Office within three 
calendar months after its execution in the United States or within six calendar months 
after its execution without the limits of the United States, in default of which it shall be 
void as against any subsequent purchaser or mortgagee for valuable consideration, without 
notice, whose assignment has been duly recorded. 


Although Section 30 refers to “assignment of copyright” and does not expressly men- 
tion the word “mortgage,” it seems clear that a copyright mortgage is subject to the 
provisions of this section.’” 

Generally, lender’s counsel must choose between a mortgage, a pledge, or a grant 
or assignment which, though absolute on its face, is given to secure performance of 
the debtor’s obligations. Counsel can expect to find little assistance from cases 


decided under the Copyright Act. Only two reported cases have been found in 
which any issue relating to a copyright mortgage was involved.’* Caution would 
seem to dictate the use of an instrument which clearly and unequivocally purports 
to be a mortgage rather than one which purports to be an agreement of pledge."* 


7117 U. S. C. §§28 and 30 (Supp. 1952). 

12In In re Leslie-Judge Company, 272 Fed. 886 (2d Cir. 1921), the court held in effect that a mort- 
gage of copyrights was void as against the trustee in bankruptcy of the mortgagor since the mortgage, 
apparently, had not been recorded in the Copyright Office. In Waterman v. MacKenzie, 138 U. S. 252 
(1891) the United States Supreme Court interpreted an analogous section of the Patent Act as re- 
quiring the recordation of patent mortgages. This section provided: “An assignment, grant or convey- 
ance shall be void as against any subsequent purchaser or mortgagee for a valuable consideration, 
without notice, unless it is recorded in the Patent Office within three months from the date thereof.” 
Construing this section, the Court pointed out that (p. 256): “An assignment of the entire patent . . . may 
be either absolute or by way of mortgage. ...” The language of Section 30, itself, supports an interpre- 
tation that the term “assignment” includes mortgages, as well as outright assignments, The section states 
that an unrecorded assignment shall be void as against any subsequent purchaser or mortgagee for val- 
uable consideration, without notice, “whose assignment has been duly recorded,” instead of “whose 
assignment or mortgage has been duly recorded.” 

*8In re Leslie-Judge Company, 272 Fed. 886 (2d Cir. 1921); Republic Pictures Corporation v. 
Security-First National Bank of Los Angeles, 197 F. 2d 767 (gth Cir. 1952). 

** A pledge has been defined as a bailment of personal property to secure an obligation of the bailor. 
James L. Brown, PERSONAL Property 560 (1936). The main distinction between a pledge and a chattel 
mortgage is that in the case of a pledge possession of the security is delivered to the creditor. IJbid. 
Although this distinction obviously tends to break down in the case of intangibles, the courts continue 
to label as “pledges” many security transactions involving intangibles where only symbolic or ostensible 
delivery of possession takes place. See Robbins, The Pledge as an Illinois Security Device, 31 Cut.-KENT 
L. REv. 99 (1953); Note, Security Interests Under Pledge Agreements, 51 Yave L. J. 431 (1942). 
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Use of the pledge device gives rise to a number of uncertainties and would seem to 
afford no advantages. Although no cases have been found involving an attempted 
pledge of copyright, at least two cases decided in the federal courts’® reflect judicial 
recognition that a patent is a proper subject for a pledge as we]l as for a mortgage. 
The opinions in these cases, however, do not consider whether authority for the 
pledge device is to be found in the Patent Act or in local state law. In view of the 
fact that the Copyright Act specifically authorizes the mortgaging of copyrights but 
is silent on the subject of pledges, there is some doubt whether authority for the 
pledge device can be read into the Act. On the other hand, it seems reasonably 
clear that Congressional silence on the subject is not to be taken as evidence of Con- 
gressional intent to proscribe this form of hypothecation of copyrights. If it be held 
that Congress has not legislated on the matter, expressly or sub silentio, it follows 
that reference must be made to state law to determine the validity and effect of a 
purported pledge of copyright. Such a reference would raise difficult questions of 
choice of law,’® and, in many instances, give rise to uncertainties as to the lender’s 
rights under the pledge instrument.'* Moreover, while compliance with the recorda- 
tion provision of the Copyright Act probably would not be required to protect the 
pledgee’s rights against subsequent purchasers or encumbrancers if state law is 
deemed controlling on the subject, proper respect for the uncertainties inherent in 
the transaction would in any event compel the lender to record the pledge instrument 
in the Copyright Office. Thus the main advantage of the pledge technique—the 
elimination of the formalities required to validate a mortgage—would be lost.'® 

Nor does there appear to be any real advantage to the utilization of an absolute 
assignment given in fact as security for a debt—even though its use is comparatively 
widespread. Once it is established that the assignment is given as security—and this 
fact may be established by parol evidence’*—the courts will treat the assignment as 

*° Westmoreland Specialty Co. v. Hogan, 167 Fed. 327 (3d Cir. 1909); Western Battery & Supply 
Co. v. Hazelett Storage Battery Co., 61 F. 2d 220 (8th Cir. 1932), cert. denied, 288 U. S. 608 (1933). 

2° See infra under Section C of this paper. 

*TIf state law governs, at least two questions must be resolved: (1) whether the governing juris- 
diction recognizes an intangible such as a copyright as the proper subject of a pledge; and (2) what 
formalities, if any, must be complied with, under that state’s law, in order to meet the minimal require- 


ments of “delivery of possession” of the copyright to the pledgee, or of notice to third parties of the 
existence of the pledge. See: Robbins, The Pledge as an Illinois Security Device, 31 Cut.-Kent L. Rev. 
99 (1953). 

*® The lender might suffer an additional disadvantage in utilizing a security instrument which on its 
face purports to be an agreement of pledge. In Waterman v. MacKenzie, 138 U. S. 252 (1890), the 
United States Supreme Court held that a mortgagee of a patent, whose mortgage is duly recorded in 
accordance with the Patent Act, is entitled to maintain an action for infringement of the patent; the 
mortgagor has no standing to maintain such an action. The copyright mortgagee would seem to be 
entitled to the benefit of this rule. See Horace G. Batt, THe Law or CopyriGHT AND LITERARY PROPERTY 
552 (1944). But in Westmoreland Specialty Co. v. Hogan, and Western Battery & Supply Co. v. 
Hazelett Storage Battery Co., supra note 15, it was held that the pledgor of a patent is entitled to sue 
for infringements. Accordingly, a pledge, as distinguished from a mortgage, of a copyright might 
preclude the lender from maintaining an action for infringement of the copyright without joining his 
mortgagor in the action. 

** E.g., Paladini v. Durchman, 216 Cal. 212, 13 P. 2d 731 (1932). See Samuet W., Eacer, THE 
Law oF CHATTEL MORTGAGES AND CONDITIONAL SALES AND Trust RECEIPTS, 35 (1941). 
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a mortgage.” Foreclosure proceedings would then be required to eliminate the 
mortgagor's right of redemption and the advantages of a completed irrevocable 
transfer would disappear. Since a grant or assignment will not contain provisions 
customarily found in well-drafted mortgages (such as provisions relating to the hold- 
ing of public or private sales, waiver of notice of the holding of such sales, waiver 
of right of redemption, and the like) many of the advantages which can be obtained 
by use of the mortgage form would be lost. 

One point should be emphasized at this juncture. If the litigation or dispute in- 
volves the two original parties—the borrower and the lender—the form of the in- 
strument probably does not make too great a difference. The courts, in the exercise 
of their equitable powers, will generally enforce the agreement and the security 
provisions thereof in accordance with the intent of the parties.** Similarly, recorda- 
tion is not a requirement as between the original parties.2* The real problem arises 
when the lender is confronted with claims of a bona fide purchaser or encumbrancer 


for value. 
C. Formal Requirements of Copyright Mortgages 


As we have seen, the Copyright Act merely provides that a copyright “may” be 
mortgaged by an instrument in writing signed by the copyright proprietor.” Use of 
the permissive “may” suggests that an oral mortgage would be valid between the 
parties and those having notice.** But since recordation is a prerequisite to the 
validity of a copyright mortgage as against subsequent bona fide purchasers and 
mortgagees for value” and since a mortgage must be in writing to be recorded, the 
limited efficacy of a verbal mortgage is only of academic interest to the prudent 


lender. 
There are comprehensive statutes in every state which provide for the filing or 


recording of personal property mortgages in local offices of record.”® And statutes 


2° E.g., Waterman v. MacKenzie, 138 U. S. 252 (1890). 

21Glenn, The “Equitable Pledge,” Creditors’ Rights and the Chandler Act, 25 Va. L. Rev. 422 
(1939). 

*? An unrecorded copyright assignment is valid between the parties. Banks Law Publishing Co. v. 
Lawyers’ Cooperative Co., 169 Fed. 386 (2d Cir. 1909). Likewise an unrecorded patent assignment 
is valid between the parties. See, ¢.g., John Tuman & Sons, Inc. v. Basse, 113 F. 2d 928 (2d Cir. 1940). 

2317 U. S. C. §28 (Supp. 1952). 

**For the view that an oral assignment of copyright would probably be valid between the parties, 
see ARTHUR W. WeiL, AMERICAN CopyriGHT Law 545 (1917). 

25 17 U. S. C. §30 (Supp. 1952). 

26; Leonarp A. Jones, THE Law or CHATTEL MORTGAGES AND CONDITIONAL SALES 319 (6th ed., 
Bowers, 1933). The object of these statutes is to provide a mode of giving notice to third parties of 
the existence of the chattel mortgage and its lien in lieu of the delivery of possssion of the mortgaged 
property to the mortgagee, which was the only means of accomplishing the same purpose at common 
law. Ibid. The statutes generally provide that a mortgage of personal property shall be recorded in the 
town or county of the mortgagor’s residence. 1 id. at 320. In many state statutes it is provided that 
if the mortgagor is a non-resident of the state the mortgage shall be recorded in the county or town in 
which the property may be at the time the mortgage is executed. Jbid. Several state statutes provide that 
a mortgage of personal property shall be recorded not only in the county in which the mortgagor resides, 
but also in the county in which the property is located. Jbid. In other state statutes the mortgage need 
only be recorded in the county in which the property is situated at the time the mortgage is made. 
Ibid. As a prerequisite to recordation, local statutes generally require the mortgage to be acknowledged 
or witnessed in a specified manner. 1 2d. at 420 et seq. 








260 Law AND CONTEMPORARY PROBLEMS 


in many states prescribe in varying degrees of detail the form and mode of execu- 
tion and other prerequisites to validity of such mortgages.2” To insure the validity 
of his mortgage against the whole world, must the copyright mortgagee comply with 
such local requirements, as well as the minimal requirements of the Copyright Act? 
Although two commentators have answered this question in the affirmative,”* one 
court has indicated that the mortgaging of copyrights is the exclusive concern of 
federal law. In In re Leslie-Judge Company,” the United States Court of Appeals 
for the Second Circuit held that a mortgage purporting to cover intangibles, in- 
cluding copyrights, was invalid as against the trustee in bankruptcy of the mortgagor, 
since there was no local statute regulating intangibles, and “copyrights may be at once 
excluded from consideration because they can be mortgaged only under the federal 
copyright law.” In view of the dearth of reported cases involving copyright mort- 
gages, the law on this subject would appear to be far from settled.*° 

It seems probable, however, that if a copyright mortgage is recorded in accord- 
ance with Section 30 of the Copyright Act, the validity of the mortgage will not be 
effected by failure to comply with local recording or filing statutes. In providing a 
mode of giving notice to third parties of the existence of copyright mortgages and 
assignments, it would appear that Congress has preempted the field and superseded 
state laws on the same subject.** The fair implication of the language of Section 
30—that an assignment or mortgage of copyright shall be void as against subsequent 
bona fide transferees for value unless recorded in accordance with the statute—is that 
an assignment or mortgage recorded in compliance therewith shall be valid as against 
such third parties. The conclusion that Congress has preempted the field with re- 
spect to the subject of recordation would appear to be supported by cases decided 
under the Federal Ship Mortgage Act.** Since its enactment in 1850, this Act has 
contained provisions relating to the recordation of mortgages on “vessels of the 
United States”** similar to the recording provisions of the Copyright Act.” In a long 


*7 1 id. at 66 et seq. A California statute provides that the mortgage must be clearly entitled on 
its face, apart from and preceding all other terms, as a mortgage of crops and chattels, or either, as the 
case may be. Car. Civ. Cope §2956. In addition this statute prescribes the form in which the mort- 
gage may substantially be made. Ibid. The statutory form contains the date of execution of the mort- 
gage, the names of the mortgagor and mortgagee, description of the property mortgaged and the note 
or debt secured thereby, and the mortgagor's signature. Ibid. The California Supreme Court has held 
that the provisions of this statute must be strictly construed and that a mortgage which is not made in 
accordance therewith is invalid as against third parties. Kahriman v. Jones, 203 Cal. 254, 263 Pac. 537 
(1928). 

7° ARTHUR W. WeIL, AMERICAN CopyricHT Law 561 (1917); Freeman, The Copyright as Security, 
12 J. B. A. Kan. 257, 258 (1942). 

9° 292 Fed. 886 (2d Cir. 1921). 

*° The statutes of the governing jurisdiction, i.c., the state to whose laws reference would be made 
under the applicable rule of the conflict of laws, may not, as a matter of statutory construction, apply 
to a mortgage of intangibles such as copyrights. The New York courts have held, for example, that 
the New York statute which requires a mortgage of “goods and chattels” to be filed in local offices of 
record, does not apply to a mortgage or assignment for security of an intangible and that therefore 
such an instrument need not be filed or refiled as prescribed by the statute. See, ¢.g., Niles v. Mathusa, 
162 N. Y. 596, 57 N. E. 184 (1900). 

*2 See Allen v. Riley, 203 U. S. 347 (1906), discussed infra note 37. 

*? 41 StaT. 1000 (1920), 46 U. S. C. §§orr et seq. (1946). 

** The applicable provisions of the Ship Mortgage Act presently provide as follows: “No sale, con- 
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line of cases, both federal and state courts uniformly have held that the recordation 
provisions of the Ship Mortgage Act supersede and exclude all state laws providing 
for the filing or recording of ship mortgages in local offices of record.** 

Likewise, it would seem that if the copyright mortgage is in writing, and if it 
is signed by the copyright proprietor, its validity will be sustained notwithstanding 
non-compliance with local statutes prescribing the form and mode of execution of 
chattel mortgages. Since Congress has legislated on the subject and has declared that 
a copyright may be mortgaged in compliance with a few simple requirements as 
to form and execution, it appears reasonable to conclude that state statutes cannot 
impose additional requirements. Cases decided under the Patent Act*® and the 
Ship Mortgage Act*® support this view.*? 





veyance, or mortgage which, at the time such sale, conveyance, or mortgage is made, includes a vessel 
of the United States, or any portion thereof, as the whole or any part of the property sold, conveyed, or 
mortgaged shall be valid, in respect to such vessel, against any person other than the grantor or mort- 
gagor, his heir or devisee, and a person having actual notice thereof, until such bill of sale, conveyance, 
or mortgage is recorded in the office of the collector of customs of the port of documentation of such 
vessel, as provided in subdivision (b) of this section.” 41 Strat. 1000 (1920), 46 U. S. C. §g21(a) 
(1946). 

** E.g.: White’s Bank v. Smith, 7 Wall. 646 (U. S. 1868); Aldrich v. Aetna Ins. Company, 8 Wall. 
491 (U. S. 1869); Cunningham v. Tucker, 14 Fla. 251 (1873); Fleming v. Fire Ass’n, 147 Mich. 404 
(1907); Foster v. Chamberlain & Co., 41 Ala. 158 (1867); Wood v. Stockwell, 55 Me. 76 (1867); 
Mitchell v. Steelman, 8 Cal. 363 (1857); cf. Imperial Diesel Engine Co. v. Criscuolo, 32 Cal. App. 2d 
244, 89 P. 2d 674 (1939), cert. denied, 308 U. S. 620 (1939), rehearing denied, 308 U. S. 639 (1939). 

85In Welsbach Light Co. v. Cohn, 181 Fed. 122 (C. C. S. D. N. Y. 1910), plaintiff's standing to 
maintain an action for patent infringement was contested by the defendant. Plaintiff's title to the patent 
in question was based on a purported assignment from the former owner, a corporation. This assign- 
ment was in writing signed by the assignor’s president on behalf of assignor, and the president's signa- 
ture had been acknowledged before a notary public. Defendant contended that the assignment was in- 
valid since the acknowledgment was not in the form prescribed for corporate acknowledgments by the 
laws of New York, the state in which the assignment presumably was executed. The relevant section 
of the Patent Act then in effect provided that “every patent, or any interest therein, shall be assignable 
in law by an instrument in writing . . . and shall be acknowledged before any notary public. . . .". The 
court rejected defendant’s contention, stating (p. 127): “This [the Patent Act] is the statute upon which 
the question of assignment must rest. Patents are creatures of the federal statute, and it is within the 
province of Congress to provide the manner of their transfer.” 

®6Tn Shaw v. McCandless, 36 Miss. 296 (1858) the Mississippi Supreme Court sustained the validity 
of a ship mortgage, which had been executed in the state of Louisiana, against the contention that under 
Louisiana decisions mortgages on vessels were not valid unless made according to “the usage and laws 
of commerce.”” The court held that even if the ship mortgage, which had been recorded in compliance 
with federal requirements, had not been made in accordance with “the laws and usages of commerce” 
as defined by the Louisiana courts, the mortgage nevertheless was valid since (p. 300) “when the 
law of Louisiana authorizes mortages according to the laws and usages of commerce, and Congress 
establishes the rule regulating the subject, that rule becomes the law of commerce in relation to the 
subject; and if it authorizes the execution and registration of mortgages upon vessels, all mortgages 
made and recorded according to the requirements of the Act must be valid.” In The Gordon Campbell, 
131 Fed. 963 (W. D. N. Y. 1904) the court held valid a ship mortgage which had been properly re- 
corded in compliance with the Ship Mortgage Act, notwithstanding non-compliance with a local statute 
which provided that a mortgage given to secure a note, which does not on its face show that it is 
secured by a chattel mortgage, shall be absolutely void. 

*7 The enactment by Congress of Sections 28 and 30 of the Copyright Act probably has not de- 
prived the states of the power to enact legislation on the subject of transfer or hypothecation of copy- 
rights, provided that the matters regulated by such legislation do not fall within the ambit of Sections 
28 and 30. In Allen v. Riley, 203 U. S. 347 (1906), the United States Supreme Court upheld a Kansas 
statute which made it unlawful for any person to sell a patent right in any county in the state without 
first filing with the county clerk authenicated copies of the letters patent together with an affidavit affirm- 
ing the genuineness of the letters and the authority of the afhiant to sell the patented right. Defendant 
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Since, with the possible exception of In re Leslie-Judge Company, there appears 
to be no case law directly in point, the cautious mortgagee would do well to insist 
that his copyright mortgage be drafted, executed, and recorded in accordance with 
local laws regulating the mortgaging of personal property, as well as with the re- 
quirements of the Copyright Act. But to what jurisdiction should reference be 
made? Here, lender’s counsel is confronted with perplexing problems in the conflict 
of laws. Cases decided in the various jurisdictions, and even within the same 
jurisdiction, reflect a wide diversity of judicial opinion as to the proper rule of the 
conflict of laws to be applied in choosing the state law which determines the legal 
effect and validity of mortgages of personal property.** According to the Restate- 
ment*® the validity and effect of a chattel mortgage are determined by the law of 
the state where the chattel is located at the time the mortgage is executed. Many 
states, however, follow the rule that these matters are to be governed by the law 
of the state in which the mortgage is executed.*° Since the rule of conflict of laws 
of the forum is applied in determining the choice of law to govern a given situa- 
tion,*’ lender’s counsel must first pick out the state in which it seems most likely 
an action would be brought under the mortgage. In many instances the mortgagee 
will be a corporate lender doing business throughout the country, and mortgagor 
will be a producer who regularly commutes between New York, Hollywood, 
Chicago, and London. Under such circumstances, counsel’s choice of the “likely 
forum” would hardly be reliable. Even after counsel makes his best guess as to the 
jurisdiction in which suit probably would be brought, he may be confronted with 
a further question. The jurisdiction selected as the “likely forum” may follow the 
Restatement rule that the validity and effect of personal property mortgages are 
determined by the law of the state where the property is located at the time the 
mortgage is executed. But it is clear that a copyright is an intangible without a situs 
in any particular jurisdiction;*? hence the Restatement rule would not be applicable 
to a copyright mortgage. What rule would the “likely forum” then apply to de- 
termine the state law which governs such a mortgage? It is submitted that these 
choice of law problems can probably be eliminated, or at least lessened, by inserting 
in the mortgage a provision providing that the validity and effect of a copyright 
mortgage is to be governed by the Copyright Act and the laws of a stated juris- 





contended that the Kansas statute was invalid on the grounds that it infringed upon the exclusive 
power of Congress over patents and conflicted with the provision of the Patent Act regulating assign- 
ments of patents. The Court rejected these arguments, pointing out that in the interest of pro- 
tecting its citizens from fraud Kansas has the right to legislate on this subject until Congress does so. 
Said the Court (p. 357): “The mere provision in the Federal statute for an assignment and its record 
as against subsequent purchasers, etc. is not such legislation as takes away the rights of the States to 
legislate on the subject themselves in a manner neither inconsistent with nor opposed to the Federal 
statute.” 

*® Stumberg, Chattel Security Transactions and the Conflict of Laws, 27 Iowa L. Rev. 528 (1942). 

8° RESTATEMENT, ConFLict oF Laws §265 (1934). 

“°E.g., Kusser v. Sioux City Horse & Mule Co., 199 Iowa 200, 200 N. W. 404 (1922); Holt v. 
Mahoney, 60 S. D. 158, 244 N. W. 98 (1932). 

“ RESTATEMENT, ConFiict oF Laws §7 (1934). 

*? Stevens v, Gladding, 17 How. 448, 451 (U. S. 1854). 
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diction.** The copyright mortgage should then be prepared and recorded in accord- 
ance with the laws of that jurisdiction which are applicable to personal property 
mortgages in general. 

It is appropriate, at this point, to call the reader’s attention to a peculiarity in the 
provisions of Section 30. Under most recordation statutes a purchaser or encum- 
brancer is not concerned with claims which are recorded subsequent to his own. 
Section 30, however, provides that a mortgage of copyright is void as against sub- 
sequent purchasers or mortgagees, for valuable consideration, without notice, unless 
recorded within ninety days after its execution. Thus, if the copyright proprietor 
executed a mortgage to A on February 1, and, without disclosing this fact, executed 
another mortgage to B on February 10, A’s mortgage would have priority over 
B’s if recorded within ninety days from February 1 even though B’s mortgage is 
recorded first.“ B would be obliged to withhold payment of sums due the mort- 
gagor, or to cause the same to be held in escrow, for a period of ninety days from 
the date on which his mortgage was executed, in order to be certain that no 
previously executed assignment or mortgage recorded within the ninety-day period 
could obtain priority. 

D. Substantive Provisions of the Copyright Mortgage 

It is desirable for the protection of a mortgagee to include in the mortgage many 
substantive provisions, especially those relating to rights upon default. Provisions 
which give to the mortgagee upon default the power to sell the property at public 
or private sale, waiver or curtailment of notice of such sale, waiver of the right of 
redemption, confirmation of the right of the mortgagee to bid and purchase at the 
foreclosure sale, and the right to foreclose separately or en masse if more than one 
item of security is involved, are examples of the type of contractual protection mort- 
gagees desire. A well-drafted mortgage should also secure future advances and 
advances made for the protection, improvement or maintenance of the security; a 
copyright mortgage should give the mortgagee a lien upon additional copyrights 
secured upon different versions of the same work. As pointed out above, it may 
also be important to insert restrictions upon publication by the mortgagor of the 
copyrighted work and upon the uses which the mortgagor may make of the work. 

It is apparent that these matters are not regulated under the Copyright Act. In 
accordance with established principles, it seems that since Congress has not pre- 
empted the field by statutory regulations of its own, these matters will be governed 
by applicable local law.*® The draftsman may insert provisions of the kind described 
above so long as such provisions are valid under the laws of the governing state 
jurisdiction. 

“See: Stumberg, Chattel Security Transactions and Conflict of Laws, 27 Iowa. L. Rev. 528, 534 
es Herbert A. Howett, THe Copyricur Law 173 (1952). 

“** See Cookson v. Louis Marx & Co., 23 F. Supp. 615 (S. D. N. Y. 1938) (holding that the 
question of capacity to make an assignment of patent is governed by the law of the state of assignor’s 
domicile); Radio Corporation of America v. Cable Radio Tube Corporation, 66 F. 2d 778 (2d Cir. 1933), 
cert. denied, 290 U. S. 703 (1934) (holding that a parol license to sell patented articles for 4 years 
was void under state statute of frauds). 
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E. Enforcement of the Copyright Mortgage 

One of the first questions which confronts a mortgagee who desires to foreclose 
his copyright mortgage through judicial proceedings is the question of jurisdiction. 
In 1952 the only reported case on the subject—Republic Pictures Corporation v. 
Security First National Bank**—was decided by the Court of Appeals for the Ninth 
Circuit. The facts of that case were as follows: In an earlier action the bank, a 
California corporation, obtained a decree of foreclosure by default in the United 
States District Court upon a copyright mortgage executed by mortgagor, a California 
corporation. Since there was no diversity of citizenship, the jurisdiction of the Dis- 
trict Court depended on whether the proceeding was an “. . . action arising under 
any Act of Congress relating to patents, copyrights or trade marks.”*7 The bank 
instituted the instant action for declaratory relief against Republic Pictures Corpora- 
tion, the distributor of the motion picture upon which the copyright was secured. 
Republic contended that the decree of foreclosure in the earlier action was void since 
the Federal Court had no jurisdiction to hear the case. The District Court, in the 
declaratory relief action, rendered judgment for plaintiff Security Bank, holding 
that the federal courts have exclusive jurisdiction to foreclose copyright mortgages.*® 
This decision was reversed on appeal, the Court of Appeals holding that jurisdiction 
in such cases was vested exclusively in the state courts. The bank did not petition 
the Supreme Court to review this decision. 

Consideration should be given to the possibility that the decision reached in the 
Republic case will not be followed in other jurisdictions or may ultimately be over- 
ruled by a decision of the United States Supreme Court in a similar case. A mort- 
gagee obtaining a decree of foreclosure in a jurisdiction which ultimately follows 
a rule contrary to the rule of the Republic case may be confronted with a claim 
that his decree, and the title acquired thereunder, are void and that any exercise of 
dominion over the copyright constitutes a conversion. In order to minimize such 
risks it is suggested that either one of two courses be followed: (a) the foreclosure 
action should be instituted in the federal court if jurisdiction can be obtained upon 
the grounds of diversity of citizenship; or (b) if no diversity exists, foreclosure of 
the copyright mortgage should be accomplished by exercise of the power of sale in 
the mortgage, and, if the lender is the purchaser at the sale, he should thereafter file 
a quiet title or declaratory relief action in the appropriate state court in order to 
obtain judicial sanction for his title. Even if it is later determined, in a subsequent 
action, that the judgment rendered by the state court in the earlier quiet title or 
declaratory relief action was void for lack of jurisdiction, such a determination would 
not invalidate the sale itself. 


** 197 F. 2d 767 (gth Cir. 1952). 

*7 28 U. S.C. A. 1338(a) (Supp. 1952). 

“© Security-First National Bank of Los Angeles v. Republic Pictures Corporation, 97 F, Supp. 360 
(S. D. Cal. 1951). 

“*If the state courts have exclusive jurisdiction to foreclose a mortgage of copyright, a fortiori they 
have jurisdiction to entertain a suit to determine title to the copyright. See Luckett v. Delpark, 270 
U. S. 496 (1926). 
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F. Hypothecation of Less than the Entire Copyright 


A comparatively *frequent occurrence in transactions involving loans upon the 
security of literary material arises out of the following circumstances: A writes and 
becomes the copyright proprietor of a successful novel. A licenses unto B the entire 
motion picture rights. B, while preparing for the production of the motion picture, 
desires to borrow money to be secured by a mortgage on the motion picture rights 
to the novel. Can a lien enforceable as against third parties be created by such a 
mortgage? 

Partial assignments or licenses, i.¢., transfers of less than the entire copyright, 
have long been recognized by the courts and other authorities,° notwithstanding the 
fact that Section 28 of the Copyright Act does not expressly authorize anything less 
than a transfer of the whole copyright. The doctrine of “indivisibility of copyrights” 
has fallen into disrepute and in recent years has been limited by the courts to the 
purely procedural question of whether a transferee of less than all of the rights 
conferred by copyright is entitled to maintain an infringement action.’ Accord- 
ingly, it seems clear that there is nothing in the Copyright Act which bars or limits 
a partial mortgage, #.e., mortgage of less than the entire copyright.” 

If the lender’s rights under his partial mortgage are to be fully protected against 
the whole world, the mortgage must be an instrument which Section 30 of the Act 
requires to be recorded. Otherwise recordation of the mortgage will not constitute 
constructive notice of the mortgage and its lien to subsequent transferees and en- 
cumbrancers of the entire copyright or of the same rights;** moreover, with respect 


5° Sec: e.g., Herwig v. United States, 105 F. Supp. 384 (Ct. Cl. 1952); Horace G. Batt, THe Law 
oF CopyRIGHT AND LITERARY PROPERTY 534 (1944). 

*2 The theory that the Copyright Act recognizes only an all embracing indivisible copyright developed 
in cases in which the courts were confronted with the question of whether a transferee of less than 
the entire copyright is entitled to maintain an action against infringers. Haunted by the specter of a 
multiplicity of suits being brought against the infringer, the courts have held that the transferee may 
not maintain such an action without joining the copyright proprietor. See: e.g., New Fiction Publishing 
Co. v. Star Co., 220 Fed. 994 (S. D. N. Y. 1915); Goldwyn Pictures Corporation v. Howells Sales 
Co., 282 Fed. 9 (2d Cir. 1922). The concept of the indivisibility of copyright was embodied in a ruling 
of the Commissioner of Internal Revenue in I. T. 2735, XIIl-2 Cum. Buti. 131 (1933), in which the 
Commissioner ruled that a copyright constituted a single unit of property and that any rights granted 
thereunder by the author were merely licenses and that amounts paid for the rights granted constituted 
royalites which were taxable as ordinary income. In recent cases the courts have rejected this view 
and have held that a grant of one or more of the various rights enumerated in Section 1 of the Copy- 
right Act constitutes a “sale” of personal property, and, if the other requirements imposed by the In- 
ternal Revenue Code are met, the proceeds received by the “‘seller’’ will be taxable as long term capital 
gain, rather than ordinary income. See: e¢.g., Herwig v. United States, 105 F. Supp. 384 (Ct. Cl. 
1952). 

52 “Nothing in the law of copyrights bars or limits sale of any one of the numerous exclusive rights 
conferred by the various subdivisions of §1 [of the Copyright Act]. Congress has not disallowed such 
sales and nothing in the due enforcement of the Copyright Law suggests their disallowance. Quite the 
contrary. ... The scheme and details of the copyright legislation manifest a separate treatment of the 
various exclusive rights conferred by the statute. ... It segregates these rights into separately numbered 
paragraphs. In each paragraph there is listed, in the alternative, a more detailed subdivision of the 
various rights. Each of these rights is substantial and exists separately from the others, and has of 
course been considered a property right.” Frankfurter, J., dissenting in Commissioner v. Wodehouse, 
337 U. S. 369, 420-422 (1949). 

®3 See Horace G. Batt, THe Law or Copyricnt AND LiTERARY Property 449-550 (1944). It is 
generally held that unless required by law the recordation of a document does not operate to give 
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to the existence of prior mortgages on the same rights, our lender would not be 
able to rely on his search of the records of the Copyright Office even though the 
search disclosed that no prior mortgage on the same rights was of record. The un- 
recorded mortgage, of which our lender presumably does not have actual notice, 
being prior in time, probably would prevail.** If the mortgage of less than a whole 
copyright is subject to the recordation requirements of the Copyright Act, it will be 
void as against subsequent bona fide transferees for value if not recorded within the 
statutory period. But if such a mortgage is not subject to Section 30 of the Act, 
failure to record would not, it would seem, invalidate the mortgage as to subsequent 
transferees. 

There is substantial case authority for the proposition that a license is void as 
against a subsequent transferee of the copyright or the same rights, for value and 
without actual notice of the prior license, unless the prior license is recorded in ac- 
cordance with the recordation provisions of the Copyright Act. At least two cases 
decided by the Court of Appeals for the Second Circuit so hold.®® Although several 
commentators on the law of copyright take the position that the Act does not 
require the recordation of licenses and that, accordingly, recordation will not con- 
stitute constructive notice to third parties of the existence of such licenses, the obvious 
implication of these cases is to the contrary. It would appear, therefore, that the 
licensee is protected both against prior transferees and subsequent transferees if there 
is no prior transfer of record in the Copyright Office, and if in addition the licensee 
records his license within the period allowed by the Copyright Act. And in these 
respects there would seem to be no reason to treat a partial mortgage differently than 
a license. 

But one of the facts in our hypothetical situation requires special consideration. 
It will be remembered that B, our borrower-mortgagor, is himself a licensee. Does 
the fact that B is not the “copyright proprietor” change our conclusion as to the 
validity and recordability of the partial mortgage? Here again the license cases 
are helpful. The federal courts have long recognized the validity of licenses of 
rights under a patent executed by individuals who themselves were licensees of the 





constructive notice of its contents. E.g.: Rehm v. Reilly, 161 Wash. 418, 297 Pac. 147 (1931); 
Kendrick v. Colyar, 143 Ala. 597, 42 Sv. 110 (1904); Rudolph Wurlitzer Co. v. Cohen, 156 Md. 368, 
144 Atl. 641 (1929). 

°*See Freeman, The Copyright as Security, 12 J. B. A. Kan. 257, 259 (1942). 

°° Photo Drama Motion Picture Co. v. Social Uplift Film Corp., 220 Fed. 448 (2d Cir. 1915); Brady 
v. Reliance Motion Picture Corp., 229 Fed. 137 (2d Cir. 1916); cf. Macloon vy. Vitagraph, 30 F. 2d 
634 (2d Cir. 1929). The decision of the Second Circuit in Photo Drama Motion Picture Co. v. Social 
Uplift Film Corp., supra, has been criticized on the ground that the court erroneously considered the 
instruments of transfer as assignments instead of licenses. ARTHUR W. WeiL, AMERICAN CopyriGHT Law 
562, 563 (1917). However, in its opinion in the same case the District Court (Judge Learned Hand) 
stated: “However, it is really not necessary to consider whether or not this is a license or an assignment, 
because a license falls before an assignment taken in good faith anyway. It would be absurd to protect a 
subsequent purchaser against a prior unrecorded assignee and leave him open to prior unrecorded licenses 
which should defeat him.” 213 Fed. 374, 377 (S. D. N. Y. 1914). 

°° ArrHUR W. Wei, AMERICAN CopyricHr Law 562-564 (1917); Horace G. Batt, THe Law oF 
CopyriGHT AND LiTERARY PROPERTY 550 (1944). 
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same rights from the patent proprietor.*’ The only restriction imposed by the 
courts is that the agreement between the patentee and the first licensee must ex- 
pressly permit the further transfer of the rights involved.” 

In the light of these cases, the lender should make sure that the prior agreement 
between his mortgagor and the copyright proprietor expressly permits the further 
transfer of the same rights. If the original license agreement so provides, there 
would seem to be no reason why the partial mortgage, if properly executed and re- 
corded in accordance with the Copyright Act, would not be valid as against the 
whole world. 

Photo Drama Motion Picture Co. v. Social Uplift Film Corp.™ is authority for 
this view. In that case the author of a novel assigned his right to copyright the novel 
to a publisher. The publisher secured copyright upon the novel and thereafter re- 
assigned all dramatization rights, including motion picture rights, to the author. 
The author then transferred the motion picture rights to one Totten. Totten did 
not record his “assignment.” Thereafter the author transferred the motion picture 
rights in the novel to plaintiff, who duly recorded his “assignment.” Plaintiff pro- 
duced and copyrighted a motion picture based on the novel. Subsequently plaintiff 
filed an action to restrain defendant, Totten’s transferee, from producing and selling 
motion pictures based on the novel. The District Court entered an order granting 
plaintiff's motion for preliminary injunction. This order was affirmed by the Court 
of Appeals for the Second Circuit, which held that plaintiff acquired the motion pic- 
ture rights free and clear of Totten’s unrecorded “assignment.” Although it is clear 
that the author was nothing more than a licensee, #.¢., a transferee of less than the 
entire copyright, that fact did not affect the determination that the transfer to Totten 
was subject to the recordation requirements of the Copyright Act. 

G. The Copyright Renewal Problem 
Before bringing our discussion of copyrighted material to a close, a brief reference 


to the problems presented by the copyright renewal statute is necessary. Section 
24 of the Copyright Act® provides that a copyright shall endure for a period of 


57 > WALKER ON Patents §388 (Deller’s ed. 1937). 

*® E.g., Karl Kiefer Mach. Co. v. U. S. Bottlers Machinery Co., 114 F. 2d 169 (7th Cir. 1940). 

5° 520 Fed. 448 (2d Cir. 1914). 

°° 17 U. S. C. §24 (Supp. 1952). This Section provides that: “The copyright secured by this title 
shall endure for twenty-eight years from the date of first publication, whether the copyrighted work 
bears the author’s true name or is published anonymously or under an assumed name: Provided, That 
in the case of any posthumous work or of any periodical, cyclopedic, or other composite work upon 
which the copyright was originally secured by the proprietor thereof, or of any work copyrighted by 
a corporate body (otherwise than as assignee or licensee of the individual author) or by an employer 
for whom such work is made for hire, the proprietor of such copyright shall be entitled to a renewal 
and extension of the copyright in such work for the further term of twenty-eight years when application 
for such renewal and extension shall have been made to the copyright office and duly registered therein 
within one year prior to the expiration of the original term of copyright: And provided further, That in 
the case of any other copyrighted work, including a contribution by an individual author to a periodical 
or to a cyclopedic or other composite work, the author of such work, if still living, or the widow, 
widower, or children of the author, if the author be not living, or if such author, widow, widower, or 
children be not living, then the author’s executors, or in the absence of a will, his next of kin 
shall be entitled to a renewal and extension of the copyright in such work for a further term of 





268 Law AND CONTEMPORARY PROBLEMS 


twenty-eight years from the date of first publication and may be renewed for an 
additional twenty-eight years by an application filed in the Copyright Office in the 
twenty-eighth year of the original term by the person entitled to the renewal. 

The first point which the lender should keep in mind is that the people who may 
obtain the renewal are specifically enumerated in the Act and are more limited in 
number than those who may take out first rights. With respect to most copyrighted 
works, only the author, if alive at the time of renewal, is entitled to renew the copy- 
right term, even though he may not be the proprietor of the original copyright. In 
the case of any “posthumous work” or “other composite work” or of any work “copy- 
righted by a corporate body (otherwise than as assignee or licensee of the individual 
author) or by an employer for whom such work is made for hire,” the copyright 
proprietor, who is not the author of the work, is entitled to the renewal.** Thus, to 
keep his security interest alive during the renewed term, the lender must make sure 
that his mortgage on the renewal copyright is executed by the person entitled to the 
renewal. Where the copyright proprietor is not within the class of persons expressly 
designated by the statute as being entitled to a renewal, the lender may need two 
mortgages: one mortgage covering the original copyright executed by the copyright 
proprietor; and a second mortgage hypothecating the renewal copyright executed by 
the author or other person entitled thereto. 

The second point to consider is that the renewal, when secured, is free and clear 
of any right, interest or license granted under the original copyright. It is well 
settled, however, that prior to the renewal period an author may assign his ex- 
pectancy of the renewal right, but that the effectiveness of the assignment depends 
upon the survival of the author to the renewal period.** If the author dies prior 
to the renewal period, ie., prior to the first day of the twenty-eight year of the 
original term, the assignment is a nullity.6* It would appear, on the authority of the 
assignment cases, that an author may, prior to the renewal period, also hypothecate 
his expectancy of the renewal right, and that such hypothecation will become effective 
if the author is alive on the first day of the twenty-eighth year. Accordingly, in any 
case in which the copyright proprietor is one of the persons entitled to a renewal, 
the lender should make certain that his mortgage contains clear and unequivocal 
language hypothecating the renewal right. 

But, the lender should bear in mind that if the author dies prior to the renewal 
period, the author’s right of renewal passes under the statute to his widow, children, 





twenty-eight years when application for such renewal and extension shall have been made to the copy- 
right office and duly registered therein within one year prior to the expiration of the original term of 
copyright: And provided further, That in default of the registration of such application for renewal 
and extension, the copyright in any work shall determine at the expiration of twenty-eight years from 
first publication.” 

** See discussion in Shapiro, Bernstein & Co. v. Bryan, 123 F. 2d 697, 699 (2d Cir. 1941). 

* E.g., Fitch v. Shubert, 20 F, Supp. 314 (S. D. N. Y. 1937); G. Ricordi & Co. v. Paramount 
Pictures, 189 F. 2d 469 (2d Cir. 1951). 

**M. Witmark & Sons v. Fred Fisher Music Co., 125 F. 2d 949 (2d Cir. 1942), aff'd, 318 U. S. 
643 (1943). 

** Ibid. 
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executor or next of kin. If the author dies prior to the first day of the twenty-eighth 
year, the prior assignment of his expectancy of renewal does not cut off the rights 
of renewal extended by the statute to his widow, children, executor or next of kin.® 
Thus, even if the mortgage expressly covers the author’s right of renewal, the death 
of the author prior to the renewal period will render the mortgage a nullity—as far 
as the renewal copyright is concerned. To be fully protected against this con- 
tingency, the lender would have to obtain a separate mortgage or assignment from 
the author’s potential successor. This presents a considerable problem. It would 
be most difficult to foretell which persons—widow, children, executor or next of 
kin—will succeed to the renewal rights upon the death of the author, particularly 
where the author is a relatively young man and the original copyright term still 
has many years to run. As a practical matter, the need to obtain a lien on the re- 
newal copyright becomes urgent only if the original copyright has but a short time 
left to run. Under such circumstances, the lender may find himself faced with the 
problem of securing mortgages or assignments from a number of persons other than 
the copyright proprietor. 


UNcopyYRIGHTED MATERIAL 


For the purposes of this discussion, the term “uncopyrighted material” refers to 
any original literary or artistic work which has not been copyrighted under the 
federal copyright statute, and which has not been dedicated to the public as a result 
of publication of the work or abandonment of the rights therein. Historically, the 
phrase “common law copyright” has been used to designate the bundle of rights 


conferred at common law on the owner of such a work.®’ Since a common law copy- 
right is lost by publication, the essential common law rights conferred on the owner 
of an uncopyrighted work are the exclusive right to make first publication of the 
work and the correlative right to prevent or limit publication.® 

To begin with, our lender, who desires to make a loan on the security of un- 
copyrighted material, is faced with the practical problem of making an independent 
determination as to whether his prospective lien on the work would be subject to any 
prior transfers or liens. In the case of copyrighted material, the prospective lender 
may search: the records in the copyright office and if he finds no record of a prior 
transfer or hypothecation he is reasonably assured that his mortgage, if duly recorded 
in accordance with Section 30 of the Copyright Act, will have priority over the 
claims of any prior assignee or encumbrancer.™ In the case of uncopyrighted matter, 
no comparable precaution can be taken. A search of the official records of every 

° Ibid. 

° For a discussion of this problem, see Selwyn & Co, v. Veiller, 43 F. Supp. 491, 494 (S. D. N. Y. 


1942). 
®T CopyRIGHT AND LITERARY Property, 18 C. J. S. 133, 138 (§1 ef seq.) (1939). 
68 2 
Ibid. 
°° As has already been pointed out, the lender runs the risk that a previously executed mortgage or 
assignment may be recorded after the lender’s mortgage is recorded but within ninety days from the 
date of its execution, in which event it would prevail over the lender’s mortgage. See supra, page 


263. 
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county or city wherein a prior transaction involving the work might have been con- 
summated obviously would not be feasible. Even if such a comprehensive search 
could be made, it would be of little value, since it is unlikely that any state requires 
the recordation of assignments or licenses of uncopyrighted material and it is doubt- 
ful if many states require the recordation of instruments creating liens upon such 
property. In the last analysis, the prospective lender must rely on the good faith 
of the borrower and on the ingenuity of his counsel in verifying the borrower’s 
representations. 

To determine whether a common law copyright may validly be hypothecated, 
and, if it may, the kind of security device which should be utilized in effecting such 
hypothecation, lender’s counsel must, of course, look to the laws of the governing 
state jurisdiction. It is not within the scope of this paper to summarize or attempt 
to summarize the applicable statutory and case law of each of the forty-eight states. 
At best, the writer can merely point up the kind of problems which lender’s counsel 
can expect to encounter. At the outset, counsel is confronted with the same difficult 
questions of choice of law, to which reference has already been made in our dis- 
cussion of copyrighted material.” 

If the statutes of the governing jurisdiction which regulate the form and re- 
cordation of personal property mortgages are broad enough to authorize and regu- 
late the mortgaging of intangibles such as common law copyrights, the problems 
are greatly simplified. The lender’s security interest will be protected against sub- 
sequent transferees and creditors by a mortgage prepared, executed, and recorded 
in accordance with these statutes.7* Moreover, compliance with the local statutes will 
eliminate the risk that at some later date a court may decide that the statutory re- 
quirements extend to other forms of security instruments or that a particular security 
instrument constitued, in effect, an attempted mortgage which was rendered in- 
valid by non-compliance with the mortgage statutes. 

The state personal property mortgage statutes may not, however, be applicable to 
mortgages of intangibles, such as common law copyrights. The New York Lien 
Law,” for example, provides that every mortgage of “goods and chattels” and 
certain canal craft shall be absolutely void as against creditors of the mortgagor and 
subsequent purchasers and mortgagees in good faith and for a fair consideration 
unless recorded and re-recorded in accordance with the applicable statutory pro- 
visions. The New York courts have held that this recording statute does not apply 
to mortgages on personal property generally, but only to mortgages on personal 
property which meets the definition of “goods and chattels.”** Thus, it has been 
held that an instrument effecting the hypothecation of an intangible such as a claim 


See pages 262-263 supra. 

™ See 1 Leonarp Jones, CHatreL MortcaGEes aND ConDITIONAL SALEs 379 ef seq. (6th ed., Bowers 
1933). 

7?N. Y. Lien Law §230 et seq. (1940). 

"8 E.g., Niles v. Mathusa, 162 N. Y. 596, 57 N. E. 184 (1900). 
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or demand,” accounts receivable,”® a mortgage”*or a liquor tax certificate," is not 
subject to the recordation requirements of the Lien Law. Moreover, the United 
States Court of Appeals for the Second Circuit has stated in one case that there is 
no New York statute regulating the mortgaging of intangibles such as good will 
and trade-marks.”® 

If there is no local statute regulating the mortgaging of common law copyrights, 
recourse must be had to the decisional law of the state to determine whether such 
a mortgage will stand up against creditors of the mortgagor and subsequent trans- 
ferees. If counsel finds no reliable case authority for the mortgage device, he may 
find authority in analogous cases for the hypothecation of such property by a security 
assignment or pledge. In New York, the courts have upheld security assignments 
of various intangibles. In Harrison v. Burlingame,” it was held that the rights 
acquired by a lender under a security assignment of a mortgage were superior to 
those of a subsequent bona fide purchaser of the mortgage for value. In Niles v. 
Mathusa,®° the New York Court of Appeals held valid, as against the claims of a 
subsequent judgment creditor, an assignment of a liquor tax certificate given to 
secure a loan. And the United States Court of Appeals for the Second Circuit, apply- 
ing New York law, held in Rockmore v. Lehman*' that a security assignment of 
moneys due under a contract was valid as against the trustee in bankruptcy of the 
assignor. The Illinois courts have upheld, as against the claims of third parties, 
pledges of such intangibles as a conditional vendor’s interest under a conditional sales 
contract,®? a judgment lien,** an interest in a partnership,** moneys due under a 
lease,*° and a seat on a livestock exchange.* 

Thus, in those jurisdictions in which there is no statutory or case authority for 
a mortgage of the common law rights in uncopyrighted material, lender’s counsel 
may find case authority for the hypothecation of the property by means of some other 
security device. In such a jurisdiction, counsel should cast his security instrument 
in the form approved by the courts in analogous cases. 

Since a large number of security transactions of the kind discussed in this paper 
are consummated in California, it may be profitable to consider some of the problems 
presented by the unique statutes of that state. 

A California statute provides that :* 

**Hammond vy. Carthage Sulphite Pulp & Paper Co., 8 F. 2d 35 (2d Cir. 1925). 

*8 In re Hub Carpet Co., 282 Fed. 12 (2d Cir. 1922). 

7° Harrison v. Burlingame, 48 Hun 212 (N. Y. 1888). 

77 Niles v. Mathusa, supra, note 73. 

"In re Leslie Judge Company, supra, note 29. 

*° Note 76, supra. 

*° Note 73, supra. 

§2 129 F. 2d 892 (2d Cir. 1942). 

®2 Chapin v. Tampoorlos, 325 Ill. App. 219, 59 N. E. 2d 545 (1945). 

*8 Bowles v. Seymour, 184 Ill. App. 240 (1913). 

“* Home State Bank v. Vandolah, 188 II]. App. 123 (1914). 

*° Ross v. Skinner, 107 Ill. App. 579 (1903). 


8 Dress Co, v. Fahy, 313 Ill. 262, 142 N. E. 103 (1924). 
®7 Cac. Civ. Cope §2955 (1949). 
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Mortgages may be made upon . . . any and all kinds of personal property except 
. . . personal property not capable of manual delivery. 


While a mortgage of property “not capable of manual delivery” probably is valid 
between the parties and persons having actual notice thereof,** such a mortgage 
would seem to be invalid as against subsequent bona fide transferees for value and 
attaching creditors of the mortgagor. The recent case of In re Quaker Room*® 
involved an attempt by the owner of a California on-sale liquor license to mortgage 
it as security for a loan. In a proceeding brought by the trustee in bankruptcy of 
the “mortgagor” for an order directing the “mortgagee” to turn over the license 
to the bankrupt estate, the United States District Court for the Southern District of 
California held that the mortgage may, under California law, be avoided by attach- 
ing creditors of the mortgagor, and, therefore, by the trustee in bankruptcy, since 
a California on-sale liquor license is a species of property “not capable of manual 
delivery.” 

A common law copyright obviously falls within the category of “personal prop- 
erty not capable of manual delivery.” Thus, under California law, an instrument 
which on its face clearly and unequivocally purports to mortgage the common law 
rights in an uncopyrighted work undoubtedly would be invalid as against subse- 
quent bona fide transferees for value and attaching creditors of the putative mort- 
gagor. ‘The statutory prohibition against mortgages of “personal property not 
capable of manual delivery” does not mean, however, that under California law per- 
sonal property within this category may not, as against subsequent transferees and 
creditors, be validly hypothecated by some other security device. In Joint Pole 
Association v. Steele, the California Supreme Court held that an assignment of 
money to be paid under a contract, given for security, created a pledge which was 
good as against an execution creditor of the pledgor, although concededly it did not 
meet the requirements of the law as to chattel mortgages. 

When the result in the Quaker Room case is compared with that in the Joint 
Pole case, the importance which California law seemingly attaches to the form 
of the security instrument becomes evident. It is submitted that the attempted 
hypothecation of the liquor license in the Quaker Room case might well have been 
upheld had the security document in that case been cast in the form of an agreement 
of pledge instead of a mortgage.** 


°8 Id. §2973. 

8°90 F. Supp. 758 (S. D. Cal. 1950). 

°° 213 Cal. 233, 2 P. 2d 335 (1931). 

** Notwithstanding the fact that the security document in the Joint Pole case apparently was in the 
form of an outright assignment, it would seem advisable, if California law governs the transaction, to 
draft the security instrument in the form of an express agreement of pledge instead of an assignment. 
This would eliminate the risk that at some future date a court, subjected to conflicting oral evidence 
as to the nature of the transaction, might hold that the assignment constituted an attempted mortgage 
of “personal property not capable of manual delivery” and therefore is invalid as against a subsequent 
transferee or creditor. See, ¢.g., Stewart v. Leasure, 12 Cal. App. 2d 652, 55 P. 2d 917 (1936), in which 
it was held that a lien on property belonging to a lessee, which was created by a clause in a lease, 
was subject to a subsequent mortgage on the same property, since the lease was not executed or recorded 
in accordance with the statutes governing chattel mortgages. 
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The use of the pledge device to effect hypothecation of a common law copyright 
raises a further question. Because of judicial preoccupation with the requirement 
that possession of the pledged property be delivered to, and retained by, the pledgee, 
so as to give notice to third parties of the existence of the lien, the early cases seem 
to have held that only tangible personal property might be made the subject of a 
pledge.*? Jt can no longer be doubted, however, that many kinds of intangibles may 
be pledged.* In the case of a chose in action represented by an “indispensable 
instrument,” such as a bank deposit passbook, stock certificate or life insurance 
policy, the change of possession requirement is met by manual delivery of the “in- 
dispensable instrument” to the pledgee.** However, where the intangible is not 
represented by an indispensable instrument, only minimal formalities are necessary 
to constitute delivery of possession. Ordinarily the execution and delivery of an as- 
signment or other writing will constitute all the delivery and change of possession 
that can be made in the case of such an intangible.®® But must additional formalities 
be complied with to satisfy the possession or notice requirement in the case of a 
pledge of an uncopyrighted work? To protect his security interest as against sub- 
sequent transferees or creditors, should the pledgee-lender require the pledgor 
to deliver to him the original manuscript or a copy thereof? It can hardly be said 
that the basic common law rights in the work, #.c., the right of first publication and 
the right to withhold or limit publication, are “represented” by the manuscript. Ac- 
cordingly, it would seem that if the governing jurisdiction recognizes a pledge of 
a common law copyright, the pledge can be effected merely by the execution and 
delivery of an appropriate agreement or assignment. 

The pledgee or mortgagee of a common law copyright, like the mortgagee of a 
copyrighted unpublished work, is faced with the possibility of an unauthorized pub- 
lication by the pledgor or mortgagor which might constitute a dedication of the 
work to the public and thereby render the security valueless. This problem has 
already been discussed and the discussion need not be repeated here.®* Suffice it to 
say that as a minimum precaution the lender should insist upon the inclusion in the 
mortgage or pledge agreement of a provision prohibiting or limiting the mortgagor’s 
or pledgor’s right to publish the work. 

CoNncLusION 

It is manifest that the problems which confront the lender who undertakes to 
lend money on the security of literary or artistic property are many and the answers 
few. The dearth of reported cases on the subject makes counsel’s job exceedingly 
difficult in this field. Perhaps, however, many of the difficulties stem from the ab- 
stract character of this kind of property. Justice Holmes once said:* 


®2 Ray A. Brown, A TREATISE ON THE Law OF PERSONAL PropERTY 560 ef seq. (1936). 

°8 Ibid. See, also, cases cited in notes 83 through 86, supra. 

** Note, Security Interests Under Pledge Agreements, 51 Yate L. J. 431, 436-437 (1942). 
°5 E.g., Joint Pole Association v. Steele, supra, note go. 

°° See supra, pages 255-256. 

°? White-Smith Music Publishing Co. v. Apollo Co., 209 U. S. 1, 19 (1908). 
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But in copyright property has reached a more abstract expression. The right to exclude 
is not directed to an object in possession or owned, but is in vacuo, so to speak. It re- 
strains the spontaneity of men where but for it there would be nothing of any kind to 
hinder their doing as they saw fit. It is a prohibition of conduct remote from the persons 
or tangibles of the party having the right. It may be infringed a thousand miles from the 
owner and without his ever becoming aware of the wrong. 


It is not surprising that, as collateral, copyright—the right to restrain “the spontaneity 
of men”—does not fit conventional notions developed in the law of security. 
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THE COMPOSER AND THE PUBLIC INTEREST— 
REGULATION OF PERFORMING RIGHT SOCIETIES 


HERMAN FINKELSTEIN* 


INTRODUCTION 


It is impossible to consider the basis for regulating performing right societies 
without analyzing the economic role of music in modern society. Performing right 
societies deal in only one phase of music—the licensing of users to perform musical 
works publicly for profit. 

A proper understanding of our subject requires a study of the public interest in- 
volved in (a) protecting writers and publishers of copyrighted musical works; (b) 
permitting commercial users of those works to have ready access to them upon 
reasonable terms; and (c) preserving the free flow of music from the composer to 
the public without undue interference on the part of users acting collectively. 

The economic status of the composer and the people with whom he deals must 
be within the scope of our inquiry. If we regulate writers and publishers when they 
act collectively in bargaining with commercial users, shall we also regulate the 
latter when they bargain collectively with performing right societies ?? 

Finally, if regulation appears to be necessary, should it be by judicial pronounce- 
ment in antitrust suits, or by statute? If the latter, what provisions should such 
statutes make in the interest of all branches of the public? 

The first part of this paper will deal with the role of the composer and his 
publisher in modern society; the second part will discuss the subject of regulation 
of performing right societies in relation to the public interest. 


I 
Tue PLace oF THE CoMPosER IN MopERN SOCIETY 


A. Difficulties Arising Out of Public Apathy Toward Theft of 
Literary and Musical Property 


The notion that a composer or author has a property interest in his compositions 
is of relatively recent origin. In fact, some text writers still insist that a copyright 
is not property but rather is merely a personal right like the right of privacy, or the 
right not to be defamed.” If gentlemen ljearned in the law refuse to recognize that 
an author is creating a property right when he toils to fashion literary or musical 
works, we can hardly blame the average citizen if he becomes incensed at the notion 

* General Attorney, American Society of Composers, Authors and Publishers (ASCAP). The views 
expressed in this paper are not to be regarded as the views of ASCAP. 

For a discussion of the dangers of collective control of the media through which ideas or entertain- 
ment are disseminated, see Weaver and Cooley, Competition in the Broadcasting of Ideas and Entertain- 


ment—Shall Radio Take Over Television?, 101 U. or Pa. L. Rev. 721 (1953). 
* For a criticism of this view see Finkelstein, Review, 48 Yare L. J. 712, 713 (1939). 
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that he is a thief if he appropriates, or takes liberties with, a mere song. Until recent 
times, who ever heard of a song being worth anything? Are we not all familiar 
with the value placed upon the poet’s output by the use of the expression, “he got 
it for a song,” to indicate a trifling payment? 

In Paull’s Literary Ethics, we are told that as recently as 1832, an owner of several 
theatres testified before a select committee that in his opinion no dramatist except 
Sheridan Knowles deserved to be paid.* The composer of musical works was still 
suffering from that public attitude as late as 1918, when Atkin, L. J., remarked :* 


One has to remember that there are a great many persons honourable in every trans- 
action of life who do have very loose notions as to the honesty of dealing with ‘other 
persons’ property in such matters as copyright, and I am not the first person to talk about 
piracy or stealing in respect of infringements of copyright. One is not likely to forget 
the petition of the great writer Carlyle to the House of Commons in which he sought for 
protection for what he called his “small winnings” for a period, I think he asked of sixty 
years and in which he concluded: “After such period, unless your Honourable House 
otherwise provides, they may begin to steal,” and I certainly think that it is satisfactory 
to find that this Society which, after all, in the present case is merely engaged in securing 
the fruits of their labours to the musical composers, has a legal object and cannot be 
defeated in what one cannot help feeling is a position of public interest. 


As a result of public indifference to the theft of literary and musical works, 
authors must apprehend pirates at their own expense, for the police officers in the 
United States do not consider the theft of property rights of authors in the same class 
as larceny or assault. 

The opportunities for piracy of the works of authors increase with new 
inventions of means of mass communication. Whereas originally literary theft be- 
came profitable only through printed reproductions of the stolen work, today such 
piracy may be accomplished by phonograph records, tape recordings, radio, television, 
and other means of communicating the work publicly for profit. Infringements by 
means of public performances are ephemeral, and cannot be detected unless an 
effective policing organization is equipped to detect thousands of simultaneous per- 
formances throughout the forty-eight states. 

Works of authors form the backbone of the industrial empires dependent upon 
these new methods of mass communication. The public interest in those who write 
and those who use their works is becoming greater with each new device through 
which the expression of an idea or emotion is communicated to vast numbers of 
people. 

B. The Users of Music 

Before the dawn of the twentieth century, composers and their publishers de- 

pended for their livelihood upon sales of sheet music. The average person was an 


* Harry M. Pautt, Literary Eruics 77 (1929). Copyright in America did not protect a dramatist 
against infringing stage performances until 1856. (11 Stat. 138.) 

“Performing Rights Society v. Thompson (1918), quoted in C. F. James, THE Story oF THE PeER- 
FORMING RIGHT SociETY 27 (1951), opinion digested in 34 T. L. R. 351 (1918). 
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active participant in musical entertainment through singing or playing a musical 
instrument. Each family had its supply of sheet music—and usually a piano—just 
as practically every family today has at least one radio set. At the present rate of 
development, television will soon be as widespread as radio. 

Because radio and television broadcasters have become the greatest users of music 
in the field of public performance, we shall devote some time to the economics of the 
broadcasting industry. Others who derive profits from the use of music in public 
performances are hotels, taverns, restaurants, dancehall or ballroom operators, 
theatres, so-called wired music enterprises, symphony orchestras, and industrial users 
such as banks, stores, and factories.® 

In order to appreciate the public interest that compels writers and publishers 
of copyrighted music to deal with these users through performing right societies, 
it is necessary to understand (a) just what performing rights are; (b) the part they 
play in the complex maze of the modern entertainment field; and (c) the function 
of the performing right society in making available these rights to commercial users 


of music. 


C. The Right of Public Performance for Profit 


The Copyright Act of 1909, which is still the basic copyright law today, defines 
the various rights granted to copyright owners. Among the exclusive rights in 
musical works are (a) the right to print and sell copies of the work; (b) the right 
to make new arrangements or adaptations of the work; (c) the right to have it 
recorded for mechanical or electrical reproduction; and (d) the right to perform 
the work publicly for profit. Each of these rights is separate and distinct from the 
other. Thus the purchase of a copy of sheet music does not give the buyer the 
right to re-arrange the work, to strike off new copies, to record it, or to perform it 
publicly for profit. Each of those rights must be specifically acquired. 

Performing rights in musical compositions were recognized for the first time 
by the Copyright Act of 1897.6 Although this right was maintained when the Act 
of 1909 was passed, a limitation was imposed: whereas the 1897 Act protected the 
copyrighted work against all public performances, the 1909 Act limited such pro- 
tection to performances that were both public and for profit.” 

® Juke box operators are also large scale users, but they claim exemption from any obligation to pay 
copyright royalties under the 1909 Copyright Law (17 U. S. C. §1(e)) which provides in part: “The 
reproduction or rendition of a musical composition by or upon coin-operated machines shall not be 
deemed a public performance for profit unless a fee is charged for admission to the place where such 


reproduction or rendition occurs.” 

® 29 Srar. 481. 

7 The present British Copyright Act is similar to our Act of 1897 in that it does not contain the “for 
profit” requirement. In a recent review of the British law, the Copyright Committee of the British 
Board of Trade, in a report presented to Parliament in October, 1952, found (Report, par. 178): “In 
the first place we have had to consider whether the right of public performance in respect of copyright 
material in the ordinary sense, i.e., the rights protected under Section 1 of the Copyright Act, is 
justified. We have come to the conclusion that it is. Plays and musical works are written to be per- 
formed, and dramatists and composers are entitled under all known canons to derive their incomes from 
the power to control performance. The fact that these works have been written is a pre-requisite to 
their attracting other rights) We make recommendations elsewhere to meet cases where these rights 
are used, or alleged to be used, in a monopolistic manner: otherwise we recommend no alteration in 


the law in this respect.” 
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Commercial establishments which had been accustomed to using music without 
paying for it strenuously opposed the attempt on the part of composers and authors 
to secure payment for public performances of their works. 

The individual copyright owners were financially unable to check on each of the 
establishments at which musical compositions were performed. Even if they had 
been able to do so, individual licenses would have little value because commercial 
users needed ready access to practically all copyrighted music demanded by the 
public. In order to administer this right of public performance for profit, Victor 
Herbert and eight other outstanding composers and publishers organized in 1914 the 
American Society of Composers, Authors and Publishers.® 

The early efforts of the Society to protect its members were resisted by restaurants, 
cabarets, and hotels which took the position that there was no public performance 
of copyrighted music for profit at these establishments because no specific charge 
was made for admission to the premises where the performances occurred. This 
position was firmly rejected by the United States Supreme Court in Herbert v. 
Shanley Co., where Mr. Justice Holmes, speaking for a unanimous court, said: 


If music did not pay it would be given up. If it pays it pays out of the public’s 
pocket. Whether it pays or not the purpose of employing it is profit and that is enough. 


Subsequent to the Shanley decision, the courts decided that radio broadcasts of 
copyrighted musical compositions,’® reproductions of radio broadcasts by loudspeakers 
installed in hotel lobbies,"* and performances in motion picture theatres’? and dance 
halls,’* all came within the meaning of Section 1(e) of the Copyright Act. The de- 
velopment of new means of reaching a mass audience through radio, television, 
and recordings has altered the primary market for musical compositions from 
printed copies to public performances of these works. Radio and television have 
made enormous demands for ever-new material. As a result of the constant rep- 
etition of a hit song in broadcasting and juke boxes, songs which would have re- 
mained popular for long periods in the days before the advent of radio and television 
now reach their peak and disappear within a matter of weeks. The top professional 
writers often have long periods of sterile composition between hits. Yet a current 
hit frequently yields the composer less than $1500 in sheet music royalties. 


* For a more complete discussion of the subject, see Finkelstein, Public Performance Rights in Mustc 
and Performing Right Societies, in 7 CopyriGHt PRoBLEMS ANALYZED 69-85 (1952). 

® 242 U. S. 591, 595 (1917). 

1°M. Witmark & Sons v. L. Bamberger & Co., 291 Fed. 776 (D. N.J. 1923); Jerome H. Remick & 
Co. v. American Automobile Accessories Co., 5 F.2d 411 (6th Cir. 1925); Associated Music Publishers 
v. Debs Memorial Radio Fund, 141 F.2d 852 (2d Cir. 1944) (broadcast on sustaining program of station 
owned by non-profit corporation). 

™ Buck v. Jewell-LaSalle Realty Co., 283 U. S. 191 (1931); see also Society of European Stage Authors 
and Composers v. New York Hotel Statler Co., 19 F. Supp. 1 (S. D. N. Y. 1937) (receiving sets installed 
in hotel bedrooms). 

12M. Witmark & Sons v. Pastime Amusement Co., 298 Fed. 470 (E. D. S. Car. 1924), aff'd, 2 F.2d 
1020 (4th Cir. 1924). 

** Dreamland Ballroom v. Shapiro, Bernstein & Co., 36 F.2d 354 (7th Cir. 1929). 
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Before the days of radio, the average hit song sold upwards of 1,000,000 copies."* 
Today many hit songs sell less than 50,000. Thus performances have of necessity 
become the composer’s mainstay, and his primary source of income. 


D. Music As an Advertising Medium 


The new electronic inventions have greatly affected the economic lives of those 
who write and publish music. They have brought together the arts and sciences in 
a manner undreamed of little more than a quarter century ago. 

Music has in fact become one of the most important ingredients in the modern 
industrial scheme. It is true that not so long ago, as time is reckoned, the Min- 
nesingers wandered from place to place singing for whatever their local patrons 
would contribute. The wandering minstrels were not wealthy in worldly goods; they 
were accustomed to an attire of “shreds and patches,” to borrow the words of W. S. 
Gilbert. They were even outlawed under laws lumping together “bards, vagabonds, 
and beggars.”?° But today’s minstrels are part of the warp and woof of our society. 
Their comings and goings are noted on the society pages of the daily papers; in- 
deed, entire magazines are devoted to their doings. Their commercial importance 
may be appraised by a single example—the fact that the National Broadcasting 
Company, a subsidiary of the Radio Corporation of America, considers it good 
business to place the present-day minstrel, Milton Berle, under a long-term contract 
for a guaranteed payment of approximately $1,500,000."® 

Why do these minstrels earn so much today—and how has it happened that 
they have won such a place in the sun? Obviously because they are successful 
in doing what every other successful businessman is doing—selling automobiles, 
cigarettes, soap, spirits, steel, utilities, washing machines, and so forth. Do not 
think for a moment that because these minstrels provide fun for you, they are 
working merely for the fun of it. Entertainment today is big business and it attracts 
big men—men and women who judge success by the same values as those who make 
use of their services. Tobacco companies spend millions of dollars on entertainment 
annually—not as an end in itself, but as a means of attracting an audience for the 
sales talk, or as we now say in radio and television, for the “commercial.”'* Without 
the siren appeal of music, the “commercial” would fall on deaf ears. As a leading 
columnist recently writing on “Big Steel and Show Biz” observed, industry is yield- 
ing to the slogan: “There’s no business like show business.”?* 


™* See Henderson, The Law of Copyright Especially Musical, Firsr Copyricut Law Symposium 162 


(1939). 

18 Scotch edict of Aug. 23, 1609, quoted in Witt1aM Keppie (Ep.), CycLopepia oF LITERARY AND 
ScIENTIFIC ANECDOTE 19 (1859). 

1° The Billboard, Jan. 10, 1951, p. 1, and Mar. 31, 1951, p. 2. An advertiser wishing to engage the 
Berle program for a single hourly broadcast must pay NBC $70,000 for talent plus the usual time charges. 
General Motors sponsors this program for approximately 35 weeks per year at a cost of almost $2,500,000 
for talent alone. Sponsor Magazine, Nov. 1953, p. 45. The time charge for a single broadcast on the 
full NBC network would be approximately $70,000. 

*7 Tobacco companies spent $38,600,000 for radio and television in 1951; and $44,400,000 in 1952. 
TELECASTING YEARBOOK 10 (1953); BROADCASTING YEARBOOK 12 (1953). 

*® H. I. Phillips, in N. Y. World Telegram, Nov. 4, 1953. 
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So far we have considered only the performer and his employers—the broad- 
caster and the advertiser. The world recognizes now that if you want to hear a 
tune you must pay the piper. But what about the men and women who pen the 
piper’s tunes? Where would the cigarette manufacturers and broadcasters be with- 
out them? Would the casualty lists among newspapers in recent years have been as 
high if music were eliminated from radio and television? The inescapable fact is 
that all these media compete for the advertiser’s dollar, and the advertisements are 
placed in whatever medium attracts the greatest audience (called “circulation” in 
the terminology of periodicals) at the lowest price per reader, listener or viewer. 
Television is such an effective medium that advertisers pay as high as $1095 for a 
20-second announcement delivered over a single New York station.’® A wit re- 
cently observed that it costs over $50 to sneeze on television. 

E. The Growth of the Broadcasting Industry 
Radio and television combined grossed approximately $800,000,000 in 1952.7? It 


is estimated that the figure for 1953 will be $915,000,000.74 
The growth of broadcasting in the post-war period may be illustrated by the 


following tables: 
Numpser oF LicEnsEp STATIONS=2 


AM FM TV Total 
961 48 6 1,015 
1,298 48 6 1,352 
1,693 142 7 1,842 
1,963 377 13 2,353 
2,118 493 47 2,658 
2,248 534 81 2) 863 
2,333 582 96 3,011 


INcoME oF BroapcasTING INpUsTRY2? 
AM and FM TV Total 
$322 600,000 e. $322,600 ,000 
363,700,000 i 363,700,000 
408,700,000 $ 8,700,000 417,900,000 
416,600,000 34,300;000 450,900,000 
445 ,900 ,000 105,900,000 551,800,000 
450 , 400 ,000 235,700 ,000 686 , 100 ,000 
473, 100,000 324°200;000 797,300 000 


The growth of television has been striking indeed. Between 1949 and 1952 its 
annual receipts from advertisers increased almost ten-fold—from $34,300,000 to 
$324,200,000. The 27,463,000 television sets now in use** cost the public over two 
billion dollars—to use a conservative estimate of only $75 per set. 


*® Variety, Nov. 25, 1953, p. 28, pointing out that the rates for Station WNBT had been increased 
five times since Nov. 1, 1950; Variety, Sept. 16, 1953, p. 21, announcing a rate of $1075 per 20-second 
announcement for Station WCBS-TV, quotes CBS as stating that “time that was considered valueless less 
than six years ago, today sells for $53.75 per second.” The WNBT rate is slightly higher. 

?° FCC Pub. Notice 89912, Apr. 30, 1953. 

* Billboard, Dec. 5, 1953, pp. I, 3. 

*? EIGHTEENTH FCC Ann. Rep. 121 (1953). 

** Compiled from FCC Annual Reports (1947-1952), FCC Pub. Notice 89912, Apr. 30, 1953, and 
FCC Pub. Notice 93525, July 31, 1953. 

** Broadcasting-Telecasting, Nov. 16, 1953, p. 122. 
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F. Composer’s Share of Payments by Advertisers to Broadcasters 

Since music is the backbone of the billion dollar broadcasting industry, it is ap- 
propriate that we examine what part of its income goes to those who write and 
publish the nation’s music. 

The payments by broadcasters for the use of music—the most valuable ingredient 
of their entertainment package—cannot be considered in a vacuum. They must be 
considered in relation to other payments involved in getting the advertising message 
across to the public. 

The following chart which appeared in a recent issue of the leading broadcasting 
journal graphically shows this relationship :*° 


EXPENDITURES FOR Rapio AND TV Procrams 
1952 





Goes to the 
Broadcasting 
Industry 


$ 438,515,000 





Goes to pay 
talent & 
production 


Goes to 
Songwriters 


$ 9,000,000 

















From the foregoing it appears that only two cents of each dollar spent by adver- 
tisers to deliver their messages on radio and television goes to the writers and pub- 
lishers of music.?® 


*° Td. at 38, referring to plaintiff's exhibit in an action brought by certain songwriters charging 
antitrust law violations. Arthur Schwartz v. Broadcast Music, Inc. 

*° The sums paid to ASCAP are divided equally between writers and publishers, after the payment 
of operating expenses which amount to less than 20 per cent ot the ASCAP income. A large part of 
the sums paid by broadcasters to their own licensing organization, Broadcast Music, Inc. (BMI) is spent 
in providing special services for broadcasters, According to the 1953 annual report of BMI, 43.9 per 
cent of its income was ear-marked for expenses. 
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II 
REGULATION OF PERFORMING RicHuT SociETIEs 

The two large organizations licensing performing rights today are regulated 
by consent decrees.?’ 

In 1941, as a result of a dispute between the broadcasting industry and the writers 
and publishers constituting the American Society of Composers, Authors and Pub- 
lishers (ASCAP), both ASCAP and a licensing organization created by the broad- 
casters (Broadcast Music, Inc. [BMI]) submitted to regulation by consent decree.?® 

We shall limit our discussion largely to statutory regulation. In as much as 
statutory regulation of performing right societies can be justified only in the public 
interest, it will be necessary to consider that interest 

(1) as applied to government regulation generally; 

(2) as a means of carrying out the copyright provision of the Constitution 
which is designed to encourage authors to create new music for the public enjoy- 
ment; 

(3) so as to avoid interruption, as far as possible, of the public’s enjoyment of 
the best available music; 

(4) so as to safeguard the industries which depend upon music against arbitrary 
demands by performing right societies; and 

(5) so as to safeguard writers and publishers of music (members of performing 
right societies) against boycotts by collective groups of commercial users. 

There have been efforts at statutory regulation in the several states of the United 
States as well as in foreign countries.** In some countries such as Italy, Switzerland, 
Holland, the Scandinavian countries, and Mexico, performing right societies are 
given statutory monopolies with concomitant governmental right of supervision. We 
shall not consider those statutes here. Regulation of a different sort prevails in 
Canada, where a Copyright Appeal Board annually passes upon the reasonableness of 
rate schedules of Canadian performing right organizations.*® This statute and its 
operation will be considered in some detail. 

In order to evaluate the public interest in relation to performing right societies, 
we must trace their development, their scope, and the self-imposed limitations on 
their activities. 

A. Development of Performing Right Societies 


It is natural that we should find France to be a champion of its writers. France 


** Regulation by consent decree is discussed in this symposium by Sigmund Timberg, former chief 
of the Judgment Section of the Antitrust Division of the Department of Justice. 

*° United States v. Broadcast Music, Inc., decree entered May 14, 1941, Eastern District, Wisconsin; 
United States v. ASCAP, decree entered Mar. 4, 1941, Southern District, New York. 

*°See statutes referred to in note 43, infra. In addition, statutes were passed and later repealed 
in Kansas, Laws of 1939, c. 306; repealed, Laws of 1943, c. 212, §3; Montana, Laws of 1939, c. 123, 
repealed, Laws of 1941, c. 40; Nebraska, Laws of 1937, c. 138; repealed, Laws of 1945, c. 139, §9; 
Tennessee, Public Acts of 1937, c. 212; repealed, Public Acts of 1943, c. 12; and Wisconsin, Wis. Stats. 
1945, c. 177, repealed, Laws of 1951, c. 572. 

°° Copyright Amendment Act of 1931, c. 8; amended Copyright Act of 1935, c. 18; and Copyright 
Act of 1938, c. 27. 





| SERRE LTR an ie HE EAN 


Tue Composer AND THE PuBLic INTEREST 283 


has been conscious of the important role played by its authors and intellectual leaders 
in world affairs. The use of French as the language of diplomacy has been a great 
factor in building up world friendship, just as our contribution of dollars under the 
Marshall Plan is likely to win friends for us among nations of the world. 
Beaumarchais, who figured prominently in both the American and French revolu- 
tions, and is noted as the writer of Figaro, was the founder of the first society of 
dramatic authors on July 3, 1777." 

As French music grew in importance, it became necessary for composers and 
authors to follow the Beaumarchais example. They formed the French Performing 
Right Society (Societe des Auteurs, Compositeurs et Editeurs de Musique) in 1857. 
The British Society (Performing Right Society, Limited) and the American Society 
(ASCAP) were formed in 1914. 

Briefly, a performing right society has the following attributes: 

(1) It licenses music in bulk. A performing right society, in its true sense, is an 
association of composers, authors, and publishers of musical works banded together 
for the purpose of licensing the public performance of their works on a bulk basis 
in situations where it would not be feasible to license the works individually or to 
detect and secure redress for unauthorized performances. 

(2) It acts as a clearing house for music. As stated above, performing right 
societies issue licenses on a bulk basis. The royalties received from such licenses 
are distributed among the members of the societies on a basis which takes into con- 
sideration primarily the performances of the members’ works. Other factors in 
evaluating the nature, character, prestige, and general standing of the members’ 
works are also considered. Not all uses are reported. Radio and television per- 
formances serve as a primary factor in determining the apportionment of royalties 
from all fields. 

(3) It is self-regulatory by imposing certain limitations upon its own activities. 
These include: 

(a) It deals only in non-dramatic performance rights. Performing right societies 
are not concerned with licensing dramatic works as such, whether they be dramatic 
plays, musical comedies or operas.*” If the performance given is of a dramatic 


nature, it requires substantial preparation in advance and there is sufficient op- 
portunity to negotiate for a license with the owner of the dramatic rights. 

(b) It issues its collective license only in those cases where the amount involved 
for each use is so small and the use of such an ephemeral nature as to require bulk 
licensing in advance of the performance and the elimination of individual applica- 


tions for permission to perform specific works. 
(c) Its license is available to all users engaged in giving non-dramatic public 
performances for profit. 


®1 Georces E. LEMAITRE, BEAUMARCHAIS 257 (1949). 

°° The individual songs as well as the instrumental scores of dramatico-musical works are included 
in the Society’s repertory to the extent that non-dramatic performances of such works may be given, 
e.g., renditions of a song from a musical comedy without dialogue, scenery or costumes. 
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(d) It is not concerned with the publication of its members’ works. That is 
arranged between the writer and the publisher. 

(e) It has no part in arrangements concerning the recording of a member’s 
works. That is usually arranged by the individual publisher pursuant to his agree- 
ment with individual writers. 

(f) It must not attempt to promote the popularity of the individual works in its 
repertory. That is the responsibility of each of the members acting individually. 

The self-regulation of performing right societies to a very large extent limits the 
sphere of their activities and stimulates competition between the respective members 
because a member’s share in the distribution of royalties depends primarily on the 
users’ performances of each member’s works. 


B. Performing Rights Must Be Licensed Collectively 


Whenever the subject of licensing performing rights has been examined by 
governmental agencies, they have concluded that performing right societies are a 
necessary part of our economic structure. The Copyright Committee of the British 
Board of Trade, after an exhaustive study, made the following report to Parliament 
in October, 1952: 


It must be obvious that an individual composer, whose work is played in numerous 
halls throughout the country on various occasions and by many performers would have 
no expectation whatever of collecting royalties to which he is justly entitled if he was his 
own collector. It is only in association with others and through an organisation which 
can authorise performances, attend to the business of collecting dues, and bring infringers 
to book, that there could be any prospect of an individual composer securing an income 
from the public performances of his music. It was because of these considerations that 
the Performing Right Society was formed to protect the performing rights of composers, 
lyric writers and publishers who vest their performing rights in the Society. This method, 
too, is not without its advantages to promoters of public entertainment. They are 
covered by one licence which protects them against actions for infringement instead of 
having to obtain licences from innumerable copyright owners. 


Our own Department of Justice has summarized the situation as follows :*4 


Prior to 1914, individual authors, composers and publishers realized little in the way 
of royalties for the public performance of their compositions. It was impossible for 
individuals to maintain constant surveillance throughout the forty-eight states and to 
collect royalties for each performance of their musical compositions. It was also difficult 
for them to prosecute each establishment which performed their music without the pay- 
ment of royalties. The problem of collecting royalties and protecting copyrights was met 
by joint action of the authors, composers and publishers. Where individual action could 
be sporadic and ineffectual, combined resources and vigilance and concerted threats of 
prosecution for copyright infringement-enabled the copyright owners to force the many 
users to pay for the public performance privilege. 

°° REporT OF THE CopyricHt ComMITTEE, Cmp. No. 8662, at 45 (No. 127). 


** Complaint in United States v. ASCAP, filed June 23, 1947, Southern District New York, Civil 
Action 42-245, Par. 9. 
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C. Regulation and the Public Interest 


(1) If owners of property rights are to be regulated, there should be a genuine 
need for this in the public interest. All regulation involves the surrender of certain 
liberties. Mr. Justice Holmes reminded us: “To know what you want and why you 
think that such a measure will help it is the first but by no means the last step 
towards intelligent legal reform. The other and more difficult one is to realize what 
you must give up to get it, and to consider whether you are ready to pay the price.”®° 

One of England’s great jurists pointed out that because an author is deprived of 
all right to control his work after a limited period of time, “the law of copyright 
has a communistic character.”** He warned:** 


Limit in the interests of the State the duration of property in books, if you like, but 
recognize that the same arguments may be used to limit the duration of property in land, 
the power of bequest at death, and the devolution of the property of an intestate. And 
above all, a caution which is most necessary in arguing the matter, and dealing with 
questions of so-called “justice,” “right,” and “utility,” let us be careful that we understand 
what we mean by these terms, for though such an investigation may be tedious to our 
lofty intellects, perhaps even fatal to our pet arguments, it will certainly result in greater 
clearness and brevity, and less idle declamation. 


The Constitution of the United States prescribes two requirements to safeguard 
the public interest in works of authors, namely, that the rights granted to authors 
must be (a) limited in time, and (b) exclusive. 

(2) There is a public interest in carrying out the spirit of the constitutional pro- 
vision concerning copyright laws. In as much as performing right societies deal 
exclusively with copyrighted musical works, our examination will require a study 
of the public interest in copyrights generally and in music in particular. Most of 
the world’s music is in the public domain—that is, it may be used for any purpose 
without anyone’s consent, and without payment of royalties—at least, in the United 
States.** This applies to the great operas of Bizet, Gounod, Mozart, Rossini, Verdi, 
Wagner, Weber—to name but a few—the symphonies of Beethoven, Berlioz, Brahms, 
Schubert, Schumann—in fact, the vast bulk of the standard repertoire of symphony 
orchestras—the gems from Gilbert and Sullivan, and the great folk songs including 
those of Stephen Foster and of many composers who are remembered only by their 
works. We are dealing only with works created or published during the past fifty- 
six years—the maximum term of copyright in the United States. 

Everyone will agree that a nation without music would be a dreary place indeed. 
Napoleon, in fathering the copyright law of a nation that has always been a leader 
in music and literature, said, “Music, of all the liberal arts, has the greatest in- 


85 Co_LeEcTED LecaL Papers 307 (1920). 

8°). E. Scrutron, THE Laws oF CopyriGHT 290-291 (1883). 

87 Id. at 291-292. 

*8In some countries the principle of domain publique payant is applied, that is, payment must be 
made for the commercial use of even public domain music. The royalties so obtained are used to 
subsidize opera houses, etc. 
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fluence over the passions and is that to which the legislator ought to give the greatest 
encouragement.”*® 

The founding fathers of America were also aware of the importance of encour- 
aging the creation of new works by appropriate federal legislation. The Congress 
was therefore empowered “to promote the Progress of Science and useful Arts, by 


securing for limited Times to Authors and Inventors the exclusive Right to their 


respective Writings and Discoveries.”*° 


This provision was intended to make the subject of copyright a matter of 
national concern to the same extent as the other subjects expressly entrusted to 
Congress, namely, financing of the government, regulation of commerce, coinage, post 
offices, piracy on the high seas, the maintenance of the army and navy, and the 
declaration of war. 

Thus one aspect of the public interest is that encouragement must be given to 
the creation of new music by safeguarding the rights of authors through giving them 
certain exclusive rights in their works for limited periods of time. 

As we have pointed out, performing right societies deal with only one right 
embraced in a copyright—namely, the right of public performance for profit. 

In summarizing the necessity for performing right societies, Atkin, L. J., said:** 


It was found that it was difficult for authors to recover the proper remuneration for 
their performing rights in respect of infringements that might take place all over the 
country; each author would have to first of all ascertain whether his work was performed 
or not, and then would have to enter into the necessary correspondence with regard to it 
and if the correspondence was insufficient to protect him, to undertake the necessary 
litigation and, on the other hand, if persons desired to be honest and pay for the property 
that they were using, it was not very easy for them to ascertain in all cases where the 
copyright was or whom they had to ask for permission to perform. 


(3) There is a public interest in a free flow of music. Before the days of 
simultaneous mass communication, there was no problem of collective interference 
with the free flow of music. Most musical entertainment occurred at home around 
the piano. Pianos or organs were almost as much a part of the family scene as 
radio and television sets today. The young folks gathered around a piano on Sat- 
urday evenings and entertained themselves and each other. Sheet music was as in- 
dispensable to the enjoyment of a piano as the piano roll was for the automatic 
piano of a later day. The player piano and the phonograph did not interefere with 
the individual selection of musical fare. They merely substituted a record or music 
roll in place of sheet music, and provided a mechanical means of reproduction in 
place of the individual performer. It remained for radio, and then television, to 
provide a means of mass communication that left very little for individual choice. 
A listener or viewer can turn the knob from one station to another; but for the most 
part the fare is apt to be substantially the same, except for a few educational and 


®° Quoted in C. F. James, THE Story oF PERFORMING RIGHT SociETY 133 (1951). 

*°U. S. Consr. Art. I, §8. 

“ Performing Right Society v. Thompson (1918), quoted in C, F. JaMes, THE STORY OF PERFORMING 
Ricut Society 27 (1951), opinion digested in 34 T.L.R. 351 (1918). 
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so-called “good music” stations like WQXR in New York City. In large cities there 
are also foreign language stations; and some stations devote more time to sports 
events than do others. 

If a substantial number of radio or television stations should combine to boycott 
certain music, or if a substantial number of composers were to boycott the stations, 
the public would suffer greatly. The American public has been induced to buy well 
over 100,000,000 radio and television receiving sets*? with the expectation of almost 
unlimited access to the best entertainment available. If these sets had averaged only 
$10 each, they would represent an investment of $10,000,000,000—apart from the cost 
of servicing and electricity. When in 1941 these buyers of sets were deprived of all 
opportunity of hearing the songs of Cole Porter, Irving Berlin, Jerome Kern, Victor 
Herbert, Vincent Youmans, George Gershwin, Rudolf Friml, Richard Rodgers, 
Oscar Hammerstein II, and other great American composers, the value of radio 
sets was substantially lessened for those who enjoyed the best in popular music. 
“Pal Joey,” by Richard Rodgers and Larry Hart, was then playing on Broadway, 
but the songs from the show were not heard on the air. When the show was re- 
vived in January 1952, the songs such as “Bewitched, Bothered and Bewildered” and 
“I Could Write A Book” had their first widespread public airing. It is unimportant 
for our purposes to determine whether the impasse between ASCAP and the broad- 
casting industry in 1940-41 was the fault of the creators of music or the owners of 
broadcasting networks and stations. The fact is that the public did not hear the 
music to which it had been accustomed, but rather was fed such public domain 
works as Stephen Foster’s “Jeannie With the Light Brown Hair” ad nauseam, solely 
because they were in the public domain, and not because of genuine popular demand. 
If the public has a right to be protected against the results of such an impasse, regula- 
tion of performing right societies may be an appropriate remedy. 

To understand our problem better, it would be well to analyze the make-up of a 
performing right society, and its dealings with collective groups of users. 

The American Society of Composers, Authors and Publishers (ASCAP) was 
organized in 1914 under the leadership of Victor Herbert and his attorney, Nathan 
Burkan. At the end of the first year of its existence, it had 170 writer members 
and 22 publisher members. The writer members were divided into two classes—com- 
posers and authors. The original articles of association provided that royalties were 
to be distributed on the basis of one-third to composers, one-third to authors, and 
one-third to publishers. Early in its history, the Society discovered two serious 
defects in its structure: (1) The apportionment of only one-third of the royalties to 
publishers made it impossible to attract the so-called standard publishers, that is, 
those who published works of a more serious nature. This group of non-members 
included such well-known houses as G. Schirmer, Inc., Carl Fischer, Inc., Oliver 
Ditson, Theodore Presser, etc. (2) The members made only a non-exclusive grant 
to the Society, with the result that when the Society prosecuted infringers, the latter 


*2In 1951 the United States had five-eighths of all receiving sets reported by the United Nations for 
128 countries. SEVENTEENTH FCC Ann. Rep. 129 (1952). 
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often claimed that they had secured a license, usually oral, from the member. Both 
these problems were met in 1921 by the following changes in the Society’s Articles 
of Association: 

(1) The writers collectively (composers and authors) agreed to a 50-50 distribu- 
tion as between them and their publishers. 

(2) The Board of Directors was to be composed of twelve writers and twelve 
publishers. 

(3) In order to give the standard writers and publishers a further incentive, it 
was agreed that thereafter there should be at all times at least three standard writers 
and three standard publishers on the Board. 

(4) The members agreed to make an exclusive grant of performing rights to 
the Society. 

In 1941, a consent decree enjoined the Society from accepting a grant of exclusive 
rights from its members. However, the Society was permitted to attach certain 
conditions as a limitation on individual licensing by its members. These restrictions 
(so far as they related to direct dealings between members and users) were removed 
in the amendment of this decree in 1950. Members may now license users without 
restriction, but they may not delegate their licensing authority to another licensing 
organization. 

(4) What safeguards are necessary to protect the public interest involved between 
commercial users of music and performing right societies? A user of music such 
as a dance hall, night club, or radio or television station, must be able to perform 
all of the compositions currently in demand by the public. In order to do this 
feasibly, it must arrange for bulk licenses in advance from any organization that 
controls a substantial number of currently popular works. If any composition 
should be performed without such a license, infringement of copyright results with 
the consequent liability for damages, costs, and counsel fees under the copyright law. 

Most users are organized into associations and deal collectively with organiza- 
tions controlling performing rights. For the most part, there is substantial equality 
of bargaining power and agreements are worked out which represent compromises 
on both sides. If a stalemate arises, however, the music of the particular organiza- 
tion is not resorted to by the users and the public is denied an opportunity to hear 
and enjoy compositions which have been written, published, and copyrighted 
pursuant to an avowed national policy to encourage the creation of such national 
works. Such a result is injurious to the public and should be avoided if possible. 
If performing right societies are to be regulated, it must be for the purpose of 
securing for the public access to copyrighted works on a reasonable basis. Neither 
the associations of copyright owners nor those of impresarios (owners of dance halls, 
hotels, or broadcasting stations) should be in a position to deprive the public of 
access to these works by performances in the respective fields. 

In the light of this background, we may examine some past and present statutory 
regulation both in the United States and elsewhere. 
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D. Regulatory Statutes 


1. The United States. Regulation of performing right societies in the United 
States takes two forms. One type of statute requires the filing of all contracts 
entered into between a society and the users in the state, within a given period of 
time after the contract is executed.** Another type of statute requires the filing of 
a list of copyrights claimed by the society together with a schedule of charges for the 
use of the compositions in the catalogue. 

The object of such a statute is to enable each user of copyrighted music to find 
out what other users are paying so that he may be assured of non-discriminatory 
treatment in dealing with performing right societies. 

Another type of statute proscribes price fixing by combinations of composers, 
authors or publishers; permits broadcasters in the state to pick up and rebroadcast per- 
formances of such combinations if the initial performances are authorized and ema- 
nate from points outside the state; and then proceeds to enact measures which would 
prevent even an individual author from licensing performing rights independently 
of the sale of copies of the work.** To the extent that price-fixing combinations 
were declared illegal, the United States Supreme Court held that this statute did not 
violate the federal constitution, but the Court refused to pass upon the remaining 
portions of the statute.“ When the statute was subsequently tested in the Florida 
state courts, it was held, in Palm Tavern v. ASCAP,** that ASCAP was not a price 
fixing combination condemned by the statute because of the following limitations 
imposed upon it by a consent decree entered in a federal court in 1941: 

(a) The Society obtained only non-exclusive rights from its members; 

(b) the Society is barred from discriminating between licensees similarly sit- 
uated; 

(c) the Society is required to issue licenses on a per composition basis; 

(d) the members of the Society’s Board of Directors are elected directly by the 
membership; 

(e) the previous requirement that an applicant for writer membership have had 
five published compositions has been changed so that a writer of a single regularly 
published composition is eligible if he actually practices the profession of writing 
music, or the text or lyrics of musical works. 

The provisions of the federal consent decree relied on by the Florida court were 
supplemented in an amended federal decree entered in 1950 which assures to the 
members the control of licensing their works on an individual basis whenever a 
user wishes to deal on a basis of obtaining a license for individual works rather 


*8 Such statutes have been enacted in Vermont (VeRMonT Rev. Strat. c. 54, 81175 (1947)); Ne- 
braska (Nes. Rev. Strat. §59-1402 (1943)); North Dakota (N. D. Rev. Cops. {47-2105 (1943)); 
Kansas (Gen. Stat. Kan. §57-205 (1949)); Florida (2 Fra. Stat. §543.23 (1951)) 

“*Laws of Fla., 1937, Ch. 17807; the provision requiring a license of performing rights upon the 
sale of copies of the work was repealed by a 1939 statute which barred the issuance of blanket licenses 
unless an optional plan of payment on a per performance basis was made available. Laws of Fla., 
1939, Ch. 19653. 

*® Watson v. Buck, 313 U. S. 387 (1941). 

** 153 Fla. 544, 15 So.2d 191 (1943). This decision was followed in Watson v. ASCAP and BMI. 
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than for the repertory of the Society in bulk. In such cases the Society is barred 
from issuing a license unless requested to do so by both the user and the member. 
Other provisions insuring a democratic administration of the affairs of ASCAP are 
detailed in Mr. Timberg’s article which appears in this symposium. 

The provisions of a Nebraska statute were so onerous that the Society felt that 
it could not represent its members in the state of Nebraska and returned the rights 
to them for that state. Thereupon individual members, having discovered that their 
works were being infringed in Nebraska, brought infringement suits. Failure of the 
members to comply with the statute was held not to be a defense.“ ~The Nebraska 
statute then was repealed at the request of the users. Similar statutes have also 
been repealed in Montana, Tennessee, and Kansas. 

A third type of statute would merely impose a confiscatory tax and thus dis- 
courage the licensing of performing rights. Such a statute imposing a 25 per cent 
tax was enacted in Wisconsin but was never enforced. It was finally repealed.*® 

2. Canada. Canada enacted a regulatory statute in 1931.“ The Act relates to 
organizations which acquire copyrights of either dramatico-musical or musical works 
and which grant licenses for the performances of such works in Canada. Such 
organizations must file lists of works in current use licensed by the Society. The 
licensing organization must file a schedule of rates with the Minister at the Copy- 
right Office each year before November 1. 

Any organization failing to file such a list is barred from bringing an infringe- 
ment suit unless the consent of the Minister is given in writing. 

The schedule of rates filed by the organization must be published by the Min- 
ister in the Canada Gazette as soon as practicable. Anyone objecting to these rates 
has 21 days to file his objections. 

The hearing on such objections is then held before the Copyright Appeal Board 
consisting of three members appointed by the Governor in Council. The Chairman 
of the Board must be a person who holds or has held judicial office. Traditionally 
he has been the President of the Exchequer Court. The two other members must 
be selected from officers of the public service of Canada. At the present time the 
three members are Mr. Justice Thorson of the Exchequer Court, Charles Stein, 
Under-Secretary of State, and Paul Fontaine, Assistant Deputy Minister of Justice. 

No fees or emoluments of any kind other than traveling expenses are paid to 
members of the Board. The Board may call to its aid in an advisory capacity the 
services of any person having technical or special knowledge of the subject matter 
and may pay such persons such fees and traveling and living expenses as may be 
approved by the Minister. 


‘" Interstate Hotel Co. of Nebraska v. Remick Music Corp., 157 F.2d 744 (8th Cir. 1946); Feist 
v. Young, 138 F.2d 972 (7th Cir. 1943). See also Woodmen of the World Life Assurance Society v. 
ASCAP, 66 U.S.P.Q. 193 (Neb. Sup. Ct., 1945). 

** Wis. Star. c. 177 (1945), repealed Laws of 1951, c. 572. 

“Copyright Amendment Act of 1931, c. 8; amended Copyright Act of 1935, c. 18; and Copyright 
Act of 1938, c. 27. 
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The Copyright Appeal Board may refuse the rates even though no objections 
thereto have been filed. 

The rates fixed are effective for a one-year period. If a user has tendered or 
paid the fees approved by the Copyright Appeal Board, he is not subject to an in- 
fringement suit even though no license has actually been issued. This provision 
seems reasonable with one limitation. There should be an express provision that 
such royalties must be tendered before suit is brought. It would be unfair for a 
defendant to refuse to pay license fees on demand and then to defeat a lawsuit 
by tendering payment after a suit is filed. 

E. Scope and Objectives of Regulation by Statute 

Any statutory regulation, therefore, should accomplish the following: 

(1) It should be national (rather than statewide) in scope; otherwise, there 
would be no assurance of uniformity in rates; 

(2) it should apply only to organizations engaged in bulk licensing; 

(3) it should impose a system of compulsory licensing; 

(4) the Society should be required to file a schedule of rates annually; 

(5) objections should be heard whether raised by individual users or groups of 
users; 

(6) the rates should be determined by a permanent agency to avoid inconsistent 
determinations and expensive hearings; 

(7) the tender of license fees so determined should be a defense to an action for 
infringement if the tender is made before bringing suit; 

(8) users who act collectively should be barred from boycotting the music of 
societies complying with the foregoing provisions; 

(9) consideration should be given to whether such societies should be regulated 
internally concerning 

(a) rules determining eligibility to membership; 
(b) the composition of the Board of Directors; and 
(c) the distribution of royalties; 
(10) a society complying with all of the foregoing requirements should be exempt 
from application of the antitrust laws if it refrains from 
(a) acquiring any rights in musical works other than the right of non- 
dramatic public performance of such works; 
(b) publishing musical works; 
(c) recording such works; or 
(d) exploiting or promoting the individual works of members. 

If the Society is required to admit to membership all applicants who comply 
with certain standards, it is entirely possible that virtually all the writers and pub- 
lishers of music in America may become members. If that should happen, the 
Society should not be charged with becoming an illegal monopoly as a result of 
compliance with the admission policy laid down by the regulations. 
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In the licensing of performance rights, writers and publishers of music are con- 
fronted by a dilemma: the rights are worthless to their creators and to commercial 
users when licensed singly; yet the moment they are combined to become a market- 
able package, they are subject to attacks charging that such a combination is illegal. 
When our antitrust laws were written in 1890 and 1914, there was no market for 
these rights in the United States. Likewise when performing rights were first recog- 
nized in the 1897 Copyright Act, and again in the 1gog revision, there had not yet 
arisen any traffic in these rights. Commercial radio, television, and juke boxes are 
all a product of the inventive genius of the period following the first World War. 

Music has taken on a new value because of scientific developments of inventive 
genius; in turn, the composer furnishes the entertainment material which provides 
a market for the new devices in the field of mass communication. 

There would be few sales of radio and television receiving sets, and few industries 
would use broadcasting as an advertising medium, if there were not a constant 
stream of entertainment to sweeten the advertising message. Even in countries 
where broadcasting is a government monopoly, and a tax is collected from each 
owner of a receiving set, a portion of that tax is paid by the government to the 
domestic performing right society. That society accounts to societies in foreign 
countries for the domestic use of foreign music. In turn, these payments are 
allocated to the respective writers and copyright owners. These arrangements would 
be impossible if there were no performing right societies. 

Any legislation, whether state or national, which interferes with the clearing 
house functions of performing right societies would be dangerous and destructive. 
Yet whenever combination becomes necessary, as in the case of the marketing of 
performing rights, it is appropriate to examine on a national basis the proper sphere 
of such combined activities. At the same time, it must be recognized that users 
have always dealt collectively in negotiating uniform rate schedules with such so- 
cieties. Any regulation of performing right societies, therefore, which fixes rates 
for the commercial use of their music should also be binding upon large-scale users. 
In any legislation that may be considered, the public interest should always be para- 
mount. That interest is protected if (a) the creation of new works is adequately 
encouraged by making the monetary rewards attractive; (b) the works are made 
available to users, when licensed collectively, on a reasonable basis; and (c) there 
are adequate safeguards to insure that the opportunity of the public to enjoy these 
works will not be blocked by arbitrary fiat of either the performing right societies 
or collective groups of users. 

If a tribunal should be set up to regulate rates of performing right societies, it 
is well to bear in mind the following observations made in the Report of the Copy- 
right Committee of the British Board of Trade referred to above: 


°° Cum. No. 8662, at 79 (No. 216). 
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The constitution of a Tribunal of this kind is a matter of deep concern, since the 
powers it would exercise affect the community far more than is generally realised. In our 
view, the most appropriate Chairman of such a Tribunal would be a person who holds or 
has held high judicial office, if this is possible. But we realise the continual extraneous 
demands which are being made on the Judiciary and accordingly we make no definite 
recommendation in this sense. We are strongly of the opinion that the Chairman, if not 
a High Court Judge, should at any rate be a Barrister of standing, appointed by the Lord 
Chancellor. 





THE ANTITRUST ASPECTS OF MERCHANDISING 
MODERN MUSIC: THE ASCAP CONSENT 
JUDGMENT OF 1950 


SIGMUND TIMBERG* 


INTRODUCTION 

For long centuries, the “music makers” and “dreamers of dreams” of Arthur 
O’Shaughnessy’s memorable poem sustained their material existence by direct appeal 
to the largesse of sympathetic tribal chieftains or comfortably circumstanced patrons. 
In more modern times, they have aspired to throw off the patron’s yoke and establish 
a more direct relationship with the literate reading public; and so, copyright evolved 
as the property institution designed to give them their due material rewards. In the 
last half-century, however, the highly organized media of mass communication— 
motion pictures, radio, and more recently television—have supplanted the music sheet 
and the printed book as the song writer’s major links with his public and have 
multiplied that public tremendously.’ Accordingly, the song writers banded to- 
gether in business associations with their publishers, who had been their earlier com- 
mercial bridge to a smaller and more dispersed audience. These associations were 
formed for the commercial exploitation of that peculiar copyright privilege which 
covers public performance to a mass audience—the so-called performing or perform- 
ance right—and are called performing right societies. The dominant performing 
rights society in the United States is the American Society of Composers, Authors 
and Publishers, colloquially known as ASCAP. 

Once organized on a broad commercial scale for profit, even the aesthetic pursuit 
of dreams, music, and other evidences of the free spirit may engender commercial 
repressions inconsistent with our basic antitrust philosophy of free trade and fair 
competition. This article will deal with a fertile source of alleged monopoly and 
trade restraint in the mass entertainment field—ASCAP’s entanglements with the 
Sherman Act. A more comprehensive approach would entail an historical and 
tainment and mass edification; accordingly, this article will focus on a single legal 
economic treatise covering at least six major industries in the domain of mass enter- 
document—the Amended Consent Judgment entered against ASCAP in 1950°—and 


*Member of the New York bar; former Chief, Judgment and Enforcement Section, Antitrust Di- 
vision, Department of Justice and Secretary, United Nations Ad Hoc Committee on Restrictive Business 
Practices. 

*For indications of the drastic extent to which radio and scund pictures supplanted phonograph 
records and sheet music as the dominant source of revenue for composers, see Gitlin, Radio Infringement 
of Music Copyright, Copyricht Law Symposium (THe NATHAN BurKAN MEMorIAL CoMPETITION) 61, 
at 62 (1939); Cohen, State Regulation of Musical Copyright, id. at 91, 115, 116; Henderson, The Law 
of Copyright, Especially Musical, id. at 125, 162. 

*?ComMERCE CLEARING House, INc., 1950-1951 TRADE Cases @ 62,595. The author’s role as gov- 
ernmental representative in the framing of this judgment gives his remarks no authority whatsoever. The 
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the welter of considerations that gave that document its present, judicially blessed 
contours. The author hopes to set forth the legal, economic, and social problems 
created when artistic endeavor becomes industrially organized for profit and sells its 
artifacts in the commercial market place, and to present some insights into that 
socially creative and legally artistic process that has emerged as an apt instrument 
for settling antitrust controversy—the modern consent judgment. 

By way of setting the stage, it will be necessary to describe briefly, first, the 
complex but circumscribed legal right that is ASCAP’s sole stock in trade—the minor 
or non-dramatic performing right in a musical composition; and, second, the eco- 
nomic nature of the entertainment business package marketed by ASCAP. Only 
then will the stage be set for three large acts in this industrial problem-play, de- 
scribing the three main commercial tugs of war that have kept ASCAP in continuous 
antitrust turmoil and anxiety since its organization in 1914. These three acts may 
be entitled, respectively: 

I. The Motion Picture Industry Versus ASCAP 

II. The Radio and Telecasting Industry Versus ASCAP 

III]. ASCAP Versus ASCAP 


A. ASCAP’s Legal Stock in Trade—The Minor Performing Right 

Unlike the patent grant, which has from its inception conferred on the patentee 
all-pervasive statutory rights to make, use, and vend an invention, copyright in this 
country is a generic (and essentially fictitious) name for a bundle of narrowly de- 
fined rights, specifically enumerated in the governing federal copyright statute and 
even further subdivided in commercial practice. ASCAP is a licensing organization 
confined to the licensing of, and collection of royalties for, a single one of these 
sub-varieties of copyright—the minor performing or performance right. As ASCAP’s 
name partly implies, the minor performing rights transferred to ASCAP relate only 
to copyrighted musical compositions. The minor performing rights under ASCAP’s 
control are the rights publicly to perform copyrighted musical compositions for 
profit, but in a non-dramatic manner. 

This right to perform copyrighted music publicly for profit is completely separate 
from the copyright in the printed sheet music.? It has nothing in common with the 
recording right under which the phonograph industry is licensed to make records.* 
It must be distinguished from the so-called synchronization right, i.c., the motion 
picture producer’s right to make a music sound-track for a sound film;° this latter 





District Judge who entered the judgment, in conformity with the prevailing practice, gave no indication as 
to the legality or illegality of ASCAP’s past organization or contemplated reorganization, or of its old 
or new practices. The interpretation of the document, at any moment of time, is for the current officers 
of the Department of Justice and the then legal representatives of ASCAP and, in the event of their 
disagreement, for the Federal District Court for the Southern District of New York. 

* Interstate Hotel Co. of Nebraska v. Remick Music Corp., 157 F. 2d 744 (8th Cir. 1946), cert. denied, 
329 U. S. 809 (1946). 

* Irving Berlin v. Daigle, 31 F. 2d 832 (sth Cir. 1929). 

* Famous Music Corp. v. Melz, 28 F. Supp. 767 (W. D. La. 1939); Jerome v. Twentieth Century 
Fox Film Corp., 67 F. Supp. 736 (S. D. N. Y. 1946) (also discusses right of mechanical reproduction for 
phonograph records), aff'd per curiam, 165 F. 2d 784 (2d Cir. 1948). 
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right is licensed on an individual basis through a mechanism other than ASCAP, but 
the right to play off the sound-recorded film in a theatre is a performing right 
licensed through ASCAP. And, however murky the dividing line occasionally be- 
comes, the minor performing right in a musical composition must be disassociated 
from the right to use the same composition in a dramatic performance, the so-called 
major performing right.® All these other copyright privileges are licensed to users 
on an individual basis; only the minor performing right is licensed on a collective, 
pooled basis, as part of a property conglomerate—the bundle of minor performing 
rights in musical compositions assigned to ASCAP which is popularly referred to as 
the ASCAP repertory. 

The assignment to ASCAP of minor performing rights in musical compositions 
has created legal and practical complexities not present in the case of other varieties 
of copyright. As a general rule, the music publisher has claimed the legal title in, 
and general control over the commercial management of, musical copyrights. Such 
protections as the composers or authors have been able to establish for themselves 
have been of a contractual rather than a proprietary nature; the alleged withholdings 
of composer-author revenues and other over-reachings of the unscrupulous publisher 
have been kept in check only by such things as the gradual evolution of a protective 
standard-form contract’ and occasional court pronouncements as to the trusteeship 
role held by the publisher in relation to the composer and author.’ In the case of 
the performing rights assigned to ASCAP, however, the composers and authors 
become equal partners with the publishers in the commercial administration of their 
artistic creations. They share simultaneously with (not derivatively from) the 
publishers in an equal apportionment of the revenues resulting from a joint com- 
mercial venture. 

Composers and authors would doubtless therefore consider it a serious impair- 
ment of their economic status if they were deprived of their direct role in the control 
of license revenues. Furthermore, any attempted reassignment of performing rights by 
ASCAP to its members would probably precipitate claims by its publisher-members 
that they possessed full legal title to the performing rights in compositions falling 
within their respective catalogues; contentions by composer and author members 
that they had a joint, half, or co-ownership interest in the legal fee; and a rash of 
lawsuits calling into play the different equities prevailing between individual pub- 
lishers and the composers and authors represented in their catalogues. 


*In the blanket network television license agreement between ASCAP and its licensees, a dramatic 
performance is defined to “mean a performance of a musical composition on a television program in 
which there is a definite plot depicted by action and where the performance of the musical composition 
is woven into and carries forward the plot and its accompanying action. The use of dialogue to establish 
a mere program format or the use of any non-dramatic device merely to introduce a performance of a 
composition shall not be deemed to make such performance dramatic.” 

* Klein, Protective Societies for Authors and Creators, CopyRIGHT PROBLEMS ANALYZED 19 (COMMERCE 
CriearinG House, 1953). 

* Broadcast Music v. Taylor, 55 N. Y. Supp. 2d 94 (Sup. Ct. N. Y. Co. 1945); Caesar v. Ziegfeld, 223 
App. Div. 86, 226 N. Y. Supp. 510 (1st Dep’t 1928). 
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B. ASCAP’s Business Bundle—Its Repertory 


ASCAP licenses only the pooled aggregate of the performing rights assigned to 
it by its members, i¢., its entire repertory. It licenses that aggregate for specific 
industrial uses—radio broadcast, dance hall or symphony concert—but its licenses 
always convey a blanket authorization to the licensee to use its entire repertory; it 
never licenses the right to perform individual pieces, or individual publisher’s cata- 
logues, or any part of its total repertory. Such “per piece” licenses would be com- 
mercially impracticable and would also jeopardize a sine qua non of ASCAP’s exist- 
ence—the avoidance of discrimination among its members. 

The performing rights pool thus licensed by ASCAP encompasses the predom- 
inant bulk—estimated at times to be from 85 to go per cent’—of the popular and 
classical music of this country that has not passed into the public domain. To this 
must be added the copyrighted music of some 40,000 foreign composers and authors, 
whose respective national performing societies have authorized ASCAP to license 
their compositions for performance in the United States."°° The ASCAP repertory 
is estimated to contain a million compositions. 

ASCAP seeks to justify this factual monopoly by the pragmatic plea of com- 
mercial necessity. The users of its music, scattered throughout a large country, 
working round the clock and responsive to suddenly inspired bursts of popular 
taste and sentiment, must have the immediate right to use any number in ASCAP’s 
million-fold repertory. The disk-jockey’s itchy fingers and the bandleader’s restive 
baton, it is said, cannot wait for contracts to be drawn with ASCAP’s individual 
publisher members, much less for the formal acquiescence of a characteristically un- 
available composer or author, or—heaven forfend the legal ramifications!—the mani- 
fold unascertainable and unlocatable heirs, assigns, or other legal representatives of the 
composer and author. A blanket license covering ASCAP’s total repertory is the 
price of avoiding industrial palsy in the entertainment world, says ASCAP, and thus 
far no important commercial user of ASCAP’s music has contradicted this assertion 
for any length of time. 

ASCAP’s collection of a fee on its entire repertory (although individual users use 
only a very minute portion of this repertory) may find some legal support in the 
increasing tendency of the courts to allow a patentee licensing a block of patents to 
collect royalties on the basis of the licensee’s total production, regardless of the 
number of patents specifically employed in the licensee’s operations.’ It should 


® See Justice Black, dissenting, in Gibbs v. Buck, 307 U. S. 66, at 81 (1939); Buck v. Swanson, 33 
F. Supp. 377, 386 (D. Nebr. 1939); Buck v. Gallagher, 36 F. Supp. 405 (W. D. Wash. 1940). 

2° ASCAP’s exclusive arrangements for the catalogues of foreign performing rights societies was the 
basis of a Sherman Act complaint charging ASCAP with being a member of an illegal international 
cartel. This proceeding was terminated by a separate consent judgment, entered concurrently with the 
domestic judgment with which this article is concerned. See CoMMERCE CLEARING House, INc. 1950- 
1951 Trape Cases 962,594. 

7? Automatic Radio Manufacturing Co. v. Hazletine Research, 339 U. S. 827 (1950); Hazletine Re- 
search, Inc. v. Admiral Corp., 87 F. Supp. 72 (N. D. Ill. 1949); H-P-M Development Corp. v. Watson- 
Stillman Co., 71 F. Supp. 906 (D. N. J. 1947); Ohio Citizens Trust Co. v, Air-way Electric Appliance 
Corp., 56 F. Supp. 1010 (N. D. Ohio 1944). 
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be borne in mind, however, that the cases upholding this policy of administrative 
convenience involved no charges of monopolistic power or antitrust conspiracy such 
as feature the ASCAP landscape.”” 

ASCAP’s pragmatic monopoly is grounded by it on a further consideration— 
the fact that a licensee of its repertory obtains, together with his license, the practical 
assurance that he is not infringing a musical copyright. This protection—remotely 
analogous to title insurance—is, of course, qualified by the limited extent to which 
ASCAP is not a 100 per cent monopoly and performing rights in copyrighted 
musical compositions subsist outside the ASCAP repertory. But the possessor of a 
blanket ASCAP license cannot be subjected to the conflicting claims of rival copy- 
right owners (if they are members of ASCAP) for compensation for playing a 
particular piece of music. This consideration bears some resemblance to one of the 
major justifications for patent pools, to wit, that they are necessary in order to 
avoid patent interferences and to keep patent users from being caught in the legal 
crossfire of conflicting patent holders.’* Here again, it should be pointed out that 
patent pools which create trade restraints are illegal. 

ASCAP’s third main justification—which has been sympathetically viewed by 
some courts'*—is the helplessness of its individual members to enforce their rights. 
The individual composer, author, or publisher would, it has been felt, be utterly 
powerless to detect infringements of his performance rights in the thousands of 
places where his music might be publicly performed for profit, and therefore has 
need of a nation-wide policing organization like ASCAP. Furthermore, the financial 
cost of copyright infringement litigation is frequently prohibitive if borne by in- 
dividuals alone. 

ASCAP’s relations with the users of its music comprehend only the licensing of 
its repertory, the collection of license fees, the detection of copyright infringement, 
and the enforcement of legal proceedings to redress infringment. These functions 
have led to its being described as a clearing house, copyright pool, joint collection 
agency, and, very recently, “banking institution.”!* From its members it receives 
performance rights and to its members it disburses revenues, after deducting its costs 
of administration. 

With this much of a commercial and legal prologue, we come now to ASCAP’s 
most recent and hazardous joust with the Sherman Act—its imbroglio with the 
motion picture industry. 


** See Watson v Buck, 313 U. S. 387 (1941); cases cited supra note 9; cf. United States v. General 
Instrument Corp., 87 F. Supp. 157 (D. N. J. 1947) (patent pool). 

*® Standard Oil Co. (Indiana) y. United States, 283 U. S. 163 (1931); Sbicca-Del-Mac v. Milius Shoe 
Co., 145 F. 2d 389 (8th Cir. 1944). 

** Cf. Buck v. Gibbs, 34 F. Supp. 510 (N. D. Fla. 1940); Alfred Bell & Co. v. Catalda Fine Arts, 
191 F. 2d 99 (2d Cir. 1951). 

*® Propper v. Clark, 337 U. S. 472 (1949). 
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A. Legal Clouds 


On July 18, 1948 Federal District Judge Leibell handed down his memorable 
opinion in the Alden-Rochelle case’® declaring ASCAP to be involved in an illegal 
monopoly and illegal restraint of trade under sections 1 and 2 of the Sherman Act. 
The Alden-Rochelle case was a private treble damage action for violation of the 
Sherman Act, brought by a closely affiliated group of some 164 motion picture 
theatre exhibitors. A clear understanding of the court’s legal rationale requires, 
in addition to facts already stated, a recapitulation of some of the other salient facts 
of record as found by the court. 

There were in the United States some 17,000 motion picture theatre exhibitors 
licensed to perform ASCAP’s repertory, and some 13,000 hotels and places of enter- 
tainment using ASCAP’s music. ASCAP had, among its publisher-members, music 
publishing houses which were either direct subsidiaries of motion picture producers 
or had strong contractual ties with such producers; 37 per cent of the ASCAP 
revenues available for distribution to the publishers (which were 50 per cent of total 
ASCAP net revenues) went to such movie-producer-dominated publishers. The 
synchronization (or recording) rights on the sound films played in the theatres were 
licensed to motion picture producers, on an individual basis, by individual pub- 
lishers at the time the film was being produced. Motion picture producers, in deal- 
ing with non-ASCAP compositions, acquired the performance rights themselves; in 
the case of ASCAP compositions, on the other hand, the theatre exhibitors had to 
pay the extra cost of acquiring the performing right. 

ASCAP, said the court, had the power to raise prices and exclude competitors 
when it desired to do so. Therefore, following the rule of the Alcoa’ and American 
Tobacco'® cases, it was an illegal monopoly under section 2 of the Sherman Act.’® 
The court declined to award damages, because there was no proof that ASCAP, in 
the royalties it had demanded, had unreasonably exercised its rights. Yet, it was 
the power to fix prices, and not the reasonableness of the exercise of that power, that 
was determinative of ASCAP’s liability under the Sherman Act. 

The transfer of non-dramatic (minor) performing rights from the ASCAP mem- 
bers to ASCAP was held to be a restraint of trade under section 1 of the Sherman 
Act. So was the ASCAP rule barring its members from assigning performing rights 
to motion picture producers at the time the film was being produced. This restraint 
was found to have been supplemented by the provision in the contract between mo- 
tion picture distributors and exhibitors which limited the public exhibition of the 

16 Alden-Rochelle v. ASCAP, 80 F. Supp. g00 (S. D, N. Y. 1948). 

77 United States v. Aluminum Co. of America, 148 F. 2d 416 (2d Cir. 1945) (opinion by Circuit 
Judge Learned Hand). 

** American Tobacco Co, v. United States, 328 U. S. 781 (1946). 


® Earlier cases holding ASCAP to be an illegal monopoly had also relied on United States v. 
Socony Vacuum Oil Co., 310 U. S. 150 (1940), see note 9, supra. 
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rented film (films are rented, not sold, to exhibitors) to exhibitors with ASCAP 
licenses. All these restraints were the subject of injunctive relief in Judge Leibell’s 
original judgment in this case (which, for reasons set forth later, was subsequently 


superseded). 
Finally, the court declared that there existed an unlawful combination in restraint 


of trade between motion picture producers and ASCAP members, involving an 
illicit combination of the copyrights in motion pictures and in musical compositions, 
respectively. This combination was exercised in such a way as unlawfully to extend 
the monopoly of both copyright privileges, in a manner reminiscent of the “block- 
booking” of copyrighted films denounced in the Paramount case” and of the patent 
cross-licensing found illegal in the Line Materials case.‘ The antitrust questions 
tendered by this legal conclusion have since been the subject of a separate private 
treble damage action filed against ASCAP publishing houses controlled by motion 
picture producers.” 

Judge Leibell’s opinion included a few other statements that do not affect 
the issue whether ASCAP violated the Sherman Act, but illustrate the difficulties in- 
volved in devising equitable relief that will be in the aggregate public interest. Thus, 
the court found that “per piece” licenses were commercially impractical and were 
never asked for.?* Also, if the producer paid for the performing right, this extra 
cost would probably be passed on to the exhibitor in his total film rental; the 
exhibitors would not have gotten the performing rights “free.” The license 
fee was negotiated by two organized groups, ASCAP and the exhibitors’ trade associ- 
ation. 

Shortly after the Alden-Rochelle case was decided, Chief Judge Nordbye of the 
Federal District Court in Minnesota, in N. Witmark and Sons v. Jensen,** endorsed 
Judge Leibell’s conclusion that ASCAP was a price-fixing combination in violation 
of Section 1 of the Sherman Act, and had achieved monopolistic domination of the 
music integrated in sound films in violation of Section 2 of that Act. This was an 
action by publisher members of ASCAP for damages for copyright infringement and 
for injunctive relief. This court did not, however, find it necessary to determine 
whether there was a conspiracy between motion picture producers and ASCAP to 
split license rights, in order to create greater revenues for the two groups. Judge 
Nordbye denied equitable relief to the plaintiffs on the basis that the monopoly of 
the individual copyright owner had been unlawfully extended by being tied in both 
to the copyrighted film monopoly and to the other copyrights under the control of 
ASCAP. The opinion stressed the fact that ASCAP “by a refusal to license, or by 
the imposition of an exorbitant performance license fee, can sound the death knell 
of every motion picture theater in America”; was quite detailed in its analysis of the 


*° United States v. Paramount Pictures, Inc., 334 U. S. 131 (1948). 

** United States v. Line Materials Co., 333 U. S. 287 (1948). 

*? Edward H. Morris & Co. v. Warner Bros. Pictures, $. D. N. Y. Civil Action 56-182. This case 
has been settled by consent. 

*° Cf., in accord, Buck v. Harton, 33 F. Supp. 1014 (M. D. Tenn. 1940), findings 13, 17 and 22. 

** 80 F. Supp. 843 (D. Minn. 1948). 
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impracticability of “per piece” licensing; and suggested that the simplest plan would 
be for the members of ASCAP to issue both synchronization and performance rights 
to motion picture producers. 


B. New Bottles for New Wine 


The Alden-Rochelle and Witmark v. Jensen opinions laid bare legal infirmities 
in ASCAP’s organization and functioning that could not adequately be dealt with 
in a proceeding involving private parties with limited legal and economic interests 
to be adjudicated and conserved by the court. Furthermore, the opinion coincided 
with strong indications that a prior Consent Decree entered by the government 
against ASCAP in 1941 was in need of revision. This earlier Decree had done 
little more than assuage the radio-broadcasting industry’s antitrust grievances against 
ASCAP; it needed to be accommodated to the impact of television and other new 
developments within the mass entertainment field. Furthermore, it was proving a 
most fertile source of complaints to the Department of Justice, both from the users 
of ASCAP’s music and from the membership of ASCAP itself. 

Negotiations were accordingly commenced for a complete overhauling of the 
earlier document. When agreement was finally reached, in March 1950, the 
Amended Consent Judgment was submitted, with justificatory briefs by counsel for 
the treble damage plaintiffs, and by ASCAP and by the Department of Justice, to 
Judge Leibell for his concurrence. It was submitted for approval and signature on 
March 14, 1950 to Judge Goddard, who had signed the original Consent Decree of 
1941. And counsel for the plaintiffs in the Alden-Rochelle case, after referring to 
the broader scope of public (as contrasted with private) antitrust proceedings, stated 
that “we have in this consent judgment all of the protections and redresses and 
ameliorations that the plaintiffs in the Alden-Rochelle suit sought, and we have 
certain which go beyond that.”*® 

Let us now turn to those features of the Amended Consent Judgment of March 
14, 1950 which concern the motion picture industry, with a view to determining to 
what extent they remedy the abuses so carefully delineated in Judge Leibell’s opinion. 
And, in so doing, let it be repeated that neither the government, nor ASCAP’s 
counsel, nor Judge Goddard made any statement, finding, or determination as to the 
legality or illegality of ASCAP’s organization or functioning. 

1. Licensing at the Source. It was an economic anomaly that, of all the manifold 
costs of producing a motion picture, the only one which was assessed directly against 
the theatre exhibitor was the cost of the performance right. This was probably a 
fortuitous hang-over from the time of the silent motion picture, when the theatre 
owner provided his own piano player as musical accompaniment. In the case of a 
sound motion picture, the theatre exhibitor had absolutely no control over the music 
that was an integral part of his rented sound film; he had to accept, as a fait accompli, 
an inseparable visual-auditory melange. Also the theatre owners (17,000 of them) 


*® See transcript of court hearing of March 14, 1950 (Civ. 18-6). 
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were in a much weaker bargaining position with respect to ASCAP than any of 
the few motion picture producers. 

Accordingly, the Amended Judgment contains blanket prohibitions against 
ASCAP 


granting to, enforcing against, collecting any monies from, or negotiating with any motion 
picture theatre exhibitor concerning any motion picture performance rights. (Section 
IV (E) 

instituting or threatening to institute, or maintaining or continuing any suit or proceeding 
against (1) any motion picture theatre exhibitor for copyright infringement relating to 
motion picture performance rights... . (Section IV (F) in part.) 


Having thus insulated ASCAP from any further pressures against, or other 
contact with, the exhibitor with respect to sound motion pictures, the Amended 
Consent Judgment, in Section V(C), orders and directs ASCAP 


to issue, upon request, licenses for rights of public performance of compositions in the 
ASCAP repertory as follows: . .. To any person engaged in producing motion pictures 
(herein referred to as a “motion picture producer”), so long as ASCAP shall not have di- 
vested itself of such rights, a single license of motion picture performance rights covering 
the United States, its territories and possessions, without requiring further licenses. 


Under this provision, ASCAP’s licensing of the motion picture performance rights 
under its control becomes a one-shot affair, paid for by the motion picture producer 
as part of his total costs of film production. As has been stated, the synchronization 
right is enforceable against a single industrial act—the sound-recording. Thus, pro- 
ducer and exhibitor are relieved by the new judgment of the contingent and un- 
assessable liability of future infringement suits for sound film performances, some- 
times taking place long years after the film was produced; and the sound film is 
freed of an encumbrance on its future negotiability. 

During the period between the handing down of the Alden-Rochelle opinion and 
the entry of the Amended Consent Judgment, the right of motion picture pro- 
ducers and exhibitors to record and play ASCAP music, and the question of whom 
to compensate for the use of that music, was pretty much up in the air. Some pro- 
ducers made no payments; others obtained licenses for motion picture performance 
rights directly from members of ASCAP and paid monies to such members. Ac- 
cordingly, a transitional provision in the Amended Consent Judgment stipulated, 
in the case of producers who had made such direct payments, that “ASCAP shall 
allow the motion picture producer a credit against the amount otherwise payable, 
equal to the amount paid under the previous license.” (Section V(C) (4).) 

Licensing at the source (e.g., licensing of the motion picture producer rather 
than the exhibitor) is further implemented in the Amended Consent Judgment by a 
direction to ASCAP to provide in its Articles of Association that a member could 
not grant a synchronization or recording right to any motion picture producer 
unless he or ASCAP grants corresponding performance rights. (Section XII(B).) 
This tends to encourage concurrent negotiation for performance and synchronization 
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rights and cuts down on the power of ASCAP or its members, after a license of the 
synchronization right has been negotiated to pursue the motion picture industry into 
the indefinite future for royalties on performance rights. 

2. Other Limitations on Exercise of Performance and Synchronization Rights. 
Under Section XII(A) of the Judgment, an ASCAP member is prohibited (here 
also by the mechanism of an article which ASCAP is required to include in its 
Articles of Association) from bringing or maintaining any proceeding for acts of 
infringement of motion picture performance rights “(1) alleged to have occurred 
prior to the date of this Judgment, or (2) where corresponding synchronization 
rights have been granted prior to the date of this Judgment.” This provision*® has 
three justifications. First, it serves to protect the motion picture industry from a 
multiplicity of individual lawsuits, based on past infringements of rights illegally 
asserted. Second, it is designed to dissipate the effects of past illegal restraints, to 
which the individual members of ASCAP had contributed.*" Third, the misuse of 
the synchronization right—‘conspiratorially” severed from the performing right of 
which it is an indispensable economic corollary—is legal justification for not per- 
mitting the alleged conspirators further monetary rewards on the correlative per- 
formance right that should have been concurrently negotiated. 

Incidentally, Section XII also testifies to the fear of resultant chaos and incon- 
venience in the licensing of performance rights if ASCAP transferred its motion 
picture performance rights back to its members. This prospect on the whole leads 
ASCAP’s users “rather to bear those ills we have, than fly to others we know not 
of’—the risk of heavy economic burdens and untold administrative complexities 
and stalemates that would result from a system of individual licensing of perform- 
ance rights. 

ASCAP is further prohibited, in Section IV(H) of the Amended Consent Judg- 
ment, from 


asserting or exercising any right or power to restrict from public performance for profit 
by any licensee of ASCAP any composition . . . for the purpose of permitting the fixing 
or regulating of fees for the recording or transcribing of such composition. 


This injunction restrains ASCAP from abusing its leverage in the performance 
rights field, which is its only legitimate domain, to secure advantages in connection 
with synchronization or other recording rights. The only exceptions to this prin- 
ciple are that ASCAP may, when directed by a member, restrict performances of a 
composition in order to protect it against indiscriminate performances, or to protect 
the value of the public performance for profit or dramatic performing rights therein; 

2° Which, from a practical standpoint, qualifies an ASCAP member’s right of withdrawal from 
ASCAP (see p. 314 infra) and his right individually to license performance rights (see p. 319 infra). 

27 Patents which have been illegally abused have been declared legally unenforceable (see Morton 
Salt Co. v. G. S. Suppiger Co., 314 U. S. 488 (1942); B. B. Chemical Co. v. Ellis, 314 U. S. 495 (1942); 
final judgment in United States v. General Electric Co., D. N. J., ComMMERCE CLEARING House TRADE 
ReGuLation Reports 67,576 (1953)), or have been subjected to compulsory licensing (see Hartford- 
Empire Co. v. United States, 323 U. S. 386 (1945); United States v. National Lead Co., 332 U. S. 319 
(1947)). 
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and that performances may be restricted so far as reasonably necessary in connection 
with claims or litigation. The first of these exceptions, rather than indicating 
ASCAP’s power, protects the individual members of ASCAP by reserving their 
rights. 

3. The Motion Picture Producers’ Conflicting Interests. Motion picture producers 
are users of copyrighted music; music publishing houses are producers of such 
music. A music publishing house that is a subsidiary of a motion picture producer 
(as was true of some ASCAP members) therefore has a conflict of interest—the 
consumer’s desire to buy cheap versus the producer’s striving to sell dear. To elim- 
inate this conflict, Section V(C)(5) of the Amended Judgment provides that: 


No writer or publisher member of the Board of Directors of ASCAP shall participate in 
or vote on any question relating to the negotiation, execution, performance or enforce- 
ment of any such license where such member at the time, directly or indirectly, has any 
pecuniary interest in any motion picture producer, in any subsidiary or affiliate of any 
motion picture producer, or in any contractual relationship with any such producer. 


The further contention has been raised, in the private treble damage suit already 
referred to,** that the relationship between the motion picture producer and his 
affiliated music publishing house is a restraint of trade; the relationship is charged 
to foreclose competitors of the publisher in question (the publishers, composers, and 
authors represented in other catalogues) from access to the particular motion picture 
producer as a market for their compositions. Whatever the merits of this contention, 
which derives legal impact from recent cases outlawing “tie-in” arrangements,” full 


requirement contracts,®° and exclusive dealerships,*" the proper vehicle for formally 
lodging and disposing of such a contention is a legal proceeding against the specific 
movie producers and publishing houses in question. A modification of a consent 
decree in which ASCAP is the sole defendant can take account of this conflict 
of interest only to the extent that it criss-crosses the total pattern of combination and 


conspiracy. 

4. Facility for Economic Review and Legal Revision. There are several injunctive 
provisions in the Amended Judgment which stem from doubts whether the licensing 
of motion picture performance rights takes place in the same type of industrial com- 
plex as the licensing, let us say, of radio performing rights. The production of a 
motion picture is indubitably a hectic affair, but it does seem possible to select in 
advance the music that is to be incorporated in a film, or in a studio’s annual pro- 
duction schedule; the motion picture producer would not appear to have the same 
necessity as the broadcaster and bandleader for immediate availability to any part 
of the ASCAP repertory. Accordingly, the all-inclusive single license of performing 

*8 See note 22, supra. 

*° International Salt Co. v. United States, 332 U. S. 392 (1948). 

*° See Federal Trade Commission v. Motion Picture Advertising Service Co., Inc., 344 U. S. 392 (1953) 
(Section 5 of Federal Trade Commission Act); United States vy. American Can Co., 87 F. Supp. 18 (N. D. 


Calif. 1949). 
** United States v. Standard Oil of California, 337 U. S. (1949). 
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rights provided for by the Amended Consent Judgment has been further “limited 
to pictures produced or in production not later than one year after the effective date 
of the license.” Such licenses are, upon the producer’s written request, to “be issued 
on a ‘per film’ basis for the compositions in such film which are in the ASCAP reper- 
tory,” and they are to “be negotiated with and issued to individual motion picture 
producers, and not on an industry-wide basis.” (See Section V(C)(1), (2), (3)-) 

As a further expression of doubt as to the permanence of the judgment arrange- 
ments for the licensing of motion picture performance rights, the government may, 
“any time within two (2) years from said date [7.e., of entry of judgment] apply 
to this Court for the vacation or modification of Section V(C) hereof,” #.c., the pro- 
vison governing the licensing of motion picture performance rights. This short 
period contrasts with applications for the vacation or modification of the judgment in 
other respects (including the dissolution of ASCAP), which may be made at any 
time after five years from the time of entry of the Judgment. Both provisions are 
in addition to the standard provision which has been incorporated for a long time 
in all consent judgments, to the effect that: 


Jurisdiction of this cause is retained for the purpose of enabling any of the parties to 
this Amended Final Judgment to make application to the Court for such further orders 
and directions as may be necessary or appropriate in relation to the construction of or 
carrying out of this Judgment, for the modification thereof, for the enforcement of com- 
pliance therewith and for the punishment of violations thereof. (Section XVII.) 


II 
Tue Rapio anp TELecastiNc INpustry Versus ASCAP 

The motion picture provisions that have just been described were part of a 
general revamping of an older antitrust Consent Decree of March 4, 1941, which 
had put a temporary legal quietus to a long campaign of open hostility between 
ASCAP and the industry that was the strongest and best organized user of ASCAP’s 
music—radio broadcasting. The radio provisions of this earlier decree were to a 
considerable extent a relatively stable component of ASCAP’s 1950 antitrust situation. 
There attached to them that presumption of continuing adequacy and operation in 
the public interest inherent in any antitrust court judgment; any modification of 
them would require a conclusive showing that the provisions of the judgment had 
become needlessly and unduly harsh on the defendant,*” or were no longer calculated 
to serve the public interest, or were unattuned to changed conditions.** 

The 1941 decree could not, in 1950, be said to be oppressive to ASCAP. How- 
ever, both the technology of mass communication and the economic conditions of 
the mass entertainment industries had changed radically in that interval, and the 
1941 decree was not responsive to these changed circumstances. Also, a steady stream 


*2 International Salt Co. v. United States, supra note 29; McComb v. Jacksonville Paper Co., 336 U. S. 


187 (1949). 
*° United States v. Swift & Co., 286 U. S. 106 (1932); United States v. International Harvester Co., 


274 U. S. 693 (1927). 
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of complaints to the Department of Justice, many of them raising antitrust questions, 
had indicated a well-grounded dissatisfaction with the operation of the decree. 
Furthermore, some of the general principles underlying the rearrangement of the 
prevailing pattern for the licensing of motion picture performance rights were ap- 
plicable to other media of mass communication and entertainment. In this light, 
let us now examine the basic changes made by the 1950 Judgment with respect to 
the licensing of radio and related performance rights. 


A. The 1941 Tug of War and Its Resolution 


The bargaining relationship between ASCAP and the radio industry is one of 
those situations of “countervailing power” so lucidly described by Professor Galbraith 
in his recent book.** Radio broadcasting is an industry not without its own antitrust 
aspects, some of them the subject of past legal inquiry, others a matter of current 
economic disquiet and surmise. The industry is dominated by four massive net- 
works, which are central programming agencies for their respective affiliated sta- 
tions; these networks are subject to Federal Communications Commission regula- 
tion, which has attempted, with what some say has been indifferent success, to 
create some antitrust safeguards in their operation.*® There is a great amount of 
industry interpenetration—owners of radio stations usually control both AM and 
FM modes of radio-casting, and frequently have ownership interests in newspapers, 
motion pictures, and other media of mass communication.*® The networks and 
independent radio stations are cohesively organized for purposes of negotiating, with 
ASCAP, standard contract forms for the licensing of ASCAP’s music. The radio 
broadcasting industry also owns a performance rights licensing organization, Broad- 
cast Music, Inc. (BMI), with a very much smaller and less valuable repertory than 
ASCAP but with a direct ownership connection with the radio industry.” 

The 1941 Consent Decree against ASCAP had been preceded by a whole year in 
which radio broadcasters had abstained from any use of ASCAP music, and had 
subsisted entirely on music controlled by BMI or in the public domain. Its entry 
was accompanied by the simultaneous entry of a consent judgment against BMI,** 
which, despite its considerably smaller economic impact, was subject to alleged legal 
infirmities somewhat akin to those of ASCAP. 


8*Joun K. GALBRAITH, AMERICAN CAPITALISM—THE CONCEPT OF COUNTERVAILING POWER (1952). 

8° E.g., Federal Communications Commission, Report on Chain Broadcasting, Docket 5060 (1941); 
Columbia Broadcasting System v. United States, 316 U. S. 407 (1942); National Broadcasting Co. v. 
United States, 319 U. S. 190 (1943). 

®° See Morris L. Ernst, THE First Freepom c. V (1946); Federal Communications Commission, Sum- 
mary of Record on Press Radio Hearings, Docket 6051 (1943); Weaver and Cooley, Competition in 
the Broadcasting of Ideas and Entertainment—Shall Radio Take Over Television?, 101 U. oF Pa. L. REV. 
721 (1953); Federal Communications Commission, Hearings on Paramount-ABC merger, F.C.C. Docket 
No. 10031 et al. (1952). 

*7 As this article goes to press, a class antitrust proceeding has been filed by a group of song writers 
against BMI, the radio and television networks, and some record and music publishing companies owned 
by one of the networks. The complaint asks for the dissolution of the National Association of Radio 
and Television Broadcasters, the divorce of BMI from radio ownership, and damages in the amount of 
150 million dollars. New York Times, Nov. 11, 1953, p. 41, cols. 4-5. 

** United States Broadcast Music, Inc., D. Wis. (1941). 
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The 1941 ASCAP Decree was, as far as ASCAP’s relations with music users were 
concerned, largely confined to stating, in legal injunctive language, some of the 
ground rules which were to govern the prices and other terms and conditions under 
which radio stations were to be licensed to use ASCAP music. The standard 
“blanket” and “per program” licenses, and the schedule of payments originally 
negotiated between ASCAP and the radio industry on the basis of their 1941 con- 
cordat, were still accepted by both sides in 1950. Hence, with the exceptions noted 
in this section, the radio broadcasting provisions of the old decree were carried over 
substantially unchanged into the new. For purposes of completeness, however, these 
provisions will be set forth in an appendix at the end of this article. 

1. Automatic Grant of License Rights. The one year’s impasse, during which 
ASCAP music was withdrawn from the airwaves and the public deprived of its radio 
reception, points to one of the disconcerting and unanswered dilemmas that flow 
from the doctrine of “countervailing power.” This doctrine assumes that many 
industrial outfits are strong enough to withhold their goods, services or payments 
until the other (countervailing) side meets its terms, and that this check on the 
arbitrary exercise of power protects the public interest. Thus, in 1941, the radio in- 
dustry was strong enough to do without ASCAP music and ASCAP was financially 
able to sit out a campaign of attrition and no radio revenues. But, query as to the 
public interest? Did not the public suffer at least an aesthetic detriment in being 
deprived of ASCAP music? 

To obviate a recurrence of this stalemate, Section V(A) of the Amended Consent 
Judgment of 1950 orders and directs ASCAP to issue licenses upon request to radio 
broadcasting networks. This is a strengthening of a 1941 Consent Decree pro- 
vision enjoining ASCAP from refusing to offer licenses at a fee. During the near- 
decade between the original decree and the Amended Consent Judgment, the law 
had definitely established the legal propriety of the courts, in situations involving 
antitrust abuse, ordering the compulsory sale of products*® or the compulsory licens- 
ing of patents.*® From this, it was but a slight step to requiring ASCAP to license 
performance rights. 

2. Judicial Fixing of Reasonable License Fees. We have thus far seen how 
ASCAP has been deprived of the power to withhold its repertory from use by either 
the radio broadcaster or the motion picture producer; in fact, the 1950 decree grants 
all users an automatic right to use the ASCAP inventory. What had made ASCAP 
particularly vulnerable, both in the Alden-Rochelle and Witmark v. Jensen cases and 
in prior litigation involving state statutes,*? however, was its power to fix prices 
for the use of its repertory. Furthermore, not all the prospective users of ASCAP’s 
repertory have the financial capacity of radio and motion pictures to absorb fees 

*° International Salt Co. v. United States, supra, note 29; United States v. Besser Mfg. Co., 343 


U. S. 444 (1952). 
“° Hartford Empire Co. v. United States, supra, note 27; United States v. National Lead Co., supra, 


note 27. 
“2 See, e.g., Watson v. Buck, supra, note 12; Buck v. Gallagher, supra, note 9. 
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retroactively assessed after protracted periods of negotiation. Smaller users required, 
and larger users should have, the right to enlist the government’s aid in the deter- 
mination of a reasonable license fee. 

Accordingly, there was adapted, from procedures which had evolved in con- 
nection with the compulsory licensing of antitrust defendants’ patents,*? a procedure 
whereby an ASCAP licensee, in the event of disagreement as to a reasonable fee for 
his license, could enlist the aid of the Federal District Court in the determination 
of such a fee. This provision is worth setting out in full: 


IX(A) Defendant ASCAP shall, upon receipt of a written application for a license for 
the right of public performance of any, some or all of the compositions in the ASCAP 
repertory, advise the applicant in writing of the fee which it deems reasonable for the 
license requested. If the parties are unable to agree upon a reasonable fee within sixty 
(60) days from the date when such application is received by ASCAP, the applicant 
therefor may forthwith apply to this Court for the determination of a reasonable fee and 
ASCAP shall, upon receipt of notice of the filing of such application, promptly give notice 
thereof to the Attorney General. In any such proceeding the burden of proof shall be on 
ASCAP to establish the reasonableness of the fee requested by it. Pending the completion 
of any such negotiations or proceedings, the applicant shall have the right to use any, 
some or all of the compositions in the ASCAP repertory to which its application pertains, 
without payment of any fee or other compensation, but subject to the provisions of Sub- 
section (B) hereof, and to the final order or judgment entered by this Court in such 
proceeding; 

(B) When an applicant has the right to perform any composition in the ASCAP 
repertory pending the completion of any negotiations or proceedings provided for in Sub- 
section (A) hereof, either the applicant or ASCAP may apply to this Court to fix an 
interim fee pending final determination of what constitutes a reasonable fee. If the 
Court fixes such interim fee, ASCAP shall then issue and the applicant shall accept a 
license providing for the payment of a fee at such interim rate from the date of the filing of 
such application for interim fee. If the applicant fails to accept such license or fails to 
pay the interim fee in accordance therewith, such failure shall be ground for the dis- 
missal of his application. Where an interim license has been issued pursuant to this 
Sub-section (B), the reasonable fee finally determined by this Court shall be retroactive 
to the date the applicant acquired the right to use any, some or all of the compositions in 
the ASCAP repertory pursuant to the provisions of this Section IX; 

(C) When a reasonable fee has been finally determined by this Court, defendant 
ASCAP shall be required to offer a license at a comparable fee to all other applicants 
similarly situated who shall thereafter request a license of ASCAP, but any license agree- 
ment which has been executed without any Court intervention between ASCAP and 
another user similarly situated prior to such determination by the Court shall not be deemed 
to be in any way affected or altered by such determination for the term of such license 
agreement; 

(D) Nothing in this Section IX shall prevent any applicant or licensee from attacking 
in the aforesaid proceedings or in any other controversy the validity of the copyright of 
any of the compositions in the ASCAP repertory nor shall this Judgment be construed 
as importing any validity or value to any of said copyrights. 


3. Application of Similar Principles to Television, Wired Music Services, Trans- 


“3 And substantially upheld in United States v. U. S$. Gypsum Co., 340 U. S. 76 (1950). 
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scriptions, etc. Under Section VI of the Amended Consent Judgment, ASCAP must 
“grant to any user making written application therefor a non-exclusive license to 
perform all of the compositions in the ASCAP repertory.” This merely universalizes 
the principle of compulsory licensing, already discussed in connection with radio 
and motion pictures. Also, all users of ASCAP music may, if they fail to reach 
agreement with ASCAP, have recourse to the court procedure for the determination 
of a reasonable fee that has just been set forth. 

The principle of licensing at the source had been established for radio perform- 
ance rights in 1941, and was made mandatory for motion picture performance rights 
by the 1950 Judgment. Section V(A) of that judgment also makes the principle 
applicable to television and wired music services (such as “Muzak”). The tech- 
nology and economics of these two entertainment industries (one of them just 
getting under way in 1941, and the other then much smaller than at present) were 
similar enough to that of radio to justify similar time- and trouble-saving mechanics 
of licensing. 

Manufacturers, producers, and distributors frequently make electrical transcrip- 
tions or other specially prepared recordations for radio broadcasting or television 
broadcasting purposes, Section V(B) of the Amended Consent Judgment authorizes 
such manufacturers, producers, and distributors to obtain a single license from 
ASCAP which will 


authorize the broadcasting, by radio or by television, as the case may be, of the recorded 
composition by means of such transcription or recordation by all radio stations or television 
stations in the United States enumerated by the licensee, without requiring separate 
licenses for such enumerated stations for such performance. 


This also means licensing ASCAP music at the source. 

4. General Restrictions on ASCAP Powers. There are some general injunctions 
in the 1950 Judgment which further limit ASCAP’s powers with respect to any user 
of its music. First, ASCAP is limited to the public performance rights field. Section 
IV(A) enjoins it from 
holding, acquiring, licensing, enforcing, or negotiating concerning any rights in copy- 


righted musical compositions other than rights of public performance on a non-exclusive 
basis. 


Second, ASCAP is prohibited from discriminating against any licensees which 
are similarly situated. Section IV(C) forbids ASCAP from 


entering into, recognizing, enforcing or claiming any rights under any license for rights 
of public performance which discriminates in license fees or other terms and conditions 
between licensees similarly situated. 


Third, ASCAP is in the future prohibited from granting any performance 
rights licenses of more than five years’ duration. (See Section IV(D).) The only 
exception is motion picture performance rights, where, as has been shown, the 
physical integration of the performed musical composition into the film dictates a 
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different economic result.** This provision, in addition to promoting more frequent 
occasions for economic initiative by licensees, facilitates the government’s job should 
circumstances compel it to reopen the Judgment. 

Fourth, an ASCAP negotiator with the users of its music should not be involved 
in any conflict of interest that might raise an inference either of collusive action 
with licensees or dilution of the negotiator’s loyalty to ASCAP. Accordingly, 
Section X of the Judgment generalizes the provision which has already been dis- 
cussed with respect to motion picture performance rights, by providing that: 

No officer or director of ASCAP, or any person acting on its behalf, shall participate in 
or vote on any question relating to any transaction or negotiation involving ASCAP and 
a licensee, or prospective licensee, where such officer, director, or other person has any 


pecuniary interest in such licensee or prospective licensee, or in any subsidiary or affiliate 
thereof, or in any contractual relationship with any such licensee or prospective licensee. 


Fifth, Section VIII of the Amended Consent Judgment in effect requires ASCAP 
to use its best efforts to give licensees a genuine choice from among various types 
of licenses offered by it. Under it, ASCAP is 
ordered and directed to use its best efforts to avoid any discrimination among the re- 


spective fees fixed for the various types of licenses which would deprive the licensees or 
prospective licensees of a genuine choice from among such various types of licenses. 


The specific impact of this rather general language can perhaps be better visualized 
by studying the problem of the relation of “per program” to “blanket” licenses, to 
which we now turn. 

5. “Per Program” Licenses. As a matter of linguistic purity, all ASCAP radio 
licenses are blanket licenses, in that they entitle the station to use the entire ASCAP 
repertory. Most radio stations play ASCAP music on substantially all their programs, 
but others make a much more limited use of ASCAP music. Accordingly, the 1941 
Decree had contained an obligation on ASCAP to offer a “per program” license to 
stations desiring to use ASCAP music for particular programs, in a manner designed 
“to afford radio broadcasters alternative basis of license compensation.” 

The content of this obligation (only part of which has just been reproduced) had, 
because of a somewhat tortuous and indirect formulation, been unclear. There was 
substituted more forthright language to the effect that there be no discrimination 
among various types of license fees that would deprive licensees of a genuine choice 
from among various types of licenses. 

Section VII(B)(3) further stipulated that the fee for a “per program” license take 
into consideration the economic requirements and situation of those stations having 
relatively few commercial announcements and a relatively greater percentage of sustaining 
programs, with the objective that such stations shall have a genuine economic choice 
between per program and blanket licenses. 


This provision is intended to protect the so-called “good music” stations, which have 
small commercial revenues. 


“8 See p. 302 supra. 
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The problem at which these two judgment provisions are aimed continues, how- 
ever, to plague the entertainment industry. Recently, some fifty television stations, 
unable to reach agreement with ASCAP on the terms of a “per program” television 
license, brought a proceeding under Section IX of the Amended Consent Judgment 
calling upon the District Court to fix a reasonable fee.“* ASCAP had based its 
demands largely on the fact that the combined visual-auditory nature of a television 
performance gave the television rights to its repertory a greater value than radio 
rights would have. The telecasters, on the other hand, had asserted in behalf of a 
lower fee the very high developmental costs encountered in the television field, 
running to many times those involved in radio broadcasting. There are other 
contentions involved in this proceeding, and it is safe to predict, from the novelty 
of the proceeding and the experience in prior court efforts to determine reasonable 
patent royalties,*° that the District Court will not soon be rid of this controversy, un- 
less it is amicably settled. 


Ill 
ASCAP Versus ASCAP 


ASCAP is an emotionally precarious alliance between the creators and the pro- 
moters of popular and classical music, cemented together by the hard realities of 
business self-interest. There has been no serious dispute about one salient feature of 
ASCAP’s organization—the 50-50 basis on which its 599 publishers and 2,672 “par- 
ticipating” writers (composers and authors) divide both its control and its net 
revenues. Even here, however, there are occasional rifts in the domestic lute. Thus, 
there is the ambivalent status of the music publishers affiliated with motion picture 
producers. Also, there are occasional problems when composers or authors turn 
out to have interests in publishing firms. 

ASCAP?’s basic internal problem, however, is not the relationship of the publisher 
group to the writer group, but the relationship of ASCAP as an organization to its 
individual publisher and writer members. ASCAP is not a labor union, for its 
members are in no employer-employee relation to the users of ASCAP music.*® 
In an empirical sense, however, it does play the role of a collective bargaining repre- 
sentative for its members vis a vis those users. 

One can therefore apply to ASCAP what Chief Justice Stone has said of a labor 
union, that it:*7 


is clothed with power not unlike that of a legislature which is subject to consti- 


““In the Matter of Application of Voice of Alabama for the Determination of Reasonable License 
Fees, filed July 18, 1951 (Civil Action No. 13-95). 

“° As, for example, in the controversy as to reasonable royalties which followed the Supreme Court 
decision in the Hartford Empire case, supra, note 27; 65 F. Supp. 271 (N. D. Ohio 1946); Comment, 
Compulsory Patent Licensing by Antitrust Decree, 56 Yave L. J. 77, 90 (1946); and the District Court’s 
decision in United States v. Vehicular Parking, Ltd., 54 F. Supp. 828 (D. Del. 1944), modified, 56 
F. Supp. 297 (D. Del. 1944), judgment modified, 61 F. Supp. 656 (D. Del. 1945). 

“°See Ring v. Spina, 148 F. 2d 647, 652 (2d Cir. 1945). 

“7 Steele v. Louisville and Nashville R. R., 323 U. S. 192, 198 (1944); cf. Railway Mail Ass’n v. 
Corsi, 326 U. S. 88 (1945). 
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tutional limitations on its power to deny, restrict, destroy, or discriminate against the 


rights of those for whom it legislates and which is also under an affirmative constitutional 
duty equally to protect those rights. 


If one has regard to the tremendous economic powers which ASCAP wields over 
its members—particularly those who depend on it for their livelihood—there devolves 
upon ASCAP an obligation to observe a minimum standard of corporate democracy 
and fairness, which will insure that certain minimum rights of its members are not 
abnegated. These guarantees of “microcosmic due process,” as it were, cannot how- 
ever be allowed to become a set of specific corporate blueprints and admonitions, 
because this would be counter to the principles of equity jurisprudence and beyond 
the proper function or innate ability of a court. 

The detailed bulk of ASCAP’s internal relationships with its members must 
therefore be left to the sense of fair play and to the business acumen of the organiza- 
tion and its members. As a minimum, however, ASCAP members should be free 
to associate in, or to disassociate themselves from, ASCAP. Judge Wyzanski, in an 
illuminating article, has advanced “the open window and the open door” as the sym- 
bols of the future evolution of the principle of freedom of association :*® 


Through the window not only the government but indeed any merely curious outsider 
may see the character of the organization. Through that door may enter any one who 
subscribes in good faith to the announced purposes of the organization and who 
seeks to maintain its hospitality. And through that door those who so desire may freely 
leave. 


The way in which the three objectives enumerated by Judge Wyzanski are 
integrated into ASCAP’s reorganized framework will be set forth in separate sec- 
tions, dealing respectively with: 

1. Right of entry into ASCAP. 
2. Right of exit from ASCAP. 
3. The open window. 


The Amended Consent Judgment of 1950 goes somewhat beyond Judge Wy- 
zanski’s minimum requirements, and contains other provisions protective of mem- 
bers’ rights while they remain in ASCAP. These will be discussed in sections 
dealing respectively with: 

4. Voting procedures and control. 
5. Standards of revenue distribution. 
6. Opportunity of impartial review. 
7. Right of individual licensing. 


1. Right of Entry Into ASCAP. The basic economic freedom guaranteed by 


the Sherman Acct is the freedom of an individual to engage in a trade or profession.” 
Complaints have been made by many composers and authors that ASCAP’s refusal 


“° The Open Window and the Open Door, 35 Car. L. REV. 336, 349-350 (1947). 
“° Addyston Pipe and Steel Co. v. United States, 175 U. S. 211 (1899); Anderson v. Ship-Owners 
Ass’n of the Pacific Coast, 272 U. S. 359 (1926). 





or 


Tue Antitrust Aspects oF MERCHANDISING Mopern Music 313 


to accept them for membership was an economic deterrent to the commercial ac- 
ceptance of their compositions, and hence impaired their existence as song writers. 
It is impracticable to pass judgment on the merits of this complaint in individual 
cases; many individuals may well have exaggerated notions as to the commercial 
viability of their musical talents. The only safe policy for ASCAP to pursue, if 
individuals are to be protected, is that of relatively unrestricted admission to mem- 
bership. Accordingly, ASCAP is required by Section XV of the Amended Consent 
Judgment to admit to membership: 


(A) Any composer or author of a copyrighted musical composition who shall have 
had at least one work of his composition or writing regularly published. 

(B) Any person, firm, corporation or partnership actively engaged in the music pub- 
lishing business, whose musical publications have been used or distributed on a com- 
mercial scale for at least one year, and who assumes the financial risk involved in the 
normal publication of musical works. 


ASCAP is permitted by the Judgment to have both participating and non- 
participating members; this has current significance only for the writers. However, 
the Society’s Articles of Association (which represent part of ASCAP’s pattern of 
compliance with the Amended Judgment but have neither Justice Department nor 
Court approval) contemplate that non-participating writer members (whose works 
obtain only limited performances and who therefore receive inconsequential royalties 
from ASCAP) be transferred to the appropriate participating class at yearly intervals, 
upon a showing that they regularly practice the profession of writing music or the 
text or lyrics of musical works. Furthermore, non-participating members are en- 
titled, under the Articles, to receive royalty distributions made solely on the basis of 
current performances; and cannot be discontinued except upon a showing that their 
performances during no one of five preceding years have resulted in a royalty distri- 
bution to the member equal to current annual dues (which are quite nominal). 

In the case of publishers, ASCAP has, under the Amended Consent Judgment 
and its new Articles of Association, the power to keep from its membership so-called 
“song-shark” publishers, z.¢., publishers who obtain money from composers and 
authors on the promise that they will exploit their works commercially but do not 
do so and are not equipped for such exploitation. 

ASCAP’s membership is, of course, to a large extent, a function of economic 
conditions and the financial security that prospective members see in it. Neverthe- 
less, it seems significant that, while the writer membership of ASCAP, as of January 
I, 1950, was 2,040, the present writer count is 2,672 participating class members and 
271 non-participating class members. During the same period, the publisher mem- 
bership increased from 365 to 599, all of which are participating class members. 


°° While the factual situation is clearly distinguishable, note may be taken of Associated Press v. 
United States, 326 U. S. 1 (1945), where newspaper publishers “by concerted arrangements, pooled their 
power to acquire, to purchase, and to dispose of news reports” (page 16). The Supreme Court held 
that the articles of association of the Associated Press contained restrictive clauses on admission to mem- 
bership which, taken in context with other factors, violated the Sherman Act. 


Sei nt 
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2. Right of Exit From ASCAP. Grave objection had been registered to the 
system that had prevailed under the 1941 Consent Decree, because a withdrawing 
member could not take out of ASCAP performing rights which he had assigned to 
ASCAP. Moreover, his contract with ASCAP called for the assignment of all 
future performing rights acquired by him for a period of 25 years. 

Section IV(G) of the Amended Consent Judgment puts an end to this situation 
by prohibiting ASCAP from 


restricting the right of any member to withdraw from membership in ASCAP at the end 
of any fiscal year upon (1) giving three months’ advance written notice to ASCAP, and 
(2) agreeing that his resignation shall be subject to any rights or obligations existing be- 
tween ASCAP and its licensees under then existing licenses and to the rights of the with- 
drawing member accruing under such licenses. 


Thus, the only restriction on the right of a member to withdraw is that he recognize 
such contracts as ASCAP has already entered into on his behalf. He continues to 
receive revenues accruing in respect of performances licensed under these ASCAP- 
negotiated contracts. Since ASCAP is prohibited in general from granting any 
license in excess of five years’ duration (see Section IV(D)), this means that, within 
a short time, any member who withdraws from ASCAP would be legally capable 
of licensing his entire catalogue of musical compositions. 

3. The Open Window. A recurring criticism of ASCAP during the years had 
been its failure to make public disclosure of the reasons underlying the actions of its 
Board of Directors—particularly those actions that concerned the all-important issue 
of membership classification for revenue distribution purposes. This had given rise 
to a continuing barrage of complaints and innuendoes concerning “insider control,” 
favoritism, etc. As Lord Acton has put it: “Everything secret degenerates; nothing 
is safe that does not show how it can bear discussion and publicity.”** Section 
XIII(B) of the Amended Consent Judgment accordingly provides 


that the general basis of member classification for voting and revenue distribution 
purposes shall be set forth in writing and shall be made available to any member upon 
request. 


An opaque facade which ASCAP was alleged to have wrongfully presented to 
the users of its music was the bringing of infringement suits on compositions which 
users asserted were not known to them to be within the ASCAP repertory. This, 
of course, affected primarily the rights of the users of ASCAP’s music. In order to 
rectify this situation and provide an “open window” on this phase of ASCAP’s opera- 
tions, Section XIV of the 1950 Judgment requires that: 


ASCAP shall upon written request from any prospective user inform such user whether 
any compositions specified in such request are in the ASCAP repertory, and make avail- 
able for public inspection such information as to the ASCAP repertory as it has. 


The same section further directs ASCAP 


®? See Nichols, Lord Acton, 1 UNiversiry OBSERVER 14 (U. of Chic., 1947). 
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to prepare within two years, and to maintain and keep current and make available for 
inspection during regular office hours, a list of all musical compositions in the ASCAP 
repertory, which list will show the title, date of copyright and the author, composer 
and current publisher of each composition. 


ASCAP has, as a matter of fact, gone further and has distributed to its radio and 
television licensees a list of all its compositions which have been performed on radio 
or television in the past 20 years—some 100,000 in number. 

These provisions are not only significant for the information they give users as 
to the contents of ASCAP’s repertory; Section IV(F)(2) of the Judgment effectively 
debars ASCAP, once the list is prepared, from bringing suit on any musical compo- 
sition not on the list. In other words, the list prepared and made accessible by 
ASCAP is presumed to be its entire repertory. 

4. Voting Procedures and Control. It is an unchallenged assumption of corporate 
democracy that persons who make a greater contribution to a business enterprise 
may be given a greater voice in the administration of the enterprise’s affairs and a 
larger share in its profits. The Amended Consent Judgment recognizes this when, 
in connection with the voting procedure, it provides that: 


Due weight may be given to the classification of the member within ASCAP in deter- 
mining the number of votes each member may cast for the election of directors. (Section 
XIII(A).) 

If the number of votes cast were the sole test of ASCAP control, it would be possible 
for the fifteen or twenty top writers in ASCAP to vote themselves into all the writer 
directorates. However, two provisions were included in the judgment to “insure a 
democratic administration” of ASCAP’s affairs. 

First, it was provided that: 


The Board of Directors shall, as far as practicable, give representation to writer members 
and publisher members with different participations in ASCAP’s revenue distribution. 
(Section XIII (A).) 


The Articles of Association implement this provision by classifying the writer mem- 
bers into six groups, based upon their respective participation in ASCAP’s domestic 
royalties during the previous calendar year. The writers’ nominating committee 
is to consist of six writers, selected from each of the six groups; and the ballots for 
directors are to show, for each vacancy, the class or division of membership from 
which the nominee must be chosen. (Article IV, Section 4(b) and (f).) When 
these provisions are taken in conjunction with the ASCAP practice of setting aside 
one-fourth of the directorships for the writers and publishers of “standard music,” 
it is no longer possible for the top-writers in ASCAP to elect only themselves to the 
directorate, and a more democratic representation is in fact obtained. 

A recurrent criticism of the voting procedure followed by ASCAP prior to 1950 
was that it resulted in a self-perpetuating Board of Directors. Once again, the rule 
in ordinary commercial enterprises is that directorates able to point to satisfactory 
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business performance tend to get re-elected. ASCAP, however, had deviated from 
customary corporate procedures, in that its directors were elected for a three-year 
term and only a third of them replaced at each annual election. The opportunities 
for the automatic self-perpetuation of the Board in such a situation are obvious. Ac- 
cordingly, the Amended Consent Judgment requires annual or biennial elections of 
the entire Board. 

Under the Articles of Association, the writer and the publisher Committees on 
Nominations are respectively required, where a directorship is currently expiring, to 
nominate from the general membership one candidate for each publisher-directorship 
and two candidates for each writer-directorship; these are distinct from the in- 
cumbent directors, who are to be automatically regarded as candidates for re-election 
unless the Committee is otherwise instructed in writing. Where an incumbent 
publisher member does not stand for re-election, two candidates instead of one are 
to be nominated from the general membership. Furthermore, ballots are to provide 
a suitable blank space for names to be written in by members. (Article IV, Section 
4(d) and (f).) Thus, the membership is assured of ample opportunity to consider 
for directorships people other than the incumbent Board members. 

5. Standards of Revenue Distribution. Probably the most thorny and publicized 
dispute that has convulsed ASCAP’s inner ranks has been the distribution of 
revenues among its members. While ASCAP itself engages in no promotional 
activities, a large number of its members are constantly on the qui vive—through all 
kinds of “song-plugging” and other devices—to enhance the use of music in their 
respective publisher or writer catalogues. ASCAP’s problem is to distribute its 
total net revenues to its publisher and writer members on a basis that they will 
accept as fair and equitable. 

Probably because a 50-50 income split between the song writer and publisher had 
become the traditional basis of collaboration with respect to sheet music, a similar 
split of ASCAP’s net revenues between its publisher and writer members has not 
undergone serious challenge. However, when it came to the allocation of individual 
shares, ASCAP’s members, particularly the writers, have been contentious and 
strident indeed. Let us first canvass some of the problems that lie at the root of 
this clamor, and then describe the general program to resolve them envisaged by the 
Amended Consent Judgment. 

It is impossible to set any price on the performance of an individual musical 
composition that will command general acceptance as a fair commercial price. When 
art enters the market place, market values become as debatable as aesthetic values. 
Thus, ASCAP numbers among its writer-members the so-called “standard” writers, 
who compose symphonies, sonatas, and other serious music. It is clear that an 
oratorio or tone-poem is not played as often as “Beat Me, Daddy, Eight to the Bar” 
or “The Woodpecker Song,” and is played to different audiences. It would be 
harsh to base the revenues of the “standard” writers on the same criteria of com- 
mercial performance and acceptability that are applied to the writers of popular 
music. 
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Furthermore, even among the “popular” writers there are some writers who verge 
on the semi-classical (Rudolf Friml is said to belong in this intermediate category), 
and are thereby said to confer a certain prestige on the organization. This is also 
true of individual songs. Other compositions are said to possess added value because 
they have a certain time-utility; “When Irish Eyes Are Smiling” may not get played 
very much throughout the rest of the year but is certainly in great vogue on St. 
Patrick’s Day, and “The Anniversary Song” has an indispensability in connection 
with anniversaries that does not attach to other more routine occasions. 

Such subjective appraisals, either of the inherent aesthetic value of the composi- 
tion or of the commercial value of the audience’s need for the piece, give rise to two 
main practical difficulties. First, aesthetic values and psychological analyses are the 
most variegated and non-standardized facets of human experience. Second, this 
kind of necessarily personal evaluation of a writer’s worth, because it could not be 
given an objective and explicit articulation, resulted in a stream of protests that 
privileged insiders and unproductive writers were being unjustly permitted to skim 
off the cream of ASCAP revenues. Thus, one basic issue was: Can or should any 
standards be formulated which would permit the distribution of ASCAP revenues 
to take into account the relative “worth” of individual musical compositions, or in- 
dividual writers? 

The second main bone of contention among the ASCAP writers was the role of 
seniority in the making of income distributions. The entertainment industry of 
which ASCAP is a part is known for its generous attitude towards older artists 
who have fallen on evil days. Also, the earning power of ASCAP writers is fre- 
quently a matter of feast or famine. The writers desire to regularize their earnings 
and cushion themselves against income declines. A classic illustration is Oscar 
Hammerstein who, for eleven years after the phenomenal success of his “Show 
Boat,” did not have another Broadway hit until “Oklahoma!” Moreover, the eco- 
nomic existence of ASCAP is dependent on its retaining the membership of approx- 
imately 50 of the top-ranking writers of the United States who, in return for assur- 
ances of long-time security given them by ASCAP, are content to set a maximum on 
their annual earnings that is well below what they might be entitled to on a pure 
performance basis. 

While there were justifications for protecting seniority, there had been a constant 
and justified criticism that some of the older members of ASCAP, despite long 
years of musical non-productivity, were being compensated on a much higher basis 
than younger, productive writers. Since ASCAP’s task was to distribute a fixed 
kitty, such generous over-helpings to what the trade press called the “Paddock 
Crowd” necessarily meant slow and discouraging recognition of younger and aspiring 
writers. The so-called “Young Turks” kept up a constant fire of protest against the 
slow rate at which deserving younger members were promoted to higher income 
levels within the ASCAP hierarchy, and said that if this tendency went unchecked 
the result would be to retard the development of popular music in this country. 
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Three efforts had been made in the history of ASCAP since 1938 to revise the 
system of distribution of ASCAP revenues, but none commanded enough support 
to be adopted by the membership. Thus was posed the second practical question 
in connection with income distribution: To what extent should ASCAP allow con- 
siderations of seniority and of income stability to control the distribution of income 
among its members? At what rate should ASCAP compensate its younger meri- 
torious members, and those devoted to the production of “standard” music? 

The Amended Consent Judgment of 1950 gave no definitive answers to these 
questions, but formulated three broad standards, which it was hoped would enable 
ASCAP to arrive at a fairer and more equitable distribution of revenues. The 
judgment provided for, first, free, full and open publicity to its membership as to 
the basis to be followed in distributing revenues;®* second, primary reliance on an 
objective (in fact, a mathematical) basis for the apportionment of revenues; and, 
third, impartial review by an outside impartial arbiter of any determination as to 
member classification made by an organ of ASCAP. 

Objectivity in the apportionment of revenues is achieved by a judgment directive 
to give “primary consideration to the performance of the compositions of the mem- 
bers as indicated by objective surveys of performances . . .” (Section XI). Com- 
mercial acceptance is, after all, the least assailable criterion of economic earning 


power. 
While ASCAP adheres primarily to an objective performance basis, it has 
adopted internal arrangements, made a matter of public record but not submitted 


for approval to either the Court or the Department of Justice, which take into con- 
sideration social and aesthetic factors other than the number of current performances. 
The total quarterly ASCAP revenues available for distribution are divided, account- 
ing-wise, into three funds: 

A. A Current Performance Fund of 20 per cent; 

B. A Sustained Performance Fund of 60 per cent; 

C. An Accumulated Earnings Fund of 20 per cent. 


The 20 per cent Current Performance Fund is distributed entirely on the basis of the 
relative number of current performances of the writer’s compositions. The 60 per cent 
Sustained Performance Fund is distributed on the basis of a five-year average of 
performances of the writer’s compositions. The purpose of Fund B is to prevent too 
sharp fluctuations in the writer’s income in any given year and thereby assure him a 
certain stability of income. Another purpose served by this Fund is to preserve a 
more equal balance between writers whose compositions have been the subject of 
extensive “song-plugging” and may therefore have only a four- to six-month vogue, 
and those less well promoted songs that may have a more continuing popular appeal 
and acceptance. The Accumulated Earnings Fund of 20 per cent is distributed on 
the basis of the length of time the writer has been a member of ASCAP, multiplied 
by the rating which he has achieved in the Sustained Performance Fund. Ac- 


°? Discussed at p. 316 supra. 
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cordingly, while the older members of the Society stand to benefit from Fund C, 
they benefit only to the extent that their compositions have evinced sustained carry- 
ing power over the years” 

6. Opportunity of Impartial Review. One of the objectives of ASCAP’s internal 
reorganization under the 1950 Judgment was “to assure its members an opportunity 
to protect their rights therough fair and impartial hearings based on adequate in- 
formation.” Reference has already been made to the “open window” which mem- 
bers have now been given as to the basis of ASCAP’s operations. The democratic 
reforms mentioned in connection with the choice of directors and nominating com- 
mittees have also been extended in large measure to the Boards of Appeals, the 
membership organs that pass on the validity of publisher and writer classifications, 
respectively. (See Article XIV of the Articles of Association, Section 6C.) More 
important, however, is the establishment of a right of independent review; Section 
XIII(C) of the Judgment provides 


that any member may appeal from the final determination of his classification by any 
ASCAP committee or board to an impartial arbiter or panel. 


One surface indication of the effectiveness of the new procedures for the de- 
termination of writer revenue classifications is the fact that, while there were eleven 
appeals from such classifications in 1949 and thirteen in 1950, there was only one in 
1951, one in 1952, and none in 1953. This seems noteworthy, especially since it 
seems agreed that the long overdue reform in the allocation of ASCAP writer 
revenues created an immediate hardship period for most ASCAP writers. 

It may also be significant that the publishers have voluntarily shifted, since the 
1950 Judgment was entered, to a completely mathematical basis of revenue distri- 
bution. Prior to 1952, 55 per cent of all publisher royalties had been allotted in exact 
mathematical relationship to the number of performances, 15 per cent on the 
basis of the length of time the works had been in the ASCAP repertory in relation 
to performances over the years, and 30 per cent on the basis of a subjective criterion 
of “availability.” In 1952, “availability” was given a mathematical content; it now 
refers to the five-year average of performance of those compositions that are more 
than two years old. While the publishers had five appeals from membership classi- 
fications in 1951, and six in 1952, none were reported for the year 1953. 

7. Right of Individual Licensing. Section IV(B) of the Amended Consent Judg- 
ment gives an ASCAP member legal carte blanche to issue to users non-exclusive 
licenses for public performances. It prohibits ASCAP from 


limiting, restricting, or interfering with the right of any member to issue to a user non- 
exclusive licenses for rights of public performance. 


®8 There is an elaborate point rating system in connection with the Sustained Performance Fund, which 
serves as a cushion against either too rapid a rise, or too precipitous a decline, in earning power. Also, 
the Sustained Performance Fund has, since its inception in 1951, been amended so that, with respect 
to half of that Fund, no writer will experience any loss of income until October, 1956; at the same time, 
the rise of members to higher income classifications has been accelerated. These are matters too intricate 
(and from a general antitrust standpoint too inconsequential) to be more than mentioned. 
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The 1941 Consent Decree had contained a provision which purported to prohibit 
ASCAP from acquiring or asserting any exclusive performance rights. However, this 
prohibition was completely nullified by language allowing ASCAP to impose five 
conditions on this right of individual licensing.°* The 1950 amended version strikes 
this limiting language. 

While the Amended Consent Judgment vindicates an ASCAP member’s rights 
to license performing rights even while a member of ASCAP, this legal vindication 
may well be meaningless economically. The fundamental premise underlying 
ASCAP’s continued existence and acceptability to users was that ASCAP’s users 
needed immediate access to ASCAP’s entire range of compositions, and that it was 
impracticable for them to negotiate with individual writers and publishers. Never- 
theless, should economic circumstances ever be propitious for the exercise of this 
right of individual licensing, its legal basis has been firmly established in the 
Amended Consent Judgment. 


EpILocuE 


The considerations explored in this article would appear to be a long way from 
the simple command of Section 4 of the Sherman Act “to prevent and restrain” viola- 
tions of the Act, and to have traversed a social, economic and administrative area 
that might superficially seem not to concern antitrust policy. But a complex in- 
dustrial combination, exercising quasi-governmental powers of economic life and 
death over its members and controlling an entertainment package the legal form of 
which was basically crystallized forty years ago but the economic impact of which 
is still largely in flux and development, will call for more deft antitrust handling 
than a combination to fix the price of electric lamps. 

When a complicated machine is taken back to the factory for overhauling and 
reconditioning, the repair crew does not discharge its functions by a few well- 
directed blows of a sledge hammer. The machine is dis-assembled into its hundreds 
of constitutent parts, which are examined, cleaned, lubricated, replaced, and some- 
times rearranged. The performance tests that the re-assembled machine must satisfy 
may be of all kinds—mechanical, electrical, visual, electronic. Perhaps this analogy 
may explain why the judicial resolution of copyright-antitrust conflict should take 
the form of a complicated mosaic, consisting in large part of notions from the 

®* Section II (1) of the 1941 Decree contains a proviso which enables defendant ASCAP to regulate 
the activities of its members in the following five respects: “(a) By requiring all moneys derived from 
the issuance of licenses by the respective members of defendant to be paid by the licensee to defendant 
and distributed in the same manner as other revenues; (b) requiring of its members that notice be given 
the defendant of their intent to issue licenses before the issuance of same; (c) by prohibiting the 
members from issuing exclusive licenses to commercial users of music; (d) by requiring, as a condition 
precedent to the issuance of a license by an individual member of the Society, the approval and consent, 
to be obtained by the licensor, of the composer (s), author (s) and publisher subject to such reasonable 
regulations as may be adopted by the composer (s), author (s) and publisher for that purpose; (e) 
by prohibiting the members from granting or assigning to persons, firms, corporations or enterprises, in- 
cluding Broadcast Music, Inc., the right to license or assign to others the right to perform publicly for 


profit the respective copyrighted musical compositions of which performance rights are owned or con- 
trolled by the respective members of the defendant Society.” 
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diverse fields of constitutional law, patents, and corporate ethics, but unified by the 
overriding demands of the business world and of common sense. 


APPENDIX 
Paragraph II (3), (4) and (5) of ASCAP Consent Decree of March 4, 1941 
(Relating to radio broadcasting) 

(3) Defendant, American Society of Composers, Authors and Publishers, shall 
Not require, as a condition to any offer to license the public performance for profit 
of a musical composition or compositions for radio broadcasting, a license fee of 
which any part shall be (a) in respect of commercial programs, based upon a per- 
centage of the income received by the broadcaster from programs in which no 
musical composition or compositions licensed by said defendant for performance 
shall be performed, or (b) in respect of sustaining programs, an amount which does 
not vary in proportion either to actual performances, during the term of the license, 
of the musical compositions licensed by said defendant for performance, or to the 
number of programs on which such compositions or any of them shall be per- 
formed; provided, however, that nothing herein contained shall prevent said de- 
fendant from licensing a radio broadcaster, on either or both of the foregoing basis, 
if desired by such broadcaster, or upon any other bases desired by such broadcaster. 

With respect to any existing or future performing license agreement with a radio 
broadcaster, defendant, American Society of Composers, Authors and Publishers, 
shall not, if required by such broadcaster, refuse to offer a per program basis of 


compensation on either or both of the following bases which may be specified by 
the broadcaster: 


(i) in respect of sustaining programs a per program license fee, expressed 
in terms of dollars, requiring the payment of a stipulated amount for each 
program in which musical compositions licensed by said defendant shall be 
performed; 

(ii) in respect of commercial programs, a per program license fee, either 
expressed in terms of dollars, requiring the payment of a stipulated amount 
for each program in which the musical compositions licensed by said de- 
fendant for performance shall be performed, or, at the option of defendant, 
the payment of a percentage of the revenue derived by the licensee for the use 
of its broadcasting facilities in connection with such program. 


In the event that defendant shall offer to license the public performance for profit 
of a musical composition or compositions for radio broadcasting upon either or both 
of the foregoing per program bases, and shall also offer to license such performance 
on a basis of compensation which shall not vary in direct proportion either to actual 
performances during the term of the licenses of the musical compositions licensed 
by said defendant for performance or to the number of programs on which musical 
compositions licensed by defendant shall be performed, defendant shall act in good 
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faith so that there shall be a relationship between such per program basis and such 
other basis, justifiable by applicable business factors, including availability, so that 
there will be no frustration of the purpose of this sub-paragraph to afford radio 
broadcasters alternative basis of license compensation. 

(4) Defendant, American Society of Composers, Authors and Publishers, shall 
not license the public performance for profit of any musical composition or composi- 
tions except on a basis whereby, in so far as network radio broadcasting is concerned, 
the issuance of a single license, authorizing and fixing a single license fee for such 
performance by network radio broadcasting, shall permit the simultaneous broad- 
casting of such performance by all stations on the network which shall broadcast 
such performance, without requiring separate licenses for such several stations for 
such performance. 

(5) With respect to any musical composition in defendant’s catalogue of musical 
compositions licensed for radio broadcasting and which is or shall be lawfully re- 
corded for performance on specified commercially sponsored programs on an electrical 
transcription or on other specially prepared recordation intended for broadcasting 
purposes, said defendant shall not refuse to offer to license the public performance 
for profit by designated radio broadcasting stations of such compositions by a single 
license to any manufacturer, producer or distributor of such transcription or recorda- 
tion or to any advertiser or advertising agency on whose behalf such transcription or 
recordation shall have been made who may request such license, which single license 
shall authorize the broadcasting of the recorded composition by means of such 
transcription or recordation by all radio stations enumerated by the licensee, on terms 
and conditions fixed by said defendant without requiring separate licenses for such 
enumerated stations. 
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